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PREFACE. 



In this little book an attempt is made to collect in as 
small a compass as possible, the principles of the law 
of this country relating to Trade Marks. 

Since a large proportion of those principles are now 
embodied in comparatively recent statutory enactments, 
it was thought that the object of the book would be 
more conveniently and satisfactorily attained by append- 
ing explanatory notes to each section of the Acts of 
Parliament relating to the subject than by adopting the 
form of a treatise. 

The rules relating to trade marks issued by the Board 
of Trade in pursuance of the Patents, Designs, and Trade 
Marks Act, 1883, have been added at the end of the 
volume, as well as the Instructions compiled by the 
authorities at the Patent Office for the guidance of those 
who desire to register trade marks. 

£ef erence is made in the Addenda to the short notes, 
contained in the legal newspapers, of some few cases 
which have been decided whilst the book was passing 
through the press but which have not yet been reported 



at length. 



8 Stonb Buildings, Linooln's Inn, 
July 1885. 
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P. 27— Last line ; add, " In re Biviere*8 Trade Mark (2), C. A. 
1885, Solicitor's Journal, voL 29, p. 500; Law Times, 
vol. 79, p. 60." 

P. 33— Nine lines from bottom; add, "See also Sndling v. 
Pullinqj C. A. 1885, 29 Ch. D. 85." 

P. 48 — Nineteen lines from top ; add, " Where an order has been 
made for an appellant to ^ve security for the costs of 
an appeal, it has been held that if he does not give it 
within a reasonable time the court will dismiss the 
appeal without giving further time, unless there are 
extenuating circumstances, and that as a general rule a 
period of three months is more than a reasonable time ; 
WoLshbum, Manufacturing Co, v. Moen, G. A. 1885, 29 
Ch. D. 48.'* 

P. 55 — Twelve lines from bottom ; add, " In re Friedlander*8 
Trade -Warifc, Chitty, J., 1885, W. N. 85 ; L. J. N. of C. 

Law Times, vol. 
Pearson, J., i88q, 
Solicitor's Journal, vol 
29, p. 45 J ; In re Biviere*s Trade Mark (2), C. A. 1885, 
Sohcitor s Journal, vol. 29, p. joo.** 

P. 57 — Sixteen lines from bottom ; add, " For an instance of a 
case in which, on the Board referring an appeal to the 
court, the applicant appears to have proceeded by 
motion under sect 90, see In re Trade Mark 'Alpine,* 
Chitty, J., 1885, W. N. 120 ; L. J. N. of C. 106 ; Solici- 
tor's Journal, vol. 29, p. 5 00. In re Trade Mark * White 
Rose,* Kay, J., 1885, W. N. 127; L. J. N. of C. in, 
the application to the court was by summons, and it 
does not appear that it was preceded by an appeal to 
the Board of Trade." 

P. 58 — Eight lines from top ; add, "For an instance of a motion 
under sect. 90 of the Act to rectify the register, see 
In re MitchelVs and Houghton and Hallmark^ s Trade 
Mark, Chitty, J., 1885, 28 Ch. D. 666 ; 33 W. K. 148 
and 408." 
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P. 58 — Ten lines from bottom; add, ''And the same rale as to 
costs will hold when the applicant is suocessfol on the 
Board referring an appeal to the court : In re Trade 
Mark *Alpine7 Chitty, J., 1885, W. N. 120; L. J. N. 
of C. 106; Solicitor's jonmal, vol. 29, p. 50a" 

P. 63 — Three lines from top ; add, " The entry on the registration 
of two similar trade marks in the same class of a note 
that the use of the marks so registered is restricted by an 
agreement between the respective owners (the effect of 
which is not stated) is irregular and contrary to sect 85 
of the Act ; the entry should properly consist of a note 
of mutual undertakings not to use the marks except in 
a certain manner or within specified districts : 11^ re 
MitchelVs and Houghton and ffallmark^s Trade Marks^ 
Chitty, J., 1885, 28 Ch. D. 666 ; 33 W. R 408." 

P. 69— Twenty- two lines from top; add, **L. J. N. of C. 80; 
Solicitor's Journal, vol. 29, p. 397 ; Law Times, vol. 79, 
p. 95. On the ground, however, that it is immaterial 
for the purposes of this section whether the word is 
newly invented or fancifull^r apj>lied so long as such 
application creates a distinction, it has been held that 
the word 'Alpine,' as applied to woollen and cotton 
goods (/n re Trade Mark * Alpine^* Chitty, J., 1885, 
W. N. 120 ; L. J. N. of C. 106 ; Solicitor's Journal, voL 
29, p. 500) and the word ' Lawford,' the name of a cele- 
brated lawn-tennis player, as applied to tennis bats 
(Slazenger v. Malings, Pearson, J., 1885, W. N. 124 ; 
Solicitor's Journal, voL 29, p. 517) are 'fancy words not 
in con^mon use,' and are consequently capable of regis- 
tration as new trade marks." 

P. 71 — Thirteen lines from bottom; add, "In re Riviere^ s Trade 
Mark (2), C. A. 1885, Solicitor's Journal, voL 29, p. 
500 ; Law Times, voL 79, p. 60." 

P. 75 — Six lines from bottom; add, '"Eton Cigarettes' in Wood 
V. Lambert^ Pearson, J., 1885, W. N. 99 ; L. J. N. of C. 
95 ; Solicitor's Journal, voL 29, p. 4J5.** 

P. 83— Fifteen lines from bottom ; add, " Without saying that it 
is impossible to substitute the name of one person for 
another on the register, as a general rule the provisions 
made by the Act and Rules for an application for the 
registration of a trade mark ought to oe followed. In 
particular it is important that the prescribed advertise- 
ments should be given. It may well be that as against 
the person who is on the register the applicant to strike 
him off may have a very good right, while as against 
other persons who are not present he may not be 
entitlea to be on the roister : per Cotton, L.J., in In 
re Biviere's Trade Mark (2), C. A. 1885, Solicitors 
Journal, voL 29, p. 500 ; Law Times, voL 79. p. 60. 
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P. 88 — Four lines from bottom ; add, " /n re Trade Mark * Alpine,' 
Chitty, J. 1885, W. N. 120 ; L. J. N. of 0. 106 ; Solicitor's 
Journal, vol. 29, p. 500." 

P. 97 — Twelve lines from top ; add, " (v. ) Where a trade mark con- 
sisted of a picture of a hunting field with the words 
'Grant's Morella Cherry Brandy, Sportsman's Special 
Quality,' and evidence was adduced that the brandy 
was generally known and sold as the Sportsman's 
Cherry Brandy, another trade mark composed of a 
hunting field (although somewhat dissimilar tcy the 
first), and the words * Huntsman's Cherry Brandy, was 
held to be calculated to deceive : Tn re Barker's Trade 
Mark, Kay, J., 1885, L. J. N. of C. 102." 

P. 1 1 5 — Nine lines from bottom ; add, " In re Riviere^ 8 Trade Mark 
(2), C. A. 1885, Solicitor's Journal, voL 29, p. 500 ; Law 
Times, vol. 79, p. 60." 

P. 130 — Seventeen lines from bottom ; add, "See, however, In re 
Riviere's Trade Mark (2), C. A. 1885, Solicitor's Journal, 
vol. 29, p. 500 ; Law Times, vol. 79, p. 60." 

P. 1 3 1 —Fifteen lines from bottom ; add, * * When, however, the case 
was heard on its merits, some doubt was expressed 
whether a person trading only in India could beacirgrieved 
by the registration of a trade mark in England : In re 
Riviere's Trade Mark (2), C. A. 1885, Solicitor s Journal, 
vol. 29, p. 500 ; Law Times, voL 79, p. 60." 

P. 132 — Six lines irom bottom ; add, *' In a case where an appeal 
was apparently referred by the Board to the court, the 
procedure adopted was a motion under sect. 90 by the 
applicant : In re Trade Mark ^Alpine,' Chitty, J., 1885, 
W. N. 120 ; L. J. N. of C. 106 ; Solicitor's Journal, vol. 
29, p. 500. In another case the application to compel 
the Comptroller to register, seems to have been ny 
summons without any preliminary appeal to the Board : 
Jn re Trade Mark * White Rose,' Kay, J., 1885, W.N. 
127 ; li. J. N. of C. Ill ; Solicitor's Journal, vol. 29, p. 
540 ; Law Times, voL 79, p. 95." 

P. 138 — Nine lines from bottom ; add, " See, however, observations 
of Cotton^ L. J., in In re Riviere's Trade Mark (2), C. A. 
1885, Solicitor's Journal, vol. 29, p. 500 : Law Times, vol. 
79, p. 60." 

P. 140— Two fines from top; add, ** In re Trade Mark * Alpine* 
Chitty, J., 1885, W. N. 120 ; L. J. N. of C. 106 ; Solicitor's 
Journal, voL 29, p. 500." 

N.B,—In re Wragjfs Trade Mark, Pearson, J., 1885, is now reported 
in 29 Ch. D. 551. 
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An Act to Amend the Law relating to the Fraudulent 
Marking of Merchandise. \yth August 1862.] 

Whereas it is expedient to amend the laws relating to 
the fraudulent marking of merchandise, and to the sale 
of merchandise falsely marked for the purpose of fraud : 
Be it therefore enacted by the Queen's most excellent 
Majesty, by and with the advice and consent of the 
Lords Spiritual and Temporal, and Commons, in this 
present Parliament assembled, and by the authority of 
the same, as follows : 

1. In the construction of this Act the word " person " Sbot. i. 
shall include any person, whether a subject of her construo- 
Majesty or not, and any body corporate or body of the "^^^^ 
like nature, whether constituted according to the law 
of this country or of any of her Majesty's colonies or 
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sbct. 1. dominions, or according to the law of any foreign 
country, and also any company, association, or society 
of persons, whether the members thereof be subjects 
of her Majesty or not, or some of such persons subjects 
of her Majesty and some of them not, and whether 
such body corporate, body of the like nature, company, 
association, or society be established or carry on business 
within her Majesty's dominions or elsewhere, or partly 
within her Majesty's dominions and partly elsewhere ; 
the word "mark" shall include any name, signature, 
word, letter, device, emblem, figure, sign, seal, stamp, 
diagram, label, ticket, or other mark of any other 
description; and the expression "trade mark" shall 
include any and every such name, signature, word, 
letter, device, emblem, figure, sign, seal, stamp, diagram, 
label, ticket, or other mark as aforesaid lawfully used 
by any person to denote any chattel, or (in Scotland) any 
article of trade, manufacture, or merchandise, to be 
an article or thing of the manufacture, workmanship, 
production, or merchandise of such person, or to be an 
article or thing of any peculiar or particular description 
made or sold by such person, and shall also include any 
name, signature, word, letter, number, figure, mark, or 
sign which in pursuance of any statute or statutes for 
the time being in force relating to registered designs is 
to be put or placed upon or attached to any chattel or 
article during the existence or continuance of any 
copyright or other sole right acquired under the 
provisions of such statutes or any of them ; the word 
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''misdemeanor" shall include crime and offence in Sect. i. 
Scotland; and the word "court" shall include any 
sheriff or sheriff substitute in Scotland. 



Person, — Prior to the passing of this Act, the court would give 
protection to an alien using a trade mark in his business in this 
country in the event of infringement " I apprehend that every 
subject of every country, not being an alien enemy — and even to 
an alien enemy the court has extended relief in cases of fraud — 
has a right to apply to this court to have a fraudulent injury to 
his property arrested. And here the plaintiffs have the right, a 
right recognised, I imagine, everywhere in the world, or at least 
in every civilised community, of saying, * We being the manu- 
facturers of certain goods, claim that another man shall not 
manufacture goods and put upon them our trade mark, and then 
pass them off as manufactured by us : ' " yer Wood, V.-C, in 
CoUins Co. V. Cowen^ 1857, 3 K. & J. 428 ; 3 Jur. N. S. 929 ; 
29 L. T. 245 ; 30 L. T. 62 ; 5 W. R. 676. 

Illustrative Cases, — (i) An injunction was granted to an 
American company of edge-tool makers, restraining English 
manufacturers from imitating their stamp upon steel goods not 
made by them : Collins Co. v. (7o?ren, supra ; Collins Co. v. Brown^ 
Wood, V.-C, 1857, 3 K. & J. 423 ; 3 Jur. N, S. 929 ; 30 L. T. 
62 ; Collins Co. v. Reeves^ Stuart, V.-C, 1858, 28 L. J. Ch. 56 ; 
4 Jur. N. S. 865 ; 33 L. T. loi ; 6 W. R. 717 ; Collins Co. v, 
WalkeTy Kindersley, V.-C, 1859, 7 W. R. 222. 

(ii.) An injunction was granted to a French manufacturer, who 
sold his cotton in packets labelled with a cross and the letters 
" C B.," restraining an English maker from selling cotton, not 
the plaintiff's, as "French cross embroidery cotton," or "cross 
embroidery cotton," or "cross cotton," and from using a label 
consisting of an anchor and the letters " W, T. : " Cartier v. 
Wesihead, Wood, V.-C, 1861, Seb. Dig. JTo. 199. 

(iii) A similar injunction to restrain the sale of cotton, labelled 
with a cross and the letters ** C S." instead of ** C B. : " Cartier 
V. CarliU, Romilly, M.R., 1862, 31 Beav. 292 ; 8 Jur. N. S, 
183; see also Howe y. M^Kemanj Romilly, M.R., 1861^ 30 
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Sbot. X. Beav. 547 ; and Farina v. Cathery, Wood, V.-C, 1867, Seb. Dig. 
No. 275. 

Although in some of these cases actual fraud was either estab- 
lished or presumed, the rcUio decidendi seems to have been in them 
all the mere fact that the plaintifif's right to the exclusive use 
of a trade mark had been infringed : see, as to this, notes under 
heading " Trade Mark," infra. 

It will be noticed that the definition, contained in this section, 
of the ** persons " who can take advantage of the Act, is very- 
wide, and obviously includes aliens, whether carrying on business 
in Great Britain or not. 

It is questionable, however, whether an alien owner of a trade 
mark who has not obtained a reputation for it by user in this 
country can claim any rights of property in it here : see In re 
Mwnck's Application, Chitty, J., 1883, 5© L. T. N. S. 12 ; W. N. 
p. 1701 In re Rivieres Trade Mark, C. A. 1884, 26 Oh. D. 48 ; 
53 L. J. Ch. 578 ; 50 L. T. N. S. 763 ; 32 W. R. 390 ; In re 
Leonard and Ellii Trade Mark, C. A. 1884, 26 Ch, D. 288 ; 53 
L. J. Ch. 603 ; 5 1 L. T. N. S. 35 ; and see note on ^ Acquisition 
of Trade Marks," infra. 

By the Act of 1883, sect 75, post, registration of a trade mark 
is made equivalent to public user. As to whether an alien not 
using his trade mark in Qreat Britain can register under the Act, 
and so secure the advantages attending registration, see Act of 
1883, sections 62 and 103 ; and In re Munch' s Application, In re 
Riviere^s Trade Mark, and In re Leonard and JEUie* Trade Mark, 
ubi supra. 

Trade Mark, — Prior to the definition in this section no authori- 
tative definition of a trade mark existed, but the principle of law 
in pursuance of which trade marks were protected was well 
established. 

'^ Originally the right to bring an action in respect of the im- 
proper use of a trade mark arose out of the common law right 
to bring an action for a false representation, which, of course, 
must be a false representation made fraudulently. It dififered 
from an ordinary action for false representation in this respect, 
that the action for false representation is generally brought by 
the person to whom the false representation is made ; but in the 
«i^e of the improper use of a trade mark the common law 
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courts noticed that the false representation which is made by Sect. i. 

putting another man's trade mark, or the trade name of another 

manufacturer, on the goods which the wrongdoer sells, is calcu- 
lated to do an injury not only to the person to whom the false 
or fraudulent representation is made, but to the manufacturer 
whose trade mark is imitated. Then the common law courts 
extended that doctrine one step further ; first, if I recollect 
lightly, in the case of Sykes v. Sykes (K. B. 1824, 3 B. & Cr. 541 ; 
5 D. & R 292 ; 3 L. J. E. B. 46). There it was held that 
although the representation was perfectly true as between the 
original vendor and the original purchaser, in this sense, that the 
original purchaser knew perfectly well who was the real manu* 
facturer of the goods, and so was not deceived into believing that 
he had bought goods manufactured by another person ; yet if the 
trade mark was put on the goods for the purpose of enabling that 
purchaser, when he came to sell the goods, to deceive any one of 
the public into thinking that he was purchasing the goods of the 
manufacturer to whom the trade mark properly belonged, then 
that was equally a deception, a selling of goods with a false repre- 
sentation, which would give the original user of the trade mark a 
right of action : " per Mellish, L. J., in Singer Manufacturing Co, v. 
Wilton^ C. A. 1876, 2 Ch. D. 453 ; 45 L. J. Ch. 490 ; 34 L. T, 
N. S. 863 ; 24 W. R 1026. 

It will be noticed that under the old practice at common law 
**^ proof of fraud on the part of the defendant is of the essence of 
the action*: ^ per Westbury, L.C., in Edelsten v. EdeUten, 1863, i 
De Q. J. & S. 185 ; 9 Jur. N. S. 479 ; 7 L. T. N. S. 768 ; 11 W. 
R. 328 ; see also Singleton v. BoUon^ K. B. 1783, 3 Doug. 293 ; 
Crawthay v. Thow^ion^ C. P. 1842, 4 Man. & G. 357 ; 11 L. J. 
C. P. 301 ; Rodgers v. NowUl, C. P. 1847, 5 C. B. 109 ; 17 L. J. 
C. P. 52. See, as to the later practice, sects. 21 and 22. 

The courts of equity, however, extended the right to protection 
further, and held that '4t was quite immaterial that the maker of 
the goods to which the mark was affixed did not know that it 
was a trade mark, and had not the slightest intention of defraud* 
ing anybody. He must not put as a mark on goods, even though 
he intends to establish it as his own trade mark, that which is 
the known trade mark of other people, and he would be restrained 
by injunction though he thought he himself had invented the 
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Sect. x. trade mark, and bond fide intended it to designate goods of his 
^~* own manufacture. And the reason is obvious ; because the goods 
pass from hand to hand, and though he may act with the utmost 
bona fideSf yet the ultimate purchasers might believe that they 
were the real goods, that is to sayi that they were manufactured 
by the person entitled to the original trade mark : " per Jessel, 
M.R., in Singer Manufacturi'ng Co, v. WUson^ 1875, 2 Ch. D. 434 ; 
45 L. J. Ch. 490 ; 34 L. T. N. S. 858 ; 24 W. R 1023. 

In short, a trade mark came to be regarded in equity as a kind 
of property, and it was held *' that the jurisdiction of the court in 
the protection of trade marks rests upon property, and that the 
court interferes by injunction because that is the only mode by 
which such property can be effectually protected : '* per Westbury, 
L.C., in Leather Cloth Co. v. American Leather Cloih Co,, 1863, 
4 De Q. J. & S. 137 ; 33 L. J. Ch. 199 ; 10 Jur. N. S. 81 ; 9 
L. T. N. S. 558 ; 12 W. R. 289 ; see also MUlington v. Fox, 
Cottenham, L.C., 1838, 3 My. & Cr. 338 ; Clement v. Maddick, 
Stuart, V.-C, 1859, ' CJiff. 98 ; 5 Jur. N. S. 592 ; Edelsten v. 
Edehten, Westbury, L.C., 1863, i De Q. J. & S. 185 ; 9 Jur. N. S. 
479; 7 L. T. N. S. 768'; II W. R 328; Ball v. Barrows, 
Westbury, L.C., 1863, 4 De Q. J. & S. 150; 33 L. J. Ch. 204 ; 
.9 L. T. N. S. 561 ; 12 W. R. 322; Singer Manufacturing Co, 
V. Wilson, ubi supra. 

As to protection by injunction, see sect. 21. 

From the above observations regarding the growth of the 
jurisdiction of the courts of equity, it will be gathered there is a 
well-established principle, '* that a manufacturer is not entitled 
to sell his goods under the false representation that they are made 
by a rival manufacturer," and that of the numerous cases which 
come within this rule there is a distinct class consisting of those 
'^ cases where the goods manufactured are distinguished by some 
description or device in some way or other affixed to the article 
sold. It may be, as I said before, description — that is, it may 
consist of a name or names, or a lengthy description consisting of 
names with superadded words, and that description may be 
either affixed to or impressed upon the goods themselves by 
means of a stamp or an adhesive label, or it may be made to 
accompany the goods by being impressed or made to adhere to an 
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envelope or case containing the goods ; " per Jessel, M.R., in Sect, x. 
Singer Manufacturing Co. v. Wilson^ nbi supra. 

These are cases of trade mark properly so called, and they 
are distinguishable inasmuch as all that a plaintiff seeking an 
injunction has to do is to show that 

(i.) He has a good title to the trade mark. 

(ii.) The trade mark has been imitated. He has not to show any 
fraudulent intention on the part of the defendant ; it is enough 
to show that the trade mark has been taken, and '^ a trade mark 
to be taken need not be exactly copied ; it need not be copied 
even with slight variations ; but it must be a substantial portion 
of the trade mark ; it has sometimes been called the material 
portion, but that means the same thing : '' per Jessel, M.R, in 
Singer Manufacturing Co, v. Wileoriy ubi supra ; and as to the 
"essential particular" of a trade mark, see Act of 1883, sect 64. 
As to what will constitute imitation, see sect. 5, p. 15. 

Although no authoritative definition was extant of the kind of 
mark which would be such a trade mark as to secure to its 
proprietor the advantages of the jurisdiction above described, 
yet it was essential that it should be (i.) distinctive : see Act of 
1883, sect. 64, postj' and (ii.) attached to an article actually in 
the market. See M^ Andrew v. Bcusett, Westbury, L.C., 1864, 4 
De Q. J. & S. 380; 33 L. J. Ch. 566 ; 10 Jur. N. S. 550 ; 10 L. T. 
N. S. 442 ; 12 W. R. yy7 ; and per Cairns, L.J., in Maxwell v. 
Hogg, 1867, L. R 2 Ch. 307 ; 36 L. J. Ch. 433 ; 16 L. T. N. S. 
130 ; 1 5 W. R. 467 ; and per Jessel, M.R., in Singer Manufacturing 
Co, V. WiUon^ ubi supra. 

The above definition in the Merchandise Marks Act contains 
a description of such trade marks as entitle their proprietors to 
the benefit of the Act, but beyond this it does not affect the law 
as stated above. See per Bacon, V.-C, in Ford v. Foster^ 1872, 
L. R 7 Ch. 616; 27 L. T. N. S. 222 ; 20 W. R. 311. 

The Act of 1883, sect. 64, contains another definition of such 
marks as are registrable thereunder, and sect. 77 makes regis- 
tration under that Act in the case of trade marks so registrable, 
and a refusal by the Comptroller to register in the case of any 
other trade mark in use prior to 1875, a condition precedent to 
any proceeding to prevent, or to recover damages for infringe- 
ment. 
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3ect. I. It m47 be mentioned here that the protection given by the 

courts of equity in trade mark cases, although there is no proof 

of fraud, has been extended also to some cases of trade name. 
" A name may be so appropriated by user as to come to mean 
the goods of the plaintifb, though it is not, and never was, 
impressed on the goods or on the packages in which they are 
contained, so as to be a trade mark properly so called, or within 
the recent statutes. Where it is established that such a trade 
name bears that meaning, I think the use of that name, or one so 
nearly resembling it as to be likely to deceive, as applicable to 
goods not the plaintiffs, may be the means of passing off those 
goods as and for the plaintiff's just as much as the use of a 
trade mark ; and I think the law (so far as not altered by legis- 
lation) is the same : " ptr Blackburn in Singer ManufcLcturtng Co, 
V. Looff, H. L. 1882, 8 App. Cas. 32 ; 52 L. J. Ch. 481 ; 48 L. T. 
N. S. 3 ; 31 W. R. 325 ; And per Cairns, L.C., in Singer Manu- 
facturing Co. V. Wilson^ H. L. 1877, 3 App. Cas. 389; 47 L. J. 
Ch. 481 ; 38 L. T. N. S. 305 ; 26 W. R. 664 ; and see sect 64 of 
the Act of 1883. 

AcquiBition of Trade Marks, — It has been stated above that a 
trade mark, properly so called, must be attached in some way to 
an article which is actually for sale in the market In other 
words, a mark, prior to the passing of the Registration Acts, did 
not become a trade mark, properly so called, unless it was used 
publicly, so that property in it might be acquired by common 
repute : see M^ Andrew v. Bassett, Westbury, L.C., 1864 > 4 De G. 
J. & S. 380 ; 33 L. J. Ch. 566 ; 10 Jur. N. S. 550 ; 10 L. T. N. S. 
442 ; 12 W. R. 777 ; and per Lord Blackburn in Orr-JEwing v. 
Registrar of Trade Marks, 1878, 4 App. Cas. 479. 

It would appear essential that the user should be in this country: 
Jti re Munches Application, Chitty, J., 1883, 50 L. T. N. S. 12 ; 
In re Riviere's Trade Mark, C. A. 1884, 26 Ch. D. 48 ; 53 L. J. 
Ch. 578 ; 50 L. T. N. S. 763 ; 32 W. R. 390 ; In re Leonard and 
Elli^ Trade Mark, C. A. 1884, 26 Ch. 288 ; 53 L. J. Ch. 603 ; 
51 L. T. N. S. 35. 

But it is not material, provided the user be in Great Britain, 
that the person claiming property in the mark should be a British 
subject : ColUn* v. Clotcen, Wood, V.-C, 1857, 3 K & J. 428 ; 3 
Jur. N. a 929 ; 29 L. T. 245 ; 30 L. T. 62 ; 5 W. R. 676 ; CoUins 
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Co, V. Iteeves, Stuart, V.-C, 1858, 28 L. J. Ch. 56 ; 4 Jur. N. S. Sect. i. 

86s ; 33 L. T. loi ; 6 W, K 717 ; CaHier v. JFesthead, Wood, 

V.-G., 1 86 1, Seb. Dig. No. 199 ; Cartier v. CarlUe^ Romilly, M.R., 
1862, 31 Beav. 292 ; 8 Jur. N. S. 183 ; and see Mouson v. Boehm^ 
Chitty, J., 1884, 26 Ch. D. 398; 53 L. J. Ch. 932; 50 L. T. 
N. S. 784; 32 W. R 612 ; Jw re HeatoWs Trade Mark, Kay, J., 
1884, 27 Ch. D. 570 ; 53 L. J. Ch. 959 ; 51 L. T. N. S. 220 ; 32 
W. R. 951. 

Nor was the length of the user material ; for property in a 
mark affixed or applied by way of stamp to a particular vendible 
article, exists the moment the article goes into the market so 
distinguished, and there obtains acceptance and reputation 
whereby the mark gets currency as an indication of superior 
quality or of some other circumstance which renders the article 
80 marked acceptable to the public : per Westbury, L.C., in 
M^ Andrew v. Bassett, 1 864, 4 De G. J. & S. 380 ; 33 L. J. Ch. 
566 ; 10 Jur. N. S. 550 ; 10 L. T. N. S. 442 ; 12 W. R yyy ; see 
also per Romilly, M.R., in Hall v. Barrows, 1863, 32 L. J. Ch, 
548 ; 9 Jur. N. S. 483 ; 8 L. T. N. S. 227 ; 11 W. R. 525 ; per 
Malins, V.-C, in Lee v. Haley y 1869, 21 L. T. N. S. 546 ; 18 W. R. 
181 ; and per Hall, V.-C, in Cope v. Evans, 1874, L. R. 18 Eq. 
138 ; 30 L. T. N. S. 292 ; 22 W. R. 453. 

Briefly, then, the sole mode in which property in a trade mark 
could be acquired prior to the passing of the Registration Acts 
w&s user in connection with an article actually on sale in Great 
Britain. Now, in addition to this mode of acquisition, registra- 
tion by sect 75 of the Act of 1883 is rendered equivalent to such 
user : see per Lord Blackburn in Orr-Etcing v. Registrar of 
Trade Marks, 1878, 4 App. Cas. 479 ; 48 L. J. Ch. 707 ; 41 L. T. 
N. S. 239 ; 28 W. R. 17. 

Designs. — ^The only Act now in force relating to the registra- 
tion of designs is the Patents, Designs, and Trade Marks Act, 1883 
(46 & 47 Vict, c. 57). It is enacted by sect 5 1 of that Act as 
follows : — 

** Before delivery on sale of any articles to which a registered 
design has been applied, the proprietor of the design shall cause 
each such article to be marked with the prescribed mark or with 
the prescribed word or words or figures denoting that the design 
is registered ; and if he fails to do so the copyright in the design 
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Sect. 2. shall cease unless the proprietor shows that he took all proper 
""" steps to insure the marking of the article." 

The mark is prescrihed bj rule 32 of the Designs Rules made 
under the Act, and is to consist of an abbreviation of the word 
" Registered,** with the number appearing on the certificate of 
registration. 

Forging a 2. Evcrv person who, with intent to defraud, or to 

trademark 

or falsely enable another to defrand, any person, shall forge or 
mw-kvrtth counterfeit, or cause or procure to be forged or counter- 
^dfa^Sfial ^®^*®^> any trade mark, or shall apply, or cause or 
deminor. procure to be appUed, any trade mark or any forged 
or counterfeited trade mark to any chattel or article 
not being the manufacture, workmanship, production, 
or merchandise of any person denoted or intended to 
be denoted by such trade mark, or denoted or intended 
to be denoted by such forged or counterfeited trade 
mark, or not being the manufacture, workmanship, 
production, or merchandise of any person whose trade 
mark shall be so forged or counterfeited, or shall apply, 
or cause or procure to be applied, any trade mark or 
any forged or counterfeited trade mark to any chattel or 
article, not being the particular or peculiar description 
of manufacture, workmanship, production, or merchan- 
dise denoted or intended to be denoted by such trade 
mark or by such forged or counterfeited trade mark, 
shall be guilty of a misdemeanor, and every person so 
committing a misdemeanor shall also forfeit to her 
Majesty every chattel and article belonging to such 
person to which he shall have so unlawfully applied, or 
caused or procured to be applied, any such trade mark 
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or forged or counterfeited trade mark as aforesaid, and Sxcr. a. 
every instrument in the possession or power of such 
person, and by means of which any such trade mark or 
forged or counterfeited trade mark as aforesaid shall 
have been so applied, and every instrument in the 
possession or power of such person for applying any 
such trade mark or forged 'or counterfeit trade mark as 
aforesaid, shall be forfeited to her Majesty; and the 
court before which any such misdemeanor shall be tried 
may order such forfeited articles as aforesaid to be 
destroyed or otherwise disposed of as such court shall 
think fit 

As to what is a trade mark within the meaning of the Act, see 
sect. I. It is to be noticed that intent to defraud, or to enable 
another to defraud, must be shown in order to secure the benefit of 
the Act ; but see sect. 12. As to the protection in equity of trade 
marks in the absence of evidence of such intent, see sect, i, and 
sects. 21 and 22. As to the meaning of '* person " see also sect. i. 

Forgery, — Prior to this Act the imitation of a trade mark 
was not forgery. At common law " forgery supposes the possi- 
bility of a genuine document, and that the false document is not as 
good as the genuine document, and that the one is not as efficacious 
for all purposes as the other. In the present case one of these 
documents is as good as the other ; the one asserts what the other 
does ; the one is as true as the other ; but the one is improperly 
used : " per Bramwell, B., in R, v. Smithy C. C. R 1858, D. & B. 
566 ; 8 Cox 32 ; 27 L. J. M. C. 225 ; 4 Jur. N. S. 1003 ; 31 L. T. 
135 9 6 W. K 495. '* The issuing of this wrapper without the stuff 
within it would be no offence. In the printing of these wrappers 
there is no forgery ; the real offence is in issuing them with 
fraudulent matter in them : " per Pollock, C.B., ibid. See also 

B, V. CI08S, C. C. R 1857, D. & B. 460 ; 7 Cox 494 ; 27 L. J. M. 

C. 54 ; 3 Jur. N. S. 309. 

Consequently the indictment in such cases should formerly 
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Sbct. 3. have been for obtaining money under false pretences, and not for 
forgery. 

The punishment for a misdemeanor under this Act is imprison- 
ment for not more than two years, with or without hard labour 
or a fine : sect. 14. 

A conviction does not affect any right or civil remedy of the 
person aggrieved : sects. 11, 21, and 22. 

As to limitation of actions, see sect. 18. 

There is nothing illegal or improper in a compromise of criminal 
proceedings taken under this Act, for it is not against the policy 
of the ]aw to allow of a compromise in cases where an offender 
may be proceeded against either civilly or criminally at the 
option of the person injured : Fisher v. Apollinaris Company^ 
C. A. 1875, L. R. 10 Ch. 297 ; 44 L. J. Ch. 500 ; 32 L. T. N. S. 
628 ; 23 W. R 460. 

As to what amount of imitation constitutes forgery within the 
meaning of the Act, see sect. 5. 

There is a prohibition against the importation of articles of 
foreign manufacture which bear the name and address, or the 
name and trade mark, of a manufacturer of such articles in the 
United Kingdom, contained in the Revenue Act, 1883 : see notes 
to sect. 7. 

Applying a 3. Evcrv person who, with intent to defraud, or to 

forged trade 

mark to any enable another to defraud, any person, shall apply or 

▼esseif casOy 

J^ToV cause or procure to be applied any trade mark or any 

rny^rticl? forgcd or Counterfeited trade mark to any cask, bottle, 

tended to b^ stopper, vesscl, case, cover, wrapper, band, reel, ticket, 

demeanor, label, or Other thing in, on, or with which any chattel 

or article shall be intended to be sold or shall be sold 

or uttered or exposed for sale, or intended for any 

purpose of trade or manufacture, or shall enclose or 

place any chattel or article, or cause or procure any 

chattel or article to be enclosed or placed, in, upon, 

under, or with any cask, bottle, stopper, vessel, case. 
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cover, wrapper, band, reel, ticket, label, or other thing Sbot. 3, 
to which any trade mark shall have been falsely applied, 
or to which any forged or counterfeited trade mark shall 
have been applied, or shall apply or attach or cause or 
procure to be applied or attached to any chattel or 
article any case, cover, reel, ticket, label, or other thing 
to which any trade mark shall have been falsely applied, 
or to which any forged or counterfeited trade mark shall 
have been applied, or shall enclose, place, or attach any 
chattel or article, or cause or procure any chattel or 
article to be enclosed, placed, or attached, in, upon, 
under, with, or to any cask, bottle, stopper, vessel, case, 
cover, wrapper, band, reel, ticket, label, or other thing 
having thereon any trade mark of any other person, 
shall be guilty of a misdemeanor, and every person so 
committing a misdemeanor shall also forfeit to her 
Majesty every such chattel and article, and also every 
such cask, bottle, stopper, vessel, case, cover, wrapper, 
band, reel, ticket, label, or other thing as aforesaid in the 
possession or power of such person ; and every other 
similar cask, bottle, stopper, vessel, case, cover, wrapper, 
band, reel, ticket, label, or other thing made to be used 
in like manner as aforesaid, and every instrument in the 
possession or power of such person, and by means of 
which any such trade mark or forged or counterfeited 
trade mark as aforesaid shall have been applied, and 
also every instrument in the possession or power of such 
person for applying any such trade mark or forged or 
counterfeit trade mark as aforesaid, shall be f grfeited to 
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Sbot. 4. her Majesty; and the court before which any such 
misdemeanor shall be tried may order such forfeited 
articles as aforesaid to be destroyed or otherwise 
disposed of as such court shall think fit. 

As to the panisbment of a misdemeanor, see sect. 14. 

As to limitation of actions, see sect. 1 8. 

A conviction under the Act does not affect any right or civil 
lemedj of any person aggrieved : see sects. 11, 21, and 22. 

Where an offence is of such a nature, as is the case in regard to 
offences under this Act, that the offender may be proceeded 
against either civilly or criminally, there is nothing improper or 
illegal in a compromise of the criminal proceedings taken against 
him : Fisher <k Co. v. ApoUinaris Company, C. A. 1875, L. R. 10 
Ch. 297 ; 44 L. J. Ch. 5CX) ; 32 L. T. N. S. 628 ; 23 W. K 460. 

As to the meaning of "person" and "trade mark," see sect i. 

It is not necessary to allege in the indictment or to prove 
intent to defraud any particular person : see sect 12. 

As to what amount of imitation will constitute forgery, see 
sect 5* 

As to the importation of articles of foreign maker bearing the 
trade mark of a manufacturer of such articles in England, see 
notes to sect 7, and the Revenue Act, 1883, sect 2. 

Selling ar- 4. Evciy persou who, after the thirty-first day of 

tides with 

forged or December one thousand eight hundred and sixty-three, 

false trade ^ J > 

"^^^m- ^^ s®^ utter, or expose either for sale or for any 
penalty ' purposc of trade or manufacture, or cause or procure to 
?ahwof be sold, uttered, or exposed for sale or other purpose 
and a sum as af orcsaid, any chattel or article, together with any 

not exceed- 

ing 45. nor forged or counterfeited trade mark, which he shall know 

lessthanxos. ° ' 

to be forged or counterfeited, or together with the trade 
mark of any other person applied or used falsely or 
wrongfully or without lawful authority or excuse, know^ 
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ing such trade mark of another person to have been so Sbct. 4, 
applied or used as aforesaid, and that whether any such 
trade mark or forged or counterfeited trade mark as 
aforesaid, together with which any such chattel or 
article shall be sold, uttered, or exposed for sale or other 
purpose as aforesaid, shall be in, upon, about, or with 
such chattel or article, or in, upon, about, or with any 
cask, bottle, stopper, vessel, case, cover, wrapper, band, 
reel, ticket, label, or other thing in, upon, about, or 
with which such chattel or article shall be so sold or 
uttered or exposed for sale or other purpose as aforesaid, 
shall for every such offence forfeit and pay to her 
Majesty a sum of money equal to the value of the 
chattel or article so sold, uttered, offered, or exposed for 
sale or other purpose as aforesaid, and a further sum 
not exceeding five pounds, and not less than ten 
shillings. 

As to meaning of " person " and ** trade mark," see sect, i. 

As to recoveiy of penalties, see sects. 15 and 16. 

As to limitation of actions, see sect. 18. 

A vendor of an article with a trade mark is to be deemed to 
contract that the mark is genuine : sect. 19. 

A plaintiff suing for a penalty may be compelled to give 
security for costs : sect. 24. But if he obtain judgment he will be 
entitled to an indemnity for all costs and charges incurred, unless 
the court order that costs of the ordinary amount only shall be 
allowed : sect 17, but see also sect 23. 

The rights or civil remedies of a person aggrieved will not be 
affected by the fact that judgment has been obtained for the 
offence described in this section : sect 11. 

It is unnecessary in a proceeding under this section to prove 
an intention to defraud any particular person : sect 12* 



i6 MERCHANDISE MARKS ACT, 1862. 

SioT. 5. As to what amount of imitation constitutes forgery, see 
sect. 5. 

Additions to 6. Everj addition to and every alteration of and also 
tions of every imitation of any trade mark which shall be made, 

trade marks 

Tto \^i*de- *PP^^®^» ^^ ^*®^ '^^^'^ intent to defraud or to enable any 
d?"m^fOT- o^li^r person to defraud, or which shall cause a trade 
^^^ mark with such alteration or addition, or shall cause 
such imitation of a trade mark to resemble any genuine 
trade mark so or in such manner as to be calculated or 
likely to deceive, shall be and be deemed to be a false, 
forged, and counterfeited trade mark within the meaning 
of this Act; and every act of making, applying, or 
otherwise using any such addition to or alteration of a 
trade mark or any such imitation of a trade mark as 
aforesaid done by any person with intent to defraud or 
to enable any other person to defraud, shall be and be 
deemed to be forging and counterfeiting a trade mark 
within the meaning of this Act. 

Prior to this Act, the imitation of a trade mark might support 
an indictment for obtaining money under false pretences, but not 
for forgery : see notes to sect i, and R. v. Gloss, C. C. R 1857, D. 
& B. 460 ; 7 Cox 494 ; 27 L. J. M. C. 54 ; 3 Jur. N. S. 309 ; and 

B. V. Smith, C. C. R. 1858, D. & B. 566 ; 8 Cox 32 ; 27 L. J. M. 

C. 225 ; 4 Jur. N. S. 1003 ; 31 L. T. 135 ; 6 W. R. 495. 

It is unnecessary in a proceeding under this Act to prove that 
the accused intended to defraud any particular person ; it is 
sufficient to prove that he did the act charged with intent to 
defraud, or to enable some other person to defraud, or that any 
other person might be enabled to defraud : sect 12. 

A comparison may be made between the definition of forgery 
contained in this section, and the rule in regard to imitation 
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adopted in the courts of equity. To secure protection it is Sbot. 6. 

enough to show that a trade mark has been taken ; and " a trade 

mark to be taken need not be exactly copied ; it need not be 
copied even with slight variations ; but it must be a substantial 
portion of the trade mark ; it has sometimes been called the 
material portion, but that means the same thing : " per Jessel, 
M.R, in Singer Manufacturing Co, v. Wilson^ 1875, 2 Ch. D. 434 ; 
45 L. J. Ch. 490 ; 34 L. T. N. S. 858 ; 24 W. BL 1023. As to 
what is an essential particular, see Act of 1883, ^^^^ ^4* 

In short, the test of the degree of imitation which will amount 
to forgery, or to infringement, as the case may be, is the probability 
of deception. As to what has been held *' calculated to deceive," 
see Bansome v. Benthall, Shad well, V.-C, 1833, 3 L. J. Ch. 161 ; 
Crawshay v. Thompsony C. P. 1842, 4 Man. & Q. 357 ; 5 Scott N. 
E. 562 ; II L. J. C. P. 301 ; Spottiswoode v. Clarke, Cottenham, 
L.C., 1846, 2 Ph. 154; I Coop. 254; 10 Jur. 1043; Welch v. 
Knottj Wood, V.-C, 1857, 4 K. & J. 747 ; 4 Jur. N. S. 330 ; 
JVooUam v. Ratcliff, Wood, V.-C, 1863, i H. & M. 259 ; Browne 
V. Freeman, Wood, V.-C, 1864, 12 W. R. 305 ; BlackweU v. Crahh, 
Wood, V.-C, 1867, 36 L. J. Ch. 504 ; Cope v. -fiWiw, Hall, V.-C, 
1874, L. R. 18 Eq. 138 ; 30 L. T. N. 8. 292 ; 22 W. R. 453. 

A similar test is adopted in deciding as to the similarity of 
trade marks, sought to be registered under the Act of 1883, to 
trade marks already on the register : see Act of 1883, sect. 72, and 
notes thereto, post. 



6. Where any person who, at any time after the Any person 

thirty-first day of DeccTriber one thousand eight hundred 31st 'Decem- 
ber 1863, 

and sixty-three, shall have sold, uttered, or exposed for Jji^^^ti- 
sale or other purpose as aforesaid, or shall have caused J^^^^ * 
or procured to be sold, uttered, or exposed for sale or SJjJito^ 
other purpose as aforesaid, any chattel or article, together SSaformation 
with any forged or counterfeited trade mark, or together procured it. 
with the trade mark of any other person used without 
lawful authority or excuse as aforesaid, and that 

B 
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Sect. 6. whether any such trade mark, or such forged or 
counterfeited trade mark as aforesaid, be in, upon, about, 
or with such chattel or article, or in, upon, about, or 
with any cask, bottle, stopper, vessel, case, cover, 
wrapper, band, reel, ticket, label, or other thing in, upon, 
about, or with which such chattel or article shall have 
been sold or exposed for sale, such person shall be bound, 
upon demand in writing delivered to him or left for 
him at his last known dwelling-house or at the place of 
sale or exposure for sale by or on the behalf of any 
person whose trade mark shall have been so forged or 
counterfeited or used without lawful authority or 
excuse as aforesaid, to give to the person requiring the 
same, or his attorney or agent, within forty-eight hours 
after such demand, full information in writing of the 
name and address of the person from whom he shall 
have purchased or obtained such chattel or article, and 
of the time when he obtained the same ; and it shall be 
lawful for any justice of the peace, on information on 
oath of such demand and refusal, to summon before him 
the party refusing, and on being satisfied that such 
demand ought to be complied with, to order such 
information to be given within a certain time to be 
appointed by him; and any such party who shall 
refuse or neglect to comply with such order shall for 
every such offence forfeit and pay to her Majesty the 

refusal, ^5. g^jjj^ ^f gyg pouuds, and such refusal or neglect shall be 
primd fdde evidence that the person so refusing or 
neglecting had full knowledge that the trade mark, 



Power to 
justices to 
summon 
parties re- 
fusing to 
give infor- 
mation. 



Penalty for 
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together with which such chattel or article was sold, sbot. 7. 
uttered, or exposed for sale or other purpose as aforesaid, 
at the time of such selling, uttering, or exposing, was 
a forged, counterfeited, and false trade mark, or was the 
trade mark of a person which had been used without 
lawful authority or excuse, as the case may be. 

As to meaning of "person" and "trade mark," see sect, i ; 
and as to what constitutes a forged or counterfeited trade mark, 
see sect. 5. 

As to recovery of penalties, see sects. 15 and 16. The vendor 
of an article with a forged trade mark himself commits an 
offence : sect 4. And even where there is no intent to defraud, 
he is deemed to give a warranty that the trade mark is genuine : 
sect 19. 

A person suing for a penalty may be compelled to give security 
for costs : sect 24. But if he succeed, he will be, as a rule, 
entitled to a full indemnity for all costs and charges incurred for 
the purposes of the action : sect. 17. 

7. Every person who, with intent to defraud or to Marking 

any falso 

enable another to defraud, shall put or cause or procure indication of 

^ ^ quantity, 

to be put upon any chattel or article, or upon any cask, ^^^^^^ 
bottle, stopper, vessel, case, cover, wrapper, band, reel, f?i5d!^n^*" 
ticket, label, or other thing, together with which any S^*Iai to 3ie 
chattel or article shall be intended to be or shall be artufie^and^ 

tho further 

sold or uttered or exposed for sale, or for any purpose of sum not ex- 
trade or manufacture, or upon any case, frame, or other JJ^"®*^ ^®" 
thing in or by means of which any chattel or article 
shall be intended to be or shall be exposed for sale, any 
false description, statement, or other indication of or 
respecting the number, quantity, measure, or weight of 
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Sect. 7. snch chattel or article, or any part thereof, or of the 
place or country in which such chattel or article shall 
have been made, manufactured, or produced, or shall 
put or cause or procure to be put upon any such chattel 
or article, cask, bottle, stopper, vessel, case, cover, wrapper, 
band, reel, ticket, label, or thing as aforesaid, any word, 
letter, figure, signature, or mark for the purpose of 
falsely indicating such chattel or article, or the mode of 
manufacturing or producing the same, or the ornamenta- 
tion, shape, or configuration thereof, to be the subject 
of any existing patent, privilege, or copyright, shall for 
every such ofience forfeit and pay to her Majesty a 
sum of money equal to the value of the chattel or 
article so sold or uttered or exposed for sale, and a 
further sum not exceeding five pounds and not less than 
ten shillings. 

As to tbe meaning of *< person'' see sect r, and as to the 
recovery of penalties, see sects. 15 and 16. 

A person suing for a penalty may be compelled to give security 
for costs : sect. 24. If, however, he obtain judgment he will, as 
a rule, be entitled to a full indemnity in respect of such costs : 
sect. 17 ; see, however, sect 23. 

It is unnecessary in a proceeding under this section to prove 
an intent to defraud any particular person : sect 12. 

The recovery of the penalty for the offence here defined, will 
not affect the rights or civil remedies of the person injured : 
sect II. 

A person selling an article, with a false description upon it, is 
liable in a penalty ; sect 8. And even if he does so in ignorance 
he is deemed to give a warranty that the description is true : 
sect. 20. 

As to geographical names- which may indicate a source of origin 



1 
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or may be merely fancy names, by the use of which no deception Sbot. 7. 
is conceivable, see notes to sect 64 (3) of the Act of 1883. 

It is provided by the Customs Consolidation Act, 1876 (39 & 40 
Vict., c. 36), sect. 153, that **if any articles of foreign manufacture, 
and any packages of such articles, bearing any names, brands, or 
marks, being or purporting to be the names, brands, or marks of 
manufacturers resident in the United Kingdom, shall be imported 
into any of the British possessions absoad, the same shall be 
forfeited." 

And by sect. 42 it is enacted that clocks and watches, or any 
other article of metal, impressed with any mark or stamp, repre- 
senting, or in imitation of any legal British assay, mark, or stamp, 
or purporting, by any mark or appearance, to be of the manu- 
facture of the United Kingdom, if imported into the United 
Kingdom, shall be forfeited, destroyed, or otherwise disposed of. 
By on amending Act — ^the Revenue Act, 1883 (46 & 47 Vict., c. 
55), sect. 2 — ^it is provided that the following enactments shall 
have effect as if they were contained in the above sect. 42 : — 

^' I. (a.) Articles of foreign manufacture not imported by or 
for, but bearing the name and address, or name and trade mark, 
of a manufacturer of such articles resident or having a place of 
business in the United Kingdom. 

^ {b.) Articles of foreign manufacture bearing, either alone or in 
conjunction with other names or words, the name of a part of, or 
place in the United Kingdom, which name has, in the opinion of 
the Commissioners of Customs, been placed upon such articles to 
impart to them a special character of British manufacture. 

^* 2. The proprietary right of a manufacturer in any name or 
mark on any articles of foreign manufacture shall be proved or 
evidenced in such manner and upon such conditions as the 
Commissioners of Customs shall prescribe. 

** 3. Articles bearing the name of a place which would render 
tliem subject to prohibition under this section shall not be 
admissible by reason of there being another place of the same 
name out of the United Kingdom. 

^' 4. Names, addresses, and marks on boxes, cases, cards, or other, 
things in which| or attached to which, articles of foreign manu- 
facture ace imported, shall be deemed to be borne by the articles 
themselves. 
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Sect. 7. ** 5 • The Commissioners of Cnstoms in administering this section, 

whether in the exercise of any discretion or opinion or otherwise, 

shall act nnder the control of the Commissioners of Her Majesty's 
Treasury. 

" 6. In this section the word * name,* as applied to a manu- 
facturer, shall include any ahbreviation or imitation of a name, 
and the word ' manufacturer ' shall include a dealer, and a manu- 
facturing or trading company, having a place of business in the 
United Kingdom." 

Misrepresentation, — Prior to the passing of this Act misrepre- 
sentations, such as are indicated in this section, were sufficient 
to disentitle the owner of a mark to the protection of the court : 
Fidding v. How, Shad well, V.-C, 1837, 8 Sim. 477 ; 6 L. J. 
Ch. 345 ; Perry v. Truefttt, Langdale, M.R, 1842, 6 Beav. 66 ; 
I L. T. 384 ; Leather Cloth Co, v. American Leather Cloth Go,j 
H. L. 1865, II H. L. C. 525 ; 35 L. J. Ch. 53 ; 11 Jur. N. S. 
513 ; 12 L. T. N. S. 742 ; 13 W. R. 873 ; and see notes to sect 
7^ of the Act of 1883. 

The question has most frequently arisen in regard to the use 
of the word " patent " or " patented.** The general rule is that 
(i.) if the article has never been the subject of a patent the use 
of the word will disentitle to protection : Flavel v. Harrison, 
Wood, V.-C, 1853, 10 Hare 467 ; 22 L. J. Ch. 866 ; 17 Jur. 368 ; 
I W. R 213 ; Morgan v. M^Adam, Wood, V.-C, 1866, 36 L. J. 
Ch. 228 ; 1 5 L. T. N. S. 348 ; Leather Cloth Co, v. Lorsent, 
James, V.-C, 1869, 9 Eq. 345 ; 39 L. J. Ch. 86 ; 21 K T. N. S. 
661 ; 18 W. R. 572; Lamplough v. Balmer, Wood, V.-C, 1867, 
W. N., p. 293 ; i^iacey v. Boffey, Malins, V.-C, 1870, W» N., p. 
227 ; but that (2.) if the article has been the subject of a patent 
which has expired, the use of the word will disentitle to protec- 
tion only when the user is of such a nature as to imply that the 
patent is still subsisting : Leather Cloth Co, v. American Leather 
Cloth Co,, ubi supra ; Cheavin v. Walker, C A. 1877, 5 ^^- ^» 
850 ; 46 L. J. Ch. 686 ; 36 L. T. K S. 938. 

There will naturally be no false representation of the exist- 
ence of a patent, when by the usage of many years the word 
** patent " has become a mere designation of the goods : EdelUen 
V. Viclc, Wood, V.-C, 1853, 11 Hare 78 ; 18 Jur. 7 ; Marshall v. 
Ross, James, V.-C, 1869, L. R. 8 Eq. 651 ; 39 L. J. Ch. 225 ; 
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21 L, T. N. S. 260 J 17 "W. R. 1086; and see Sykes v. Syhes, sect. 8. 

K. B. 1824, 3 B. & C. 541 ; 5 D. & R. 292 ; 3 L. J. K. B. 46 ; 

and Cheavin v. Walker, ubi supra. It will be observed that 
similar principles to those enunciated above are followed in 
this Act ; ».«., by the insertion of the word " existing " and the 
proviso in sect. 9, post. 

It is provided by the Act of 1883, sect. 105, that any person 
who represents that any article sold by him is a patented article 
when no patent has been granted for the same, or describes any 
design or trade mark applied to any article sold by him as 
remastered which is not so, shall be liable to a fine not exceeding 
five pounds. 

The words " Registered/' " Registered Design,'* " Copyright," 
" Entered at Stationers' Hall," " To counterfeit this is forgery," 
will not in any case be registered under the last-named Act : see 
Instructions, 30, post 

Sect, 73 of the Act of 1883 contains also an absolute prohibi- 
tion against the registration as part of or in combination with 
a trade mark of any words the exclusive use of which would by 
reason of their being calculated to deceive be deemed disentitled 
to protection in a court of justice. 

As to false representations that medals or certificates have 
been awarded in respect of any articles by the Exhibition Com- 
missioners of 1 85 1 or 1862, see the Exhibition Medals Act, 1863, 
(26 & 27 Vict, c. 119). 

As to registered designs and the mark thereon indicating that 
they are the subject of copyright^ see notes under heading 
** Designs " to sect i. 

A trade mark owner who is himself guilty of misrepresenta- 
tion cannot take advantage of the facilities conferred by thi& 
Act : Morgan v. M^Adam, Wood, V.-C, 1866, 36 L. J. Ch. 228 ; 
1 5 L. T» N. S. 348. 



8* Every person who, after the thirty-first of December seWng or 
one thousand eight hundred and sixty-three, shall sell, ^S^tSr ^ 
utter, or expose for sale or for any purpose of trade or ^^Jf^^'i?^^ 
manufacture, or shall cause or procure to be sold, uttered, '*^® ****** 



24 MERCHANDISE MARKS ACT, 1862. 

BxoT. 8. or exposed for sale or other purpose as aforesaid, any 
mentof chattel or article upon which shall have been, to his 
&3., penalty knowlcdgc, put, or upou auj cask, bottle, stopper, vessel, 
Swt&^'a. ^*^®» cover, wrapper, band, reel, ticket, label, or other 
thing, together with which such chattel or article shall 
be sold or uttered or exposed for sale or other purpose 
as aforesaid, shall have been so put, or upon any case, 
frame, or other thing used or employed to expose or 
exhibit such chattel or article for sale shall have been 
so put, any false description, statement, or other indica- 
tion of or respecting the number, quantity, measure, or 
weight of such chattel or article or any part thereof, or 
the place or country in which such chattel or article 
shall have been made, manufactured, or produced, shall 
for every such offence forfeit and pay to her Majesty a 
sum not exceeding five pounds and not less than five 
shillings. 

As to the meanhig of *' person," see sect i ; and as to the 
xecoveiy of penalties, see sects. 15 and 16. 

A person suing for a penalty may be compelled to give security 
for costs : sect. 24. But if he succeed in obtaining judgment he 
will ordinarily be entitled to a full indemnity in respect of all 
costs incurred : sect. 17, and compare sect^ 23. 

In a proceeding under this section, intent to defraud any parti- 
cular person need not be proved, but fraudulent knowledge must 
be shown: sect. 12. 

A Tender selling, even in ignorance, an article with such a 
description upon it as is defined in this section, impliedly contracts 
that the description is true : sect 2a 

The civil remedies of any person injured will not be affected 
by the recovery of penalties under this section : sect 11. 

This flection is subject to the proviso in sect. 9. 
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As to geographical names which are merely fancy designations Sbot. 9. 
and do not indicate a source of supply, see notes to sect. 64 (3) of 
the Act of 1883. 

As to the importation of goods of foreign manufacture hearing 
the name and address, or name and trade mark, of a manufacturer 
of such goods in the United Kingdom, see notes to sect. 7, wnJte. 



9. Provided always, that the provisions of this Act ptovIbo that 

'' ^ it shall not 

shall not be construed so as to make it any offence for bean offence 

" to apply 

any person to apply to any chattel or article, or to any 5^J®' 
cask, bottle, stopper, vessel, case, cover, wrapper, band, ^ntoM^ 
reel, ticket, label, or other thing with which such chattel particuLr 
or article shall be sold or intended to be sold, any name, manafac 

tures. 

word, or expression generally used for indicating such 
chattel or article to be of some particular class or 
description of manufacture only, or so as to make it any 
offence for any person to sell, utter, or offer or expose 
for sale any chattel or article to which, or to any cask, 
bottle, stopper, vessel, case, cover, wrapper, band, reel, 
ticket, label, or other thing sold therewith, any such 
generally used name, word, or expression as aforesaid 
shall have been applied^ 

This section qualifies the two preceding sections. As to names, 
words, and expressions, which have ceased to be distinctive (i.«. 
'* distinguishing the manufacture of one person from the manu* 
facture of all others : " per Fry, L. J., in In re Leonard and EUi£ 
Trade Mark, C. A. 1884, 26 Ch. D. 288 ; 53 L. J. Ch, 603 ; 51 
L. T. N. S. 35), and merely indicate that the article to which they 
are applied is of some particular class or description of manu- 
facture, see notes to sect. 64 (3) of the Act of 1883. 

By sect. 73 of the Act of 1883, the registration is absolutely 
prohibited of any words as part of, or in combination with a trado 
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Sects. 10, niark, the exclusive use of which would, by reason of their being 
^'- calculated to deceive, be disentitled to protection in a court of 
justice. 

As to the use of the word "patent" as part of the description 
in a label or trade mark of goods which are not protected hy a 
patent, but which from the usage of many years have acquired the 
designation, in the trade generally, of patent, see Marshall v. RosSj 
James, V.-C., 1869, L. R. 8 Eq. 651 ; 39 L. J. Ch. 225 ; 21 L. T. 
N. S. 260 ; 17 W. R. 1086, and notes to sect 7, ante. 

Description 10. In cvcry indictment, pleading, proceeding, and 

of trade 

markB Mid document whatsoever in which any trade mark shall be 

f orfired trade *' 

JjJJ^'^lJJg*^" intended to be mentioned, it shall be suflScient to 
*°' mention or state the same to be a trade mark, without 

further or otherwise describing such trade mark, or 
setting forth any copy or facsimile thereof ; and in every 
indictment, pleading, proceeding, and document whatso- 
ever in which it shall be intended to mention any forged 
or counterfeit trade mark it shall be sufficient to mention 
or state the same to be a forged or counterfeit trade 
mark without further or otherwise ' describing such 
forged or counterfeit trade mark, or setting forth any 
copy or facsimile thereof. 

As to what is a trade mark within the scope of the Act, see 
sect I, and as to what degree of imitation constitutes forgery, see 
sect. 5. 

It is unnecessary also to allege an intent to defraud any parti^ 
cular person: sect. 12. 

Conviction 11, The provisious in this Act contained of or 

not to affect 

OTci^^* concerning any act or any proceeding, judgment, or 
remedy, couviction for any act hereby declared to be a misde- 
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meaner or ofifence, shall not, nor shall any of them, Sect. n. 
take away, diminish, or prejudicially afifect any suit, 
process, proceeding, right, or remedy which any person 
aggrieved by such act may be entitled to at law, in 
equity, or otherwise, and shall not nor shall any of them 
exempt or excuse any person from answering or making 
discovery upon examination as a witness or upon inter- 
rogatories or otherwise in any suit or other civil pro- 
ceeding : provided always, that no evidence, statement, 
or discovery which any person shall be compelled to 
give or make shall be admissible in evidence against 
such person in support of any indictment for a mis- 
demeanor at common law or otherwise, or of any 
proceeding under the provisions of this Act. 

By sect. 77 of the Act of 1883, it is enacted that a person shall 
not be entitled to institute any proceeding to prevent or to recover 
damages for the infringement of a trade mark, unless, in the case 
of a trade mark capable of being registered under that Act, it has 
been registered in pursuance thereof, or in the case of any other 
trade mark in use before the 13th August 1875, registration 
thereof has been refused. 

As to what marks are registrable, see sect. 64 of the Act of 
1883. 

It will be noticed that registration or refusal to register is made 
a condition precedent to the institution of civil proceedings in the 
case of all trade marks, with the sole exception of such marks 
brought into use since 1875 as ^^ ^^^ within the definition con- 
tained in sect. 64. 

As to the wide interpretation placed on the word '* person," see 
sect. I, ante. 

And as to the meaning of '* aggrieved," compare Act of 1883, 
sect.^ ; and In re Rivieres Trade Markj C. A. 1884, 26 Ck. D. 
48 ; 53 L. J. Ch. 578 ; 32 W. R. 390. 
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Sect. za. As to civil remedies for the infringement of trade marks^ see 
sects. 21 and 22. 

intenttod- 12. In every indictment, information, conviction, 

fraud, Ac, 

any particu- pleading, and proceeding against any person for any 
au^ed^inan niisdcmeanor or other ofifence against the provisions of 
indictment, ^j^jg j^^^ jj^ wliich it shall bc necessary to allege or 

^^^ mention an intent to defraud, or to enable another to 

defraud, it shall be sufficient to allege or mention that 
the person accused of having done any Act which is 
hereby made a misdemeanor or other offence did such 
Act with intent to defraud, or with intent to enable 
some other person to defraud, without alleging or men- 
tioning an intent to defraud any particular person ; and 
on the trial of any such indictment or information for 
any such misdemeanor, and on the hearing of any 
information or charge of or for any such other offence as 
aforesaid, and on the trial of any action against any 
person to recover a penalty for any such other offence as 
aforesaid, it shall not be necessary to prove an intent to 
defraud any particular person, or an intent to enable any 
particular person to defraud any particular person, but 
it shall be sufficient to prove with respect to every such 
misdemeanor and offence that the person accused did 
the act charged with intent to defraud, or with intent 
to enable some other person to defraud, or with the 
intent that any other person might be enabled to defraud. 

■ It is also not necessary to describe the trade mark in the 
indictment or to set out a copy of it : sect 10. 
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As to the protection of trade marks in the absence of fraudulent Sbots. 13, 
intention, see notes to sect, i, and sect 21. '4« 

13. Every person who shall aid, abet, counsel, or pro- Pertoiw 

who aid In 

cure the commission of any offence which is by this tue commia- 

" * sion of a 

Act made a misdemeanor, shall also be guilty of a mis- ™*»^«- . 

' o t^ meanor to 

demeanor. ^^ 

As to meaning of '* person " here, see sect. i. 

The offences made misdemeanors by the Act are described in 
sects. 2 and 3. 

As to the pumshment of a misdemeanor, see the next section 
below. 

The word '* misdemeanor " includes crime and offence in 
Scotland: sect. i. 

There is nothing illegal or improper in the compromise of pro- 
ceedings under this Act, for it is not against the policy of the 
land to allow of a compromise in cases where a person may be 
proceeded against either civilly or criminally at the option of the 
person injured : Fiskerv. Apollinaris Company, C. A. 1875, L. R. 
10 Ch. 297 ; 44 L. J. Ch. 500 ; 22 L. T. N. S. 628 ; 23 W. B. 
460. 

Compare with this section the Summary Jurisdiction Act, 1848, 
(11 & 12 Vict., c. 43), sect 5, and see sect. 16, post* 

14. Every person who shall be convicted or found Punishment 

for miflde- 

guilty of any offence which is by this Act made a mis- S*®*g3! 5\ 
demeanor shall be liable, at the discretion of the court 
and as the court shall award, to suffer such punishment 
by imprisonment for not more than two years, with or 
without hard labour, or by fine, or both by imprison- 
ment with or without hard labour and fine, and also by 
imprisonment until the fine (if any) shall have been 
paid and satisfied. 
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Sect. 1$. The word ** misdemeanor " includes crime and offence in 

Scotland, and the word " court " includes any sheriff or sheriff 

substitute : sect. i. 

The offences made misdemeanors by the Act are defined in 
sects. 2, 3, and 13* 
As to the meaning of " person," see sect. i. 

Recovery of 16. Ill evcrv casG in which any person shall have 

penalties. 

committed or done any ofifence or act whereby he shall 
have forfeited or become liable to pay to her Majesty 
any of the penalties or sums of money mentioned in 
the provisions of this Act, every such penalty or sum 
of money shall or may be recovered in JSngland, Wales, 
or Ireland in an action of debt, which any person may 
as plaintiff for and on behalf of her Majesty commence 
and prosecute to judgment in any court of record, and 
the amount of every such penalty or sum of money to 
be recovered in any such action shall or may be deter- 
mined by the jury (if any) sworn to try any issue in 
such action, and if there shall be no such jury then by 
the court or some other jury, as the court shall think 
fit, or instead of any such action being commenced such 
penalty or sum of money shall or may in JEngland or 
Waits be recovered by a summary proceeding before 
two justices of the peace having jurisdiction in the 
county or place where the party offending shall reside 
or have any place of business, or in the county or place 
in which the ofifence shall have been committed ; and 
shall or may in Ireland be recovered in like manner by 
civil bill in the civil bill court of the county or place 
in which the offence was committed, or in which the 
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oflferider shall reside or have any place of business ; and Sect. 15. 
shall or may in Scotland be recovered by action before 
the Court of Session in ordinary form or by summary 
action before the sheriff of the county where the offence 
shall have been committed or the offender may reside 
or have any place of business, which sheriff, upon proof 
of the offence, either by the confession of the person 
offending or by the oath or affirmation of one or more 
credible witnesses, shall convict the offender, and find 
him liable in the penalty or penalties aforesaid, as also 
in expenses ; and it shall be lawful for the sheriff in 
pronouncing such judgment for the penalty or penalties 
• and costs to insert in such judgment a warrant in the 
event of such penalty or penalties and costs not being 
paid to levy and recover the amount of the same by 
poinding : provided always, that it shall be lawful to 
the sheriff, in the event of his dismissing the action and 
assoilzing the defender, to find the complainer liable in 
expenses ; and any judgment so to be pronounced by 
the sheriff in such summary action shall be final and 
conclusive, and not subject to review by advocation, 
suspension, reduction, or otherwise. 

Penalties may be recovered, it will be noticed, either by a qui 
tarn action or summarily before justices at petty sessions under 
the Summary Jurisdiction Acts (11 & 12 Vict., c. 43, as amended 
by 42 & 43 Vict., c. 49) : see next section. 

The plaintiff obtaining judgment in an action will, as a rule, 
be entitled to a full indemnity for all costs and charges : sect. 17. 
But he may be compelled to find security : sect. 24. 

As to the costs in a summary proceeding, see 11 & 12 Vict, c 
43, sect i& 
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Sbots. z6, And aa to the costs of a defendant in an action if lie obtain 
'7* judgment, see sect 23. 

Summary 16, lu everv casc in which any such penalty or sum 

j>roceeding^ 

tiSL^tobl'* ^^ money forfeited to her Majesty as hereinbefore 
^&i?vict i3ientioned shall be sought to be recovered by a summary 
^ *^ proceeding before two justices of the peace, the oflTenco 

or act by the committing or doing of which such penalty 
or sum of money shall have been so forfeited shall be 
and be deemed to be an offence and act within the 
meaning of a statute passed in the twelfth year of the 
reign of her present Majesty, intituled An Ad to facilitate 
the perfomtarice of the duties of justices of the peace out 
of sessions within England and Wales with respect to 
summary convictions and orders; and the information, 
conviction of the offender, and other proceedings for tlie 
recovery of the penalty or sum so forfeited shall be had 
according to the provisions of the said Act. 

The Act II & 12 Vict, c 43, has been amended by tho 
Summary Jurisdiction Act, 1879 (4^ & 43 Vict., c 49}. 
As to costs, see 11 & 12 Vict, c. 43, sect. 18. 

In actions, 17. In evcry case in which judgment shall be obtained 
^ account in auv such action as aforesaid for the amount of any 

edforinlike '' '^ 

m^neras such p'cualty or sum of money forfeited to her Majesty, 
S)i?to t?^^' ^^® amount thereof shall be paid by the defendant to 
^SffTto the sheriff or the officer of the court, who shall account 
co^tiiof BuiL for the same in like manner as other monies payable to 
her Majesty, and, if it be not paid, may be recovered, 
or the amount thereof levied, or the paymeijit thereof 
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enforced, by exectttion or other proper proceeding, as Sbot. 18. 
money due to her Majesty ; and the plaintiflf suing on 
behalf of her Majesty, upon obtaining judgment, shall 
be entitled to recover and have execution for all his 
costs of suit, which shall include a full indemnity for all 
costs and charges which he shall or may have expended 
or incurred in, about, or for the purposes of the action, 
unless the court, or a judge thereof, shall direct that 
costs of the ordinary amount only shall be allowed. 

As to the costs of the defendant if he obtain judgment, 
see sect. 23. The plaintiff may be compelled to give security : 
sect. 24. 

It is questionable whether this section and sect. 23, relating to 
the costs of actions, have not been impliedly repealed by Order 
IxY. of the Rules of the Supreme Court, 1883, which leaves the 
costs of all proceedings to the discretion of the court or judge ; 
for although, as a general rule, an Act directed to a special object 
or a special class of objects will not be repealed by a subsequent 
general Act embracing in its generality those particular objects, 
unless some reference be made directly or by necessary inference 
to the preceding special Act, yet if under the circumstances it can 
be shown that the Legislature intended to repeal the special Act, 
such repeal must be taken to have been effected by implication : 
Ganiett v. Bradley^ H. L. 1878, 3 App. Cas. 944 ; 48 L. J. Ex. 186 ; 
39 L. T. N. S. 261 ; 26 W. K. 698. 

The term " court " includes any sheriff or sheriff substitute in 
Scotland : sect i. 

18. No person shall commence any action or pro- Limitations 

of actions, 

ceedmg for the recovery of any penalty, or procuring *o- 
the conviction of any offender in manner hereinbefore 
provided, after the expiration of three years next after 
the committing of the ofifence, or one year next after the 
first discovery thereof by the person proceeding. 



\ ^ 
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Sect. 19. See Summary Jtuisdiction Act, 1848 (11 & 12 Vict, c. 43): 
sect II. 

After 3i8t 19, In every case in which at any time after the 

December 

T863 vOTidor thirty-first day of December one thousand eight hundred 

of an article ./ •/ o 

^i to^b^^ and sixty-three any person shall sell or contract to sell 
^^t*° (whether by writing or not) to any other person any 
m^k iB^ chattel or article with any trade mark thereon, or upon 

genuine. 

any cask, bottle, stopper, vessel, case, cover, wrapper, 
band, reel, ticket, label, or other thing together with 
which such chattel or article shall be sold or contracted 
to be sold, the sale or contract to sell shall in every 
such case be deemed to have been made with a warranty 
or contract by the vendor to or with the vendee that 
every trade mark upon such chattel or article, or upon 
any such cask, bottle, stopper, vessel, case, cover, 
wrapper, band, reel, ticket, label, or other thing as 
aforesaid, was genuine and true, and not forged or 
counterfeit, and not wrongfully used, unless the contrary 
shall be expressed in some writing signed by or on 
behalf of the vendor, and delivered to and accepted by 
the vendee. 

As to what is a trade mark, see sect i. 

Prior to this enactment, a vendor who sold an article with a 
trade mark to his knowledge improperly affixed thereto was un- 
doubtedly liable to a common law action for deceit on the part 
of a purchaser induced by the misrepresentation to purchase: 
Pasley v. Freeman, K. R 1789, 3 T. R. 51 ; see 2 Smith's, L. C. 
64 ; Behn v. Kernble, C. P. 1859, 7 C. B. N. S. 260. 

And possibly also an action would lie if the vendor, knowing 
that the purchaser relied upon the trade mark, sold the article 
recklessly, in ignorance whether the trade mark were or were not 
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properly affixed thereto : Taylor v. Ashton, Ex. 1843, 11 M. & W. gBor. 19. 
401 ; 12 L. J. Ex. 363 ; 7 Jur. 978 ; Beese Silver Mining Co, v. 
Smithy H. L. 1869, L. B. 4 H. L. 64 ; 39 L. J. CL 849 ; Behn 
V. Bumess, Ex. Ch. 1863, 3 6. & S. 751 ; 32 L. J. Q. B. 204 ; 9 
Jur. N. S. 620 ; 8 L. T. 207. 

But of course this would not he the case if the vendor had 
reasonable grounds, when selling, for believing that the trade 
mark was properly aflixed : Collins v. Evans, Ex. Ch. 1844, D. & 
M. 669 ; 5 Q. B. 805 ; 13 L. J. Q. B. 180 ; 8 Jur. 345 ; Shrewsbury 
V. BlufU, C. P. 1841, 2 Man. & Q. 475 ; 2 Scott N. R. 588. 

If fraud is relied upon, it must be distinctly alleged and proved : 
per Thesiger, L.J., in Damf v. Oarretty C. A. 1878, 7 Ch. D. 489 ; 
47 L. J. Ch. 218 ; 38 L. T. N. S. yj ; 26 W. R. 225. See also 
Barley v. Walford, Q. B. 1846, 9 Q. B. 197 ; 15 L. J. Q. B. 369, 
and Taylor v. Ashton, supra. 

And it must also be shown that the misrepresentation actually 
induced the purchaser to purchase and so act to his prejudice : 
Smiih y. Chadioick, C. A. 1881, 20 Ch. D. 27 ; 51 L. J. Ch. 597 ; 
46 L. T. N. S. 702 ; 30 W. R. 661. 

It is possible also that, irrespective of the above enactment, some 
cases of the sale of goods with trade marks might be brought 
within the rule that where the contract is to supply goods of a 
specified description which the buyer has no opportunity of in- 
specting, the goods must not only, in fact, answer the specific 
description, but must also be saleable under that description : 
Jones V. Justy Q. B. 1868, L. R. 3 Q. B. 196 ; 37 L. J. Q. B. 89 ; 
18 L. T. N. S. 208 ; 16 W. R. 643 ; Bigge v. Parkinson, Ex. Ch. 
1862, 7 H. & N. 995 ; 31 L. J. Ex. 301 ; 8 Jur. N. S. 1014; 7 
L. T. N. S. 92 ; 10 W. R. 349. 

Now, in addition to the above remedies, a warranty that the 
trade mark is genuine is to be deemed to be implied in the con- 
tract for sale of the goods to which it is aflixed. This renders 
proof of fraud unnecessary. 

Action on the Warranty, — ^When fraud is proved, the contract 
of sale is voidable, and the purchaser has a right to disaffirm it, 
and by returning the goods, to reinstate as far as possible the 
vendor, and if the goods have been paid for to recover back the 
price in an action for money had and received : Dawes v. Harness, 
C. P. 1874, L. B. 10 C. P. i66 ; 44 L. J. C. P. 194 ; 32 L. T. 
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Sect. 20, N. S. 159 ; 23 W. R 398 ; Morrison v. Universal Marine Ins. Co.^ 
" Ex. Ch. 1873, L. B. 8 Ex. 197 ; 42 L. J. Ex. 115 ; 21 W. R. 774 ; 

dough V. Z. <fc N. W. R. Co., Ex Ch. 1871, L. R. 7 Ex. 26 ; 41 
L. J. Ex. 17 ; 25 L. T. N. S. 708 ; 20 W. R 187. 

If, however, the action be upon the implied warranty, the 
purchaser cannot force the vendor to take back specific goods : 
Street v. Blay, K. B., 1831, 2 B. & Ad. 456 ; Qompertz v, Denton, 
Ex. Ch. 1832, 1 C. & M. 207 ; I D. P. C. 623 ; Dawson v. Collis, 
C. P. 1851, 10 C. B. 523; 20 L. J. C. P. 116; Heyworth v. 
Hutchinson, Q. B. 1867, L. R 2 Q. B. 447 ; 36 L. J. Q. B. 270 ; 
PouUon V. Lattimore, K. B. 1829, 4 Man. & R. 208 ; 9 R & C. 
295. 

But if, at the time of purchase, the goods were not ascertained, 
he can, on discovering the breach of warranty, refuse to receive 
them, or even send them back within a reasonable time : Street y. 
Blay, supra ; SeUbutt v. Hiekson, C. P. 1872, L. R. 7 0. P. 438 ; 
41 L. J. C. P. 228 ; 27 L. T. N. S. 336 ; 20 W. R. 1035 ; Azemar 
V. Gasella, Ex. Ch. 1867, L. R 2 C. P. 677 ; 36 L. J. 0. P. 263 ; 
16 L. T. N. S. 571 ; 15 W. R. 998. 

Measure of Damages. — "When the thing sold has been 
returned, and no special loss has accrued, the damages consist of 
the price paid. If, however, no price has been paid the damages 
could, it is apprehended, be merely nominal. As the contract 
is rescinded, no claim for the price could ever be made, and the 
hypothesis assumes that no other injury has taken place :" 
Mayne on Damages, p. 180, and see Heilbutt v. Hiekson, supra. 
" Where the article has not been returned, the measure of damage 
will be the difference between its value with the defect warranted 
against, and the value which it would have borne without the 
defect : " Mayne, ibid. ; Sedgwicke on Damages, p. 325 ; Jo^nes v. 
Just, supra. 

In other words, the damages will be the difference between the 
actual value of the goods sold, and what would have been their 
value if the trade mark had been genuine. 

After 3i8t 20. In eveiy case in which at any time after the 
isTs^vendor thiity-first day of Becewher one thousand eight hundred 
wi^do-^^^ and sixty-three any person shall sell or contract to sell 



bion 
was true. 
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(whether by writing or not) to any other person any Sbot. 21. 
chattel or article upon which, or upon any cask, bottle, scrfption 
stopper, vessel, case, cover, wrapper, band, reel, ticket, JJ^"*°***y 
label, or other thing together with which such chattel conSSct*^ 
or article shall be sold or contracted to be sold, any script?^ ^^' 
description, statement, or other indication of or respect- 
ing the number, quantity, measure, or weight of such 
chattel or article, or the place or country in which such 
chattel or article shall have been made, manufactured, 
or produced, the sale or contract to sell shall in every 
such case be deemed to have been made with a warranty 
or contract by the vendor to or with the vendee that 
no such description, statement, or other indication was 
in any material respect false or untrue, unless the con^ 
trary shall be expressed in some writing signed by or 
on behalf of the vendor, and delivered to and accepted 
by the vendee- 
Compare with this section, sects. 7 and 8. As to the general 
effect of this implied warranty, see notes to preceding section. 

21. In every case in any suit at law or in equity [» suits at 
against any person for forging or counterfeiting any J^JJ^^^ 
trade mark, or for fraudulently applying any trade mark ugJngforged 
to any chattel or article, or for selling, exposing for sale, ^rks, 
or uttering any chattel or article with any trade mark order a^^ie 

to be de- 

falsely or wrongfully applied thereto, or with any forged stroyed, and 
or counterfeit trade mark applied thereto, or f or ^J^®**®"^* 
preventing the repetition or continuance of any such 
wrongful act, or the committal of any similar act, in 
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Sect. 21. which the plaintiff shall obtain a judgment or decree 
against the defendant, the court shall have power to 
direct every such chattel and article to be destroyed or 
otherwise disposed of ; and in every such suit in a court 
of law the court shall or may, upon giving judgment for 
the plaintiff, award a writ of injunction or injunctions 
to the defendant, commanding him to forbear from 
committing and not by himself or otherwise to repeat or 
commit any offence or wrongful act of the like nature 
as that of which he shall or may have been convicted 
by such judgment, and any disobedience of any such 
writ of injunction or injunctions shall be punished as a 
contempt of court ; and in every such suit at law or in 
equity it shall be lawful for the court or a judge thereof 
to make such order as such court or judge shall think 
fit for the inspection of every or any manufacture or 
process carried on by the defendant in which any such 
forged or counterfeit trade mark, or any such trade 
mark as aforesaid, shall be alleged to be used or applied 
as aforesaid^ and of every or any chattel, article, and 
thing in the possession or power of the defendant 
alleged to have thereon or in any way attached thereto 
any forged or counterfeit trade mark, or any trade mark 
falsely or wrongfully applied, and every or any 
instrument in the possession or power of the defendant 
used or intended to be or capable of being used for 
producing or making any forged or counterfeit trade 
mark, or trade mark alleged to be forged or counterfeit, 
or for falsely or wrongfully applying any trade mark ; 
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and any person who shall refuse or neglect to obey any sbct. 21. 
such order shall be guilty of a contempt of court. 

As to what is a '^ forged or counterfeit " trade mark, see sects. 
I and 5. 

Injunction, — The remedy by injunction was in its origin an 
equitable remedy, peculiar to the Court of Chancery. The juris- 
diction rests upon the ground of injury to property, actual or 
prospective : per Turner, L.J., in Att-Gen. v. Sheffield Gas Con- 
sumers^ Co,, C. A. 1853, 4 De G. M. and G. 320 ; 22 L. J. Ch. 811; 
17 Jur. N. S. 677 ; Emperor of Austria v. Day, C. A. 1861, 3 De G. 
F. and J. 253 ; 30 L. J. Ch. 690 ; 7 Jur. N. S. 639 ; 4 L. T. N. S. 
494 ; 9 W. K 712 ; and see Kerr on Injunctions, p. i. 

There is no jurisdiction to prevent by injunction the commis- 
sion of illegal or criminal acts, unless they affect rights of 
property : Gee v. Pritchard, Eldon, L.C., 181 8, 2 Swans. 413 ; 
Emperor of Austria y. Day, supra ; Springhead Spinning Co, v. 
BiUyj Malins, V.-C, 1868, L. R. 6 Eq. 551. 

But, under certain circumstances, the courts of equity have 
been accustomed to interfere by injunction to enforce a right which 
the law acknowledges in principle to be a legal right, but which, 
owing to infirmity of legal process, the law cannot enforce : 
Emperor of Austria v. Day, supra ; and see Kerr on Injunctions, 
p. 3. It was upon this ground that originally the Court of 
Chancery interfered to protect trade marks. Its interference 
vi2A only ancillary to the legal right, and, as we have seen (see 
notes to sect, i), the jurisdiction of the common law courts was 
founded upon the fraud of the defendant, which had to be pleaded 
and proved : Crawshay v. Thompson, C. P. 1842, 4 Man. & G. 
357 ; II L. J. C. P. 301 ; Rodgers v. NowiU, C. P. 1847, 5 C. B. 
109 ; 17 L. J. C. P. 52 ; II Jur. 1039 ; 10 L. T. 88 ; Edelsten v. 
Edelsten, Westbury, C, 1863, i De G. J. & a 185 ; 9 Jur. N. S. 
479 ; 7 L. T. N. S. 768 ; and see judgment of Mellish, L.J., in 
Singer Manufacturing Co. v. Wilson, C. A. 1876, 2 Ch. D. 453 ; 
55 L. J. Ch. 490 ; 34 L. T. N. S. 863 ; 24 W. R. 1026. 

Consequently, as a rule, before interfering by injunction, the 
courts of equity required the plaintiff first to prove his right in 
an action at law : Motley v. Downman, Cottenham, L.C., 1837, 3 
My. & C. I ; 6 L. J. Ch. N. S. 308 ; Hine v. Lart, Shadwell, V.-C, 
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Sbct. 21. 1846, 10 Jur. 106 ; 7 L. T. 41 ; Rodger^ v. NomdUI^ Wigram, V.-C.j 
1 846, 6 Hare 325 ; Perry v. TruejUt^ Langdale, M.R., 1842, 6 Beav. 
66. And this rule seems only to have been disregarded when 
the fraud was so obvious as to render an action unnecessary : 
Croft V. Day^ Langdale, M.K, 1843, 7 Beav. 84 ; Franks v. Weaver^ 
Langdale, M.R., 1847, 10 Beav, 297 ; 8 L. T. 5 10 ; EdeUten v, Vick^ 
Wood, V.-C., 1853, II Hare 78 ; 18 Jur. 7 ; and the cases above 
cited. 

Consequently it was laid down that there was no exclusive 
right to a trade mark, but that the plaintiff's right was merely a 
personal right to be protected against fraud : Blanchard v. MUl^ 
Hardwicke, L.C., 1742, 2 Atk. 484; Cankam y. Jones, l^huaer^ 
V.-C, 1813, 2 V. & B. 218, 

The practice of referring to the courts of common law for the 
trial of the legal right before the remedy by injunction would be 
granted, was abolished by Bolt's Act (25 & 26 Vict, c. 27) ; and 
it came at length to be considered that the jurisdiction of th^ 
Court of Chancery to interfere by injunction was based upon ^ 
right of property in the trade mark itself: Millington v. Fox, 
Cottenham, L.C., 1838, 3 My. & G. 338 ; Farina v. SUverlock, 
Cranworth, L.C., 1858, 6 De G. M. & G. 214 ; 26 L. J. Ch. 1 1 ; 2 
Jur. N. S. 1008 ; 27 L. T. 277 ; 4 W. R. 731 ; Bwgess v. EilUy 
Romilly, M.R., 1858, 26 Beav. 244 ; 28 L. J. Ch. 356 ; 5 Jur, 
N. S, 233; 32 L. T 328 5 7 W, B, 158; Ckment v. Maddich^ 
Stuart, V.-C, 1859, i ^^' 9^ J 5 J^^- N. S. 592; Eddstenv. 
EdeUtm, Westbury, L.C, 1863, i De G. J. & S. 185 ; 9 Jur. N. S. 
479 ; 7 L. T, N. S. 768 ; n W. R. 328 ; HaU v. Baa-rows, 
Westbury, L.C, 1863, 4 De G. J. & S, 150 ; 33 L. J. Ch. 204 ; 9 
L. T. N. S. 561 ; 12 W. R. 322 ; Leather Cloth Co. v. American 
Leather Cloth Co., Westbury, L.C, 1863, 4 De G. J. & S. 137 ; 33 
L. J. Ch. 199 ; 10 Jur, N, S. 81 ; 9 L. T. N. S. 558 ; 12 W. R, 
289 ; Singer Manufacturing Co. v. Wilson, C A. 1876, 2 Ch, D, 
453 ; 45 I^' J- ^^- 490; 34 L. T, N, S. 863 ; 24 W. R. 1026. 

It is, therefore, necessary in a claim for an injunction to 
restrain the infringement of a trade mark to prove only that the 
trade mark has been taken : see per Jessel, M.R., in Singer 
Manufactvring Co. v, Wilson, supra. 

" Imposition on the public is indeed necessary for the plain^ 
tiff's title ; but in this way only, that it is the test of the 
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invasion by the defendant of the plaintiff's property ; for there Sect. 21, 
is no injury done to the plaintiff if the mark used by the defen- *""" 
dant be not such as may be mistaken by the public for the 
mark of the plaintiff ; " per Westbury, L.C.|. in HaJl v. Barrows, 
supra. 

In other words, the court has to consider before granting an 
injunction, first, whether the defendant's mark is a colourable 
imitation of the plaintiff's mark, and secondly, whether the 
defendants have been selling goods so marked as to lead pur- 
chasers to believe they are the plaintiff's goods : per Thesiger, 
L.J., in Mitchell v. Henry, C. A, 1880, 15 Ch. D. i8x ; 43 L. T, 
N. S. 186. 

As to what degree of imitation will constitute infringement, 
eee sect. 5, ante, and sect. 72 of the Act of 1883, post 

It is not necessary, in order to obtain an injunction, to prove 
any instance of actual deception or any actual damage, for the 
very life of a trade mark depends upon the promptitude with 
which it is vindicated: Orr-Emng v. Johnston, H. JL. 1882, 7 
App, Cas. 219 ; 51 L, J. Ch, 797 ; 46 L.. T. N. S. 216 ; Dent v. 
Turpiti, Wood, V.-C, 1861, 2 J. & H. 139 ; 30. L. J. Oh. 495 ; 
4 L. T, N. S. 637 ; Braham v. Beachim, Fry, J., 1878, 7 Ch. D. 
848 ; 47 L. J. Ch. 348 ; 38 L. T. N. S. 640 ; 26 W, R. 654 ; and 
see Blofield v. Payne, K, B. 1833, 4 B. & Ad, 410 ; 2 L. J. K« Bl. 
68 ; Jtodgers v. JVowill, C. P. 1847, 5 C. B. 109 ; 17 L, J. C. P. 
^2 ; II Jiir. 1039 ; 10 L. T. 38. 

An injunction will be granted against an innocent consignee 
of goods to which a spurious trade mark is affixed : Upmann v. 
JSlkan^ Hatherley, L.C., 1871, L. R. 7 Ch. 130 ; 41 L, J. Ch. 246 ; 
25 L. T, N. S, 813 ; 20 W. R. 131 ; Moet v, Pickering, C, A. 
1878, 8 Ch. D, 372 j 47 L, J. Ch. 527 ; 38 L. T. N. S. 799 ; 26 
W. R. 637 ; Upmann v. Forester, Chitty, J,, 1883, 24 Ch, I). 231 ; 
52 L. J, Ch, 946 ; 49 L. T. N. S. 122 ; 32 W. B. 28. 

And, it would seem, the innocent infringer must pay the 
costs of obtaining the injunction although the plaintiff gives 
Mm no notice of the infringement before serying him with the 
writ in the action : Upmann v. Forester, supra ; and see Wittman 
v. Oppenheim, Pearson, J., 1884, 27 Ch. D. 260, 

For where an action is brought to enforce a legal right and 
there is no misconduct on the part of the plaintiff^ the court has 



42 MERCHANDISE MARKS ACT, 1862. 

Sect. 21. no discretion to refuse him costs : Cooper v. Whittingham^ Jeaseif 
M.R., 1880, 15 Oh. D. 501 ; 43 L. T. N. S. 16 ; 28 W. R. 726. 

The power to grant injunctions was given to the common law 
courts in certain cases by the Common Law Procedure Act, 1854, 
sects. 79-82, as amended by the Common Law Procedure Act, 
i860, sects. 32 and 33 ; and in the Patent Law Amendment Act, 
1852, sect. 42, there is an analogous provision to that contained 
in this section. 

Now, by the Judicature Act, 1873, all the jurisdiction of the 
Court of Chancery has been transferred to the High Court of 
Justice, and by sect. 25 (8) it is provided that an' injunction may 
be granted by an interlocutory order in all cases where it shall 
appear to the court just and convenient to make the order. 

The jurisdiction of granting injunctions thus vested in the 
High Court is practically unlimited, and can be exercised by any 
judge of the High Court in any case in which it is just and right 
to do so, having regard to settled legal reasons or principles : 
Beddow v. Beddow, Jessel, M.R., 1878, 9 Ch. D. 89 ; 47 
L. J. Ch. 588 ; 26 W. R. 570 ; HedUy v. Bates^ Jessel, M.R., 
1880, 13 Ch. D. 498 ; 49 L. J. Ch. 170 ; 42 L. T. N. S. 41 ; 28 
W. R. 365 ; Anglo-Italian Bank v. Davies, C. A. 1878, 9 Ch. D. 
275 ; Thomas v. WiUiams^ Fry, J., 1880, 14 Ch. D. 864 ; 49 
L. J. Ch. 605 ; 43 L. T. N. S. 91 ; 28 W. R. 983. 
. The principles, however, upon which injunctions were formerly 
granted have not been altered ; Day v. Brownrigg, C. A. 1878, 
10 Ch. D. 294 ; 48 L. J. Ch. 173 ; 39 L. T. N. S. 533 ; 27 W. R. 
217 ; Oaskin v. BodU, C. A. 1879, 13 Ch. D. 324 ; 28 W. R. 552. 
And an injunction will only be granted when it is "just" as 
well as *' convenient " to grant it : Beddow v. Beddow, and Day 
Y. Brownriffg, supra ; Read v. Richardson^ C. A. 1881, 45 L. T. 
N. S. 54. 

The provision in the Judicature Act may be regarded as a 
supplement to all Acts of Parliament, and therefore where a statute 
prohibits an act under a penalty the remedy by injunction still 
remains: Cooper y, Whittingham, Jessel, M.R., 1880, 15 Ch. D. 
501 ; 43 L. T. N. S. 16 ; 28 W. R. 720. 

It must be borne in mind that in the case of trade marks 
registrable under the Act of 1883, registration thereunder, and 
in the case of any other mark in use before 1875, refusal of regi^* 
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tration, is made a condition precedent to a proceeding to prevent Sect. 2a. 
infringement. See Act of 1883, sect. TJ, 

Co%U, — Under the old practice a successful plaintiff in an action 
for a special injunction to restrain infringement, when to pro- 
cure the injunction was the principal relief sought, was entitled 
to costs on the higher scale ; hut now, under Order Izy., B. 9, of the 
Rules of the Supreme Court, 1883, it is left to the discretion of 
the court to direct a taxation on the higher scale when special 
grounds are shown. The fact that the defendant suhmits uncon- 
ditionally to a perpetual injunction with costs is not a special 
ground ; for, if it were, the court would he inflicting a punish- 
ment on him for suhmittingat once : Httdson y. Osgerby, Pearson, 
J., 1884, W. N. p. 83. 

22. In every case in which any person shall do or penom 
cause to be done any of the wrongful acts following: by forgeries 

^^ may recorer 

(that is to say) shall forge or counterfeit any trade ^^^^ 
mark ; or for the purpose of sale, or for the purpose of JJjJSjg. 
any manufacture or trade, shall apply any forged or 
counterfeit trade mark to any chattel or article, or to 
any cask, bottle, stopper, vessel, case, cover, wrapper, 
band, reel, ticket, label, or thing in or with which any 
chattel or article shall be intended to be sold or shall 
be sold or uttered or exposed for sale, or for any purpose 
of trade or manufacture ; or shall enclose or place any 
chattel or article in, upon, under, or with any cask, 
bottle, stopper, vessel, case, cover, wrapper, band, reel, 
"ticket, label, or other thing to which any trade mark 
shall have been fasely applied, or to which any forged 
or counterfeit trade mark shall have been applied ; or 
shall apply or attach to any chattel or article any case, 
cover, reel, wrapper, band, ticket, label, or other thing 
to which any trade mark shall have been falsely 
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Sfot. 23. applied, or to which any forged or counterfeit tradd 
mark shall have been applied ; or shall enclose, place, 
or attach any chattel or article in, upon, under, with 
or to any cask, bottle, stopper, vessel, case, cover, reel, 
wrapper, band, ticket, label, or other thing having 
thereon any trade mark of any other person; every 
person aggrieved by any such wrongful act shall be en- 
titled to maintain an action or suit for damages in 
respect thereof against the person who shall be guilty 
of having done such act or causing or procuring the 
same to be done, and for preventing the repetition or 
continuance of the wrongful act, and the committal of 
any similar act. 

As to the meaning of " trade mark " and " person,'* see sect i. 
And as to what amount of imitation constitutes forgery, see sect. 5. 

The " wrongful acts " are fully defined in sects. 2 and 3 ; and 
persons aiding and abetting their commission are as guilty as the 
principals : see sect. 13. 

Action for Damages.^^Th.e oldest remedy for the infringement 
of a trade mark was, as has been previously noticed (see notes to 
sects. I and 21), by an action on the case in the nature of a writ of 
deceit : per Westbury, L.C., in Edelstm v. EdeUten^ 1863, i De Q. 
J. & S. 185 ; 9 Jur. N. S. 479 ; 7 L. T. N. S. 768 ; 11 W. R. 328 ; 
and in Leather Cloth Co, v. American Leather Cloth Co., 1863, 4 
De G. J. & S. 137 ; 33 L. J. Ch. 199 ; 10 Jur. N. S. 81 ; 9 L. T. 
N. S. 558 ; 12 W. R. 289 ; and per Mellish, L.J., in Singer Mantt- 
facturing Go. v. Wilson, C. A^ 1 876, 2 Ch. D. 448 ; 45 L. J. Ch. 
490 ; 34 L. T. N. S. 863 ; 24 W. R. 1026. 

To support such an action it was necessary to prove an inten- 
tion to deceive, and consequently the questions for the jury were: 
(i.) Whether the defendant's mark bore such a close resemblance to 
the plaintiff's mark as to be calculated to deceive ordinary persons 
and to induce them to believe that the defendant's goods were of 
the plaintiff's manufacture ; and (2.) Whether the defendant used 
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the mark with intent to deceive purchasers and to supplant the Sect. 2a. 

plaintiff: Grawshay v. Thompson, C. P. 1842, 4 Man. & G. 357 ; 5 

Scott N. R 562 ; 1 1 L. J. C. P. 301 ; Rodgen v. NowiU^ C. P. 
1847, 5 C. B. 109 ; 17 L. J. C. P. 52 ; 11 Jur. 1039 ; 10 L. T. 88; 
Sykes v. Sykts, K. B. 1824 ; 3 B. & Or., 541 ; 5 D. & R. 292 ; 3 
L. J. K. B. 46. 

In equity, however, proof of knowledge and fraudulent inten- 
tion on the part of the defendant was not in later times required ; 
see notes to secte. i and 21. And by virtue of the Judicature 
Act, 1873, ^^^- 25(11) ^^^ ^sjnQ rule will now prevail in an action 
at common law. 

In any proceeding, therefore, for the recovery of damages for 
the infringement of a trade mark, the only questions to be con- 
fiidered are (i.) Whether the defendant's mark is a colourable 
imitation of the plaintiff's mark, and (2.) Whether the defendants 
have been selling goods so marked as to lead purchasers to believe 
they are the plaintiff's goods : per Thesiger, L.J., in IfUchell v. 
Henri/, C. A. 1880, 15 Oh. D. 181 ; 43 L. T. N. S. 186 ; see also 
joer Jessel, M.R., in Singer Manufacturing Go, v. M^iUon, 1875, 2 
Ch. D. 434 ; 45 L. J. Ch. 490 ; 34 L. T. N. S. 858 ; 24 W. R. 
1023. 

As to what amounts to colourable imitation, see notes to sect. 
5 of this Act, and sect. 72 of Act of 1883. 

By sect. 77 of the Act of 1883 registration under that Act in 
the case of trade marks so registrable, and a refusal to register in 
the case of any other trade marks used before 1875, is i^a^e a 
condition precedent to any proceeding to recover damages fur 
infringement. 

Measure of Damages, — Even where no special damage can be 
shown, nominal damages for the invasion of the exclusive right 
will be given: Rodders v. NotoiUy C. P. 1847, 5 C. B. 109 ; 17 L. 
J. C. P. 52 ; II Jur. 1039 ; 10 L. T. 88 ; JBlojfield v. Payne, K. B. 
1833, 4 B. & Ad. 410 ; 2 L. J. K B. 68 ; see Orr-Ewing v. John- 
ston, H. L. 1882, 7 App. Cas. 219 ; 51 L. J. Ch. 797 ; 46 L. T. 
N. S. 216 ; and Braham v. Beachim, Fry, J., 1878, 7 Ch. D. 848; 
47 L. J. Ch. 348 ; 38 L. T. N. S. 640 ; 26 W. R. 654. 

And this is the case when the goods sold under the deceptive 
trade mark are not inferior to the goods to which the genuine 
mark is affixed ; Blofleld v. Payne, supra* 
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Sect. 23. Special damage will include loss of custom or profit, by reason 
of the unlawful use by the defendant of the plaintiff's trade mark ; 
but on an inquiry as to damages the onus lies on the plaintiff to 
prove such special damage, and it will not be assumed in the 
absence of evidence that the amount of goods sold by the defen- 
dant under the fraudulent mark would have been sold by the 
plaintiff but for the defendant's invasion of his right ; Leather 
Cloth Co. V. Hirschfeld, Wood, V.-C, 1865, L. R. i Eq. 299 ; 13 
L. T. N. S. 427 ; 14 W. R 78. 

Where the plaintiff on the defendant's order manufactured 
goods and marked them with the trade mark of another maker, 
and on a bill in Chancery being filed against him by the latter for 
an account, compromised the proceedings at great expense, it was 
held that he could maintain an action against the defendant for 
damages amounting to the sum he had paid under the compro- 
mise ; Diocon v. Fawctis, Q. B. 1861, 3 Ell. & Ell. 537 ; 30 L. J. 
Q. B. 137 ; 7 Jur. N. S. 895 ; 3 L. T. N. S. 693 ; 9 W. R. 414. 

Defendant 23. In everv action which any person shall, under 

obtaining a '' . 

je^ict to the provisions of this Act, commence as plaintiff for or 
fOT coBte*^ on behalf of her Majesty for recovering any penalty or 
sum of money, if the defendant shall obtain judgment, 
he shall be entitled to recover his costs of suit, which 
shall include a full indemnity for all the costs, charges, 
and expenses by him expended or incurred in, about, 
or for the purposes of the action, unless the court or 
a judge thereof shall direct that costs of the ordinary 
amount only shall be allowed. 

As to the recovery of penalties by action, see sect 15. On 
the plaintiff obtaining judgment, he will be entitled to his costs : 
sect 17. 

As to the effect of Order Ixv., Rule i, of the Rules of the 
Supreme Court, 1883, upon enactments similar to the above, see 
per Lord Blackburn in Gamett v. Bradley, H. L, 1878, 3 App. Cas» 
at p. 970 j and see note to sect. 17, ante. 
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24. In any action which any person shall, under Sect. 24. 
the provisions of this Act, commence as plaintiff for or Apiaintur 

^ ^ suinff for a 

on behalf of her Majesty for recovering any penalty g|*^^°**y 
or sum of money, if it shall be shown to the satisfaction SJSrocurity 
of the court, or a judge thereof, that the person suing "*' ®®***- 
as plaintiff for or on behalf of her Majesty has no 
ground for alleging that he has been aggrieved by the 
committing of the alleged offence in respect of which 
the penalty or sum of money is alleged to have become 
payable, and also that the person so suing as plaintiff 
is not resident within the jurisdiction of the court, or 
not a person of sufficient property to be able to pay 
any costs which the defendant may recover in the 
action, the court or judge shall or may order that the 
plaintiff shall give security by the bond or recognis- 
ance of himself and a surety, or by the deposit of a 
sum of money, or otherwise, as the court or judge 
shall think fit, for the payment to the defendant of 
any costs which he may be entitled to recover in 
the action. 

The plaintiff suing for penalties, if he obtain judgment, will be 
entitled to his costs : sect. 17. 

As to the recovery of penalties by action, see sect. 15. 

As to the meaning of ** person," see sect. i. 

By Order Ixv., Rule 6, of the Rules of the Supreme Court, 1883, 
it is provided that " in any cause or matter in which security for 
costs is required, the security shall be of such amount and shall 
be given at such times and in such manner and form, as the court 
or judge shall direct." 

It has been held that a foreigner usually resident abroad, who 
is temporarily residing in England for the purpose of bringing an 
action, cannot be compelled to find security : lUdondo v« ChaytoTy 
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Sect^S. c. a. 1879, 4 Q. B. D. 453 ; 48 L. J. Q. B. 697 ; 40 L. T. N. S. 
797 j 27 W. R. 701 ; and Ebrard v. GoBmr, C. A. 1884, 28 
Ch. D. 232. 

But if a plaintiff goes to reside out of the jurisdiction aftet 
action brought^ security for costs will be ordered : see Masaey v. 
AlUriy infra ; JEdtcards v. Burke, Kindersley, V.-C, 1863, 9 L. T, 
N. S. 406. 

Where an Englishman and a foreigner join as plaintiffs in an 
action alleging a right to exist in both, or in the altematiye in 
either of them severally) the two together are to be considered as 
the plaintiffs, and the foreigner will not be ordered to find security : 
J/Bormusgee v. Grey, Q. B. 1882, 10 Q. B. D. 13 ; for even if the 
English plaintiff alone is successful and the foreigner unsuccessful, 
the successful plaintiff will have to pay the costs of joining 
improperly the foreigner as co-plaintiff: Vmfreville v. Johnson, 
C. A. 1875, L. R. 10 Ch. 580. 

If security is not given in pursuance of the order the action 
will be dismissed for want of prosecution : Lagrange v. M^ Andrew^ 
Q. B. 1879, 4 Q- B. D. 210. 

The application for security may be made at any time, the old 
Rule of the Court of Chancery, that it should be made promptly, 
having been abrogated by the above provision in the Rules of 
the Supreme Court : Lyclney Iron Co. v. Bird, Pearson, J., 1883, 
23 Ch. D. 358. 

Security for past, as well as for future costs, may be ordered, 
but in this case the application should be made within a reasonable 
time after the costs have been incurred : Maesey v. Allen, 
Hall, V.-C, 1879, 12 Ch. D. 807 ; 48 L. J. Ch. 692 ; 41 L. T. N. S. 
788 ; 28 W. R. 243 ; Brocklehank v. Kinjg^s Lynn Steamship Co,f 
C. P. 1878, 3 C. P. D. 36s ; 47 L. J. C. P. 321 ; 38 L. T. N. S. 
489 ; 27 W. R. 94. 

^ect th^ 25. Nothing in this Act contained shall be construed 
of^STtieri^" to aflPect the rights and privileges of the Corporation of 
l^iref Jfo?to Cutlers of the Liberty of Hallamshire in the county of 
Ge^iL, Tork^ nor shall anything in this Act contained be 

C f 

construed in any way to repeal or make void any of 
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the provisions contained in the fifty-ninth Oeorge third, Saor. 26. 
chapter seven, intituled An Act to regulate the CuUery 
Trade in England. 

See, as to the registration of cutlery marks, sect. 81 of the Act 
of 1883. 

26. The expression ** The Merchandise Marks Act, short title. 
1 862," shall be a sufficient description of this Act 
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An Act to Amend and Consolidate the Law relating to 
Patents for Inventions, Eegistration of Designs, 
and of Trade Marka [25th August 1883.] 

Be it enacted by the Queen's most excellent Majesty, 
by and with the advice and consent of the Lords 
Spiritual and Temporal, and Commons, in this present 
Parliament assembled, and by the authority of the 
same, as follows : 

PART L 
Preliminary. 

Skct. I. ^' ^^^ ^^^ ™^y ^^ ^^^^ ^ ^^® Patents, Designs, 
shoi^tie. and Trade Marks Act, 1883. 
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2. This Act is divided into parts, as follows : — Sbcts. 2, 3, 

^ 62. 

Part I. — Preliminary. ^Vf^T **' 

Act into 

Part 11. — Patents. p*^- 

Part III. — Designs. 
Part IV. — Trade Mark^ 
Part V. — General. 

3. This Act, except where it is otherwise expressed, ^^^J^^JJ 
shall commence from and immediately after the thirty- 
first day of December one thousand eight hundred and 
eighty-three. 



PAET IV, 

Trade Marks. 

Registration of Trade Marks. 
62. ( I .) The Comptroller may, on application by or Application 

for Tegis- 
on behalf of any person claiming to be the proprietor taration. 

of a trade mark, register the trade mark. 

(2.) The application must be made in the form set 
forth in the first schedule to this Act, or in such other 
form as may be from time to time prescribed, and 
must be left at, or sent by post to, the Patent Office in 
the prescribed manner. 

(3.) The application must be accompanied by the 
prescribed number of representations of the trade 
mark, and must state the particular goods or classes 
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Sect. 62. of goods in connection with which the applicant 
desires the trade mark to be registered. 

(4.) The Comptroller may, if he thinks fit, refuse to 
register a trade mark, but any such refusal shall be 
subject to appeal to the Board of Trade, who shall, if 
required, hear the applicant and the Comptroller, and 
may make an order determining whether, and subject 
to what conditions, if any, registration is to be per- 
mitted. 

(5.) The Board of Trade may, however, if it appears 
expedient, refer the appeal to the court ; and in that 
event the court shall have jurisdiction to hear and 
determine the appeal, and may make such order as 
aforesaid. 

(I.) 

The Comptroller is the Comptroller-General of Patents, Designs, 
and Trade Marks : sect. 117 ; as to his position, see sect 82. 

Mode of Application: see Rules 7-13, and Instructions 1-3 
and 8-17. The appUcation may, if made by a firm, be signed by 
one or more members of the firm, and if made by a body corporate, 
it may be signed by the secret-ary or other principal officer : Rule 
7, Form F, and Instruction 11. In any case the application 
may be made by an agent duly authorised to the satisfaction of 
the Comptroller; Rule 8, Form F, and Instruction 12. As 
to purchase of Forms, see Instructions 2 and 3. The fee payable 
upon application is 5s. : First Schedule to Rules. 

Cutler I/, — Applications for the registration of trade marks used 
on cutlery, edge-tools, or on raw steel, or on goods made of steel, 
or of steel and iron combined, if made by a person carrying on 
business in Hallamshire, or within six miles thereof, are to be 
made to the Cutlers' Company : sect. 81 (3), Rules 53-56, and 
Instruction 37 ; the mark is to be registered in the Sheffield 
Registry, and the registration thereof is to be notified to the 
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Comptroller, who is also to enter the mark in the Register of Sect. 62. 
Trade Marks : sect Si (6). As to the Register of Trade Marks, ~~ 
see sect 78. 

Perton includes a body corporate: sect. 117, and see Rule 7. 
By Rule 5 of the Rules under the Act of 1875, it was expressly 
provided that an alien as well as a British subject could make 
application for the registration of a trade mark, but not, 
apparently, if he were not using it in his business in Gb:eat 
Britain : see In re Biviere^s Trade Mark, C. A. 1884, 26 Ch. D. 
48 ; 53 L. J. Oh. 578 ; 32 W. R. 390 ; and In re Leonard and 
Elli^ Trade Mark, C. A. 1884, 26 Ch. D. 288 ; 53 L. J. Ch. 603 ; 
32 W. R. 532. As to Uie practice before 1875, see Merchandise 
Marks Act, 1862, sect, i, and the cases cited in the notes thereto. 

The term *' person " in this section also seems to be intended 
to include an alien :- see sect. 103 (3). Provided he is using the 
mark as a trade mark in Great Britain (see In re Leonard and 
Elli^ Trade Mark, supra)^ he would be " a person claiming to be 
a proprietor " thereof within the meaning of the cases cited in 
the notes to sect i of the Merchandise Marks Act, 1862 (and see 
notes infra), and would consequently be entitled to apply for 
registration under this section. If, however, there has been no 
user of the trade mark in Great Britain, the foreign owner can 
have acquired no right to it by common repute — cannot be said 
to claim property in it — and consequently he cannot apply for 
r^istration unless he is entitled to do so under sect. 103. If he 
be the member of a foreign state to which that section has been 
declared by Order in Council to be applicable, and if he has 
applied for registration in the " country of origin,'' he may obtain 
registration under this Act : sect. 103 (3). If, further, he is a 
member of a foreign state with which her Majesty has made 
an arrangement for mutual protection of trade marks, and to 
which sect 103 has been declared by Order in Council to be 
applicable, he will be entitled to registration under this Act in 
priority to other applicants : sect. 103 (i). 

There seems to be no provision for the case of a member of a 
foreign state where there is no protection of trade marks, if he 
has not used his trade mark in this country ; but it is presumed 
that, if there are any such states, sect. 103 will not be declared 
applicable to them. 
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Sect. 62. Claiming to be the Proprietor, — ^By sect 77, registration of a 

trade mark, capable of being registered under this Act or the 

Act of 1875, or refusal by the Comptroller to register any other 
trade mark in use before 13th August 1875, ^^ made a condition 
precedent to proceedings to prevent or to recover damages for in- 
friugement. Registration, or the certificate of refusal, as the case 
may be, may be obtained at any time before action brought ; and 
in the meantime property in the trade mark remains unaffected. 
The only way in which such property can be acquired is by legal 
user in this country, whereby proprietorship is acquired by 
common repute (see Merchandise Marks Act, sect i, and notes 
thereto), or registration imder the Act of 1875 or this Act, which 
is equivalent to public user : see sect 75. A person therefore 
who claims to be a proprietor and who is yet unregistered, must 
be one who has acquired a property by user in this country, or 
else one who, having invented a new trade mark, seeks to acquire 
property in it by registration, which is equivalent to such user. 
As to the effect of registration, see sects. 75-77. 

Trade Mark, — As to what is a trade mark generally, and as to 
acquisition thereof, see notes to Merchandise Marks Act, 1862, 
sect. I. As to what is a trade mark capable of registration under 
this Act, see sect 64, post. 

Begistraiion. — If an applicant dies after the date of the 
application and before the trade mark applied for has been entered 
on the register, the trade mark may be entered for the successor 
to the goodwill of his business : Rule 31. 

As to mode of registration, see Rules 30-33. 

As to the restrictions placed on the Comptroller's authority, see 
sects. 72, 73, and 86, and Instructions 29-32. 

(2-) 

The form set forth in the first schedule to the Act has been 
replaced by Form F in the second schedule to the Rules: see 
Rules 4 and 5. 

Clerical errors in or in connection with the application for a 
trade mark may be corrected by the Comptroller : see sect 91, 
and Form Q in second schedule to Rules. 

As to mode of application, see Rules 7-16. 
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** Piescribed " means prescribed by any of the schedules to the Sbct. 6a. 
Act, or by general rules made under the Act : see sect. 117. 
As to the Patent Office, see sect. 82. 

(30 

As to representations of trade marks, see Rules 13 and 14, and 
Forms F and G, and Instructions 13, 16, and 17. 

Application may be made for registration of any goods in a 
class upon one form ; but for each separate class a separate form 
is necessary : Form F, and Instruction 10. 

As to the classification of goods, see sect. 65 and Rule 6 and the 
third schedule there referred to, and Instruction 20. 

(4.) 

Discretionary Pouers, — Before exercising adversely to the 
applicant a discretionary power like that here conferred, the 
Comptroller is bound to afford him an opportunity of being heard 
personally or by an agent, and to give him ten days' notice of an 
appointment for the purpose : sect. 94, and Rules 17- 19. 

It was provided by sect. 5 of the Act of 1875 that if the 
registrar refused to enter on the register, as proprietor of a trade 
mark, the name of any person who was for the time being 
entitled to the exclusive use of such trade mark in accordance 
with the above Act or otherwise in accordance with law, the 
person aggrieved might apply for an order of the court to 
rectify the register, and the court might either refuse the 
application, or, if satisfied of the justice of the case, make an 
order for the rectification of the register. 

With regard to this discretionary power it was held that when 
the court was satisfied that the applicant was a person who was 
for the time being entitled to the exclusive use of a trade mark 
in accordance with law, and that the trade mark was one within 
the definition contained in the Act, the court was bound ex debito 
fugtitice to rectify the register, just as it would before the Act 
have been bound ex debito jtutitice on similar proof to prevent any 
one infringing the trade mark shown to be his property. The 
burden of proof lay upon the person making application to amend 
the register, but i( he produced such proof as would in the 
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Shot. 6a. opinion of the conrt entitle him to an injanction, the woids ^if 
satisfied of the justice of the case" did not give the court a 
discretion to consider whether the natare of the trade mark was 
such as to make it inconvenient that he should exercise the right 
of property which he was proved actually to have : per Lord 
Blackburn in Orr-Ewing v. Begiitrar of Trade Mark^ H. L. 1879, 
4 App. Cas. 479 ; 48 L. J. Ch. 707 ; 41 L. T. N. S. 239 ; 28 
W. R. 17. 

The words ''if satisfied of the justice of the case** are not 
present in the corresponding section of this Act, lecU 90, nor in 
other sections of the Act where discretionary powers are conferred. 
The rule above referred to as to discretionary powen will there* 
fore doubtlessly continue in force. 

Restrictuma on Registration, — The Comptroller is absolutely 
prohibited from registering trade marks which come within sects. 
72, 73, and 86 : see also Instructions 29-32. 

Old Proeednre.—'UndeT the Act of 1875 ^^^^ ^^^'^^ ^^ application 
to the court seem to have been contemplated : 

(i.) An appeal by an applicant for registration from the mere 
refusal of the application by the registrar, where there was no 
extraneous opposition. 

(ii.) An application to rectify the register by altering or ex- 
punging an entry, made either by the person registered or by 
extraneous parties, being aggrieved. 

(iii.) An application by the owner of a trade mark opposing the 
registration of a mark so similar to his own as to be calculated to 
deceive 

(iv.) Conflicting claims to the same trade mark, which more 
parties than one claimed to register. 

The first two classes of cases were dealt with by Rule 43 under the 
Act of 1875, whereby the procedure authorised was ^ by motion or 
by application in chambers or in such other manner as the court 
may direct" An application by motion was the most common ; 
thus in class i, JEhc parte Stephens, Jessel, M.R., 1876, 24 W. R. 
819 (where a motion was expressly directed as the proper pro- 
cedure) ; 3 Cb. D. 659 ; 46 L. J. Ch. 46 ; 24 W. R 963 ; In re 
Barrow^ Trade Mark, 1877, Malins, V.-C, 5 Ch. D. 353 ; 46 L. J. 
Ch. 450 ; 36 L. T. N. S. 291 j 25 W. R. 407 ; and C. A. sCh. D. 
364 ; 46 L. J. Ch. 725 ; 36 L. T. N. a 780 ; 25 W. R. 564 ; /» 
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re Watkdm Aerated Water Co,, Jessel, M.R., 1877, 54 L. J. Cli. Sect. 62. 
394 ; In re MUcMVs Trade Mark, Hall, V.-C, 1877, 7 Ch. D. 36 ; " — 
46 L, J. Ch. 876 ; 26 W. R 326 ; In re Orr-Ewin^s Trade Mark, 
Hall, V.-C, 1877, 8 Ch. D. 794; 47 L. J. Ch. 180; 38 L. T. 
N. S. 313 ; 26 W. R 259 ; and C. A. 1878, 8 Ch. D. 794 ; 47 L. J. 
Ch. 807 ; 38 L. T. N. S. 695 ; 26 W. R 777 ; In re BrooT^s Trade 
Mark, Hall, V.-C, 1878, 26 W. R 791 ; In re Hargreavei^ Trade 
Marky Hall, V.-C, 1879, i ' C?h. D. 669 ; 27 W. R 450 ; In re 
Hotherham^s Trade Mark, Bacon, V.-C, 1879, '^ ^^' ^* 250; 49 
L. J. Ch. 5 1 1 ; 40 L. T. N. S. 387 ; 27 W. R. 503. And in the 
following only has the application heen made by summons : In re 
Meikiee Trade Mark, Hall, V.-C, 1876, 24 W. R. 1067 ; In re 
Brandreth's Trade Mark, Jessel, M.R., 1878, 9 Ch. D. 618; 47 
L. J. Ch. 816; 27W. R. 281. 

In class ii. all the reported applications seem to have been by 
motion, either (i.) by the registered owner, Ex parte Sales, Pollard 
ik Go., Jessel, M.R, 1878, Seb. Dig. No. 620 ; In re Lyeaght, Jessel, 
M.R, 1878, Seb. Dig. No. 623 ; Ex parte Walker ds Go., Malins, 
V.-C, 1878, Seb. Dig. No. 624 ; or (2.) by persons aggrieved by 
the mark being on the register, In re Hyde ds Co'b Trade Mark, 
Jessel, M.R, 1878, 7 Ch. D. 724 ; 54 L. J. Ch. 395 ; 38 L. T. N. S. 
777 ; 26 W. R 625 ; /n re MitckeWs Trade Mark, Jessel, M.R., 
W. N. 1878, p. loi ; Ex parte Later enee S Co., Jessel, M.R., 1878, 
44 L. T. N. Sk 98 ; 29 W. R 392 ; In re Kuhn ds Go., JesseL 
M.R., 1878, 53 L. J. Ck 238 ; In re Riviere^s Trade Mark, C. A. 
1884, 26 Ch. D. 48 ; 53 L. J. Ch. 578 ; 50 L. T. N. S. 763 ; 32 
W. R. 390 ; In re Wragg'e Trade Mark, Pearson, J., 1885, 54 
Ii, J. Ch. 391. 

The above, however, was the only case in which persons, other 
than applicants for registration, could rightly proceed under Rule 
43. In all other cases, i.e., in the cases coming within classes 
iii and iv. above, '' the Act and Rules do not give the opponent 
any power to take the initiative by restraining the registration ; 
if he wants to get an injunction, he must commence an action in 
the usual way. The application to the court, which is referred 
to in Rule 44 {qwxre, this should be 43), is clearly an application 
by the persons seeking to register. The rule {Le., Rule 44) points , 
out a special case as the mode in which such cases as the present 
are to be tried ; but the parties never in practice agree to the facta, 
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Sect. 62. and the registrar is not a lawj^, so as to be able to decide be- 

tween the rival representations of the parties. The usual and 

proper course is for the registrar to require the opponent to apply 
for a direction as to the mode of trial, upon which my usual prac- 
tice is to direct the applicant who desires to be registered to take 
out a summons which is invariably adjourned into court. In one 
or two cases I have, I believe, directed a motion, but the usual 
course is to direct a summons : " j^ Jessel, M.R., In re Simpson, 
DaviM db Son^ Trade Mark, 1880, 5 Ch. D. 525 ; 42 L. T. N. S. 
675 ; 28 W. R 760. 

Prior to this decision, however, we find the following cases 
coming within class iii., where a trade mark owner, opposing 
the registration of a mark so similar to his own as to be calculated 
to deceive, proceeded, without any summons for directions, under 
Rule 43, (i.) by motion, Ex parte Barrows, Jessel, M.R, 1877, 
W.N. 119; In re Farina's Trade Mark, Hall, V.-C, 1878, 26 
W. R. 261 ; In re Sannion <k Co,, Jessel, M.R, 1878, Seb. Dig. 
No. 625 ; In re Farina's Trade Mark, Hall, V.-C., 1879, 27 W. R. 
456; In re WoHhingUyrCs Trade Mark, Jessel, M.R, 1879, ^^^ 
C.A., 1880, 14 Ch. D. 8 ; 49 L. J. Ch. 646 ; 42 L. T. N. S. 563 ; 
28 W. R. 747 ; and (2.) by summons in chambers (in the following 
cases it does not appear by whom the summons was taken out, 
but no mention is made of any direction by the court) ; In re 
Jelley, Son, dh Jone^ Application, Jessel, M.R., 1878, 51 L. J. Ch. 
639 ; 46 L. T. N. S. 381 ; In re WhiUUy, Jessel, M.R., 1879, 43 
L. T. N. a 627; 29 W. R 235. 

In the following cases in class iiL, i.e,, of opposition by a 
trade mark owner, directions were sought on ex parte motions, not 
by summons, and it was directed that the case should be heard, 
(i.) on motion, Ex parte the King of Saxony, Hall, Y.-C, 1878, 
Seb. Dig. No. 598 ; and (2.) on a summons taken out by the 
opponents (not by the applicants, sis in Be Simpson, Davies dk 
Son's Trade Mark), In re Faton, Jessel, M.R., 1878, Seb. Dig. No. 
601. 

There seems to be but one reported case of opposition by a 
trade mark owner to the registration of a trade mark so similar 
to his own as to be calculated to deceive, which was tried on a 
special case : Allsop v. Walker, Jessel, M.R., 1877, Seb. Dig. No. 
545. There is also one case within class iv., i.e., of conflicting 



TRADE MARKS ACT, 1883. 59 

cXaims to registration of the same trade mark where a special Sect. 63. 

case was directed : Ex parte Orimshaw^ Hall, V.-C, 1877, 

W. N. 24. 

In other cases within class iv., cross summonses by both 
claimants have been directed : In re Powelly Jessel, M.R., 1878, 
Seb. Dig. No. 589 ; In re Bdbone Bros, ds Co,y Jessel, M.R., 1879, 
Seb. Dig. No. 643 ; and in one case an action was directed, the 
question being one of title to the marks : In re Salamon^ Jessel, 
M.R., 1877, Seb. Deg., 569, where it was said, '* I always direct 
that these cases should be mentioned to the court, that I may 
decide the proper way in which they are to come before the 
court ; the way depends on the circumstances of each case. If 
it be a simple question of law, it had better be by special case ; 
if for directions for carrying out the Act, by summons in 
chambers ; if of disputed facts, by motion." 

New Frqcedure, — Cases of class i., t.e., of refusal by the Comp- 
troller of his own motion to register a trade mark, are dealt with 
by the above sect. 62. The appeal at any rate in the first instance 
should, it seems, be to the Board of Trade. The latter may refer 
the appeal to the court, if it appears' expedient, and in the 
absence of express provision, this may possibly be effected by 
directing the applicant to proceed by motion or by summons in 
chambers under sect. 90, in analogy to the procedure under Rule 
43 of the Rules under the Act of 1875 : see the cases cited above. 
If, however, the Board hears the appeal and comes to a decision 
against the applicant, and yet refuses to refer the matter to the 
court, the remedy of the applicant is not very clear. If the words 
** omission without sufficient cause of the name of any person " 
in sect 90 be taken to include the refusal by the Comptroller to 
register a trade mark (which from the context of that section, 
and from the fact that the Board's express power to refer an 
appeal would then be nugatory, is by no means apparent), then 
the applicant may proceed by motion or summons ; but if the 
contrary view of the meaning of the words quoted above is 
adopted, then the appeal to the Board would appear to be final 
in the event of the Board refusing to refer it to the court. 

If the words '* omission without sufficient cause of the name of 
any person '' be held to include the mere refusal to register a trade 
znark, a further question may arise whether an applicant canno; 
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Sect. 6a. proceed tinder sect. 90 at onee withont a pievions appeal to l^e 
Board. 

As to proceedings on appeal to Board, see Rules 20-24. 

For form of appeal, see Form H, 

Cases of dass ii., i«i, of application for the alteration or re* 
moval of an entry on the register, are dealt with in sects. 90 and 92, 
and the application to the court will presumably be by summons^ 
or more usually by motion aa heretofore : see cases cited above. 

Gases of class iii., t.e., of opposition by a trade mark owner to 
an application for the registration of a mark so similar to his own 
as to be calculated to deceive, are provided for by sect. 69 and Rule 
29. It will be noticed that the sunmions by the opponent for 
directions is abolished, and the procedure will now be for the 
applicant for registration to take out a summons in chambers. 
This is substantially the course recommended in Re Simpson^ 
Davits <k Son's Trade Mark, supra. 

Cases of class iv., f.e., of conflicting claims for registration of 
the same trade mark, are treated in sect 71 and Rule 42, where it 
is provided that the procedure shall be by special case unless the 
court otherwise order. This is possibly the most convenient 
mode : Ez parte Grimthaw, supra, but see In re Salomon and In 
re Simpson, Davies <k Son's Trade Mark, supra. 

There are no express provisions in the Act as to costs of pro* 
ceedings before the Comptroller or the Board. 

Under the Act of 1875 ^^ ^^ ^^^^ ^^^ ^^ ^^^^ ^^ ^^ appeal 
from the refusal of the Comptroller to register a trade mark had 
to be paid by the applicant although the appeal was successful : 
In re Rotherham's Trade Mark, C. A. 1880, 14 Ch. D. 585 ; 49 L. 
J. Ch. 513; 43 L. T. N, S. I ; In re Maignen's Application, 
Jessel, M.R., 1880^ 28 W. R. 759. 

The stamp on the form of appeal to the Board is £1 : see first 
schedule to the Rules. 

In an appeal from the Comptroller's refusal to register under 
this section, the only order which it is competent for the Board 
or the court to make, is apparently that the application be pro- 
ceeded with in the ordinary course, subject to such conditions, if 
any, as may be prescribed ; neither the Board nor the court is 
Authorised to dispense with the usual formalities prescribed by 
statute and to prder immediate registration : In re Meikys Trade 
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Mark, Hall, V.-C, 1876, 24 W. R. 1067 ; Orr-Ewing y. Registrar Swr. 6a, 

of Trade Maris, Hall, V.-C, 1878, 8 Ch. D. 798 ; 47 L. J- Ch. 

180 ; 38 L. T. N. S. 313 ; 26 W. R. 259 ; and H. L. 1879, 4 App. 

Gas. 479 ; 48 L. J. Ch. 707 ; 41 L. T. N. S. 239 ; 28 W. R. 17 ; 

JSk parte Lawrence Bras,, Jessel, M.R., 1878, 44 L. T. N. S. 96 ; 

29 W, R. 392 ; and see notes to sect. 68. 

Gonditions, — Where application is made for the registration of 
a trade mark which is somewhat similar to one already on the 
register, and which would be liable to deceive if used in a similar 
way on similar goods, or in the same place, it may yet be registered 
subject to an undertaking being entered on the register restrict- 
ing its use. 
Illustrative cases, — (i.) Restriction as to mode of user :•— 
(i) It appeared that "it is the custom with the bleaching 
trade to stamp the bleacher's mark in blue colour inside the first 
fold of each parcel of calico, which is then stitched up, the trade 
mark of the merchant or manufacturer being stamped upon the 
outside of the parceL The bleacher's mark is looked for, not by 
the public, but by skilled wholesale buyers, who recognise in the 
mark a guarantee that the calico has been bleached by a parti- 
cular house, and that the length of calico contained in the parcel 
has been measured by them. Thus these marks differ from 
ordinary trade marks, and convey a meaning only to skilled 
persons, who can readily distinguish between marks closely 
resembling one another." Registration was therefore granted of 
a mark resembling others on the register, subject to an under- 
taking to use it only in the way described above : In re Syhes A 
Co.'s Trade Mark, Hall, V.-C, 1880, 43 L. T. N. S. 626 ; 29 W. R. 

235- 
(ii.) A trade mark, which was not stamped upon the goods, but 

upon adhesive labels and metal labels soldered or otherwise fixed 

on the goods, or was printed upon the packages or coverings' in 

which the goods were sold, was opposed by a manufacturer who 

had long impressed a similar mark on cutlery. It was, however, 

allowed to be registered upon an undertaking being given not to 

impress it upon metal goods : In rt W%iteley^s Trade Mark, Jessel, 

M.R., 1879, 43 L- T. N. S. 627 ; 29 W. R. 235 ; see also In re 

Farina^ Hall, V.-C, 1879, Seb. Dig. 654. 

(2.) Restriction as to goods, ie., in respisct of user upon only a 
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Sect. 62. limited portion of a claee : see sect. 65 and Rule 6, and the third 

schedule there referred to; and see also sect. 72 as to the 

suhdivision of classes^ 

(i.) An old trade mark was limited to use on galvanised iron 
only of all the goods contained in class 5 : In re Lysaght, Jessel, 
M.R., 1878, Seb. Dig. No. 623. 

(ii.) An old trade mark was registered for tin-plates and turn- 
plates only, a similar mark being used by manufacturers of bar- 
iron : Ea; parte Barrow j Jessel, M.R., 1877, W. N. 119. 

(iii.) A new mark was limited to fencing wire only in class 5 
as not interfering with the trade of the proprietor of a similar 
mark registered for other goods in that class : In re Jelley, Son, 
and Jonet^ Trade Mark^ Jessel, M.R., 1878, 51 L. J. Ch. 639 ; 46 
L. T. N. S. 381. 

(iy.) A new mark was registered in respect of galvanised iron 
sheets in class 5, although a similar device was on the register in 
respect of '* iron and all kinds of rolled, drawn, and galvanised 
wire and strand," and also '* bar-iron, small rounds and squares, 
and all kinds of merchant iron": In re Brahy ds Co,^s 
Applications, North, J., 1882, 21 Ch. D. 223 ; 51 L. J. Ch. 637 ; 
46 L. T. N. S. 380 ; 30 W. R. 675. See, however, In re Hargreave^ 
Trade Mark, Hall, V.-C, 1879, n Ch. D. 669 ; 27 W. R. 550. 

(3.) Restriction as to locality of user : — 

(L) Two similar trade marks were registered for classes 1 2 and 
13, upon cross undertakings being given and entered on the 
register, — by the one manufacturer not to use his mark in Europe, 
and by the other not to use his mark in certain specified 
colonies : In re Rahone Bros, <k Co,, Jessel, M.R., 1879, ^^^* ^^S* 
No. 643. 

(ii.) Where objections were raised by the owner of a registered 
trade mark to the proposed registration of another trade mark for 
use in connection with goods included in classes for which the 
first mark was used, but no formal opposition was lodged to the 
application in pursuance of an agreement of compromise, the 
court directed the comptroller, upon an ex parte application by 
the applicant, to enter on the register a note to the effect that the 
applicant undertook to use his mark only in connection with 
goods exported to certain specified countries : In re Keep's Trade 
Mark, Pearson, J., 1884, 26 Ch, D. 187 ; 50 L. T. N. S. 453 ; 32 
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W. R. 427. See also In re MUcheWs and Houghton and HallnuvrVs Sbots. 63, 
Trade Marks, Chitty, J., 1884, W. N. p. 217 ; 33 W. R. 148 ; and ^ 
1885, 28 Ch. D. 666 ; 33 W. R. 408. 

It is presumable that under Rule 32 the Comptroller, without 
any application to the court, will henceforth be able to register 
trade marks subject to restrictions in regard to user, provided he 
does not transgress the rules contained in sect 72. 



63. Where registration of a trade mark has notuxoMoi 

° time for 

been or shall not be completed within twelve months SJS^pu? 
from the date of the application, by reason of default ^*^®°' 
on the part of the applicant, the application shall be 
deemed to be abandoned. 



This provision is founded on the Rules of 1883 iii^der the Act 
of 1875. 

The Comptroller is bound to register a trade mark as soon as 
may be after the expiration of two months from the date of the 
advertisement of the application, if he is satisfied that the appli- 
cant is entitled to registration. The registration is, however, 
subject to the subsequent determination of the court : Rule 30. 
If there is delay owing to the refusal of the Comptroller to 
register under sect 62 or to opposition under sect. 69, it cannot 
be said to have occurred by reason of the default of the applicant, 
and there will be no abandonment. 



64. (l.) For the purposes of this Act, a trade mark ^P°^M*^" 
must consist of or contain at least one of the following 22S^^**^* 
essential particulars : 

(a.) A name of an individual or firm printed, im- 
pressed, or woven in some particular and 
distinctive manner ; or 
(6.) A VTritten signature or copy of a written 
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Skot^ signature of the individual or firm applying for 

registration thereof as a trade mark ; or 
(c.) A distinctive device, mark, brand, heading, label, 
ticket, or fancy word or words not in common 

use. 

(2.) There may be added to any one or more of these 
particulars any letters, words, or figures, or combination 
of letters, words, or figures, or of any of them. 

(3.) Provided that any special and. distinctive word 
or words, letter, figure, or combination of letters or 
figures, or of letters and figures used as a trade mark 
before the thirteenth day of August one thousand eight 
hundred and seventy-five may be registered as a trade 
mark under this part of this Act 

This section is a re-eimctment with alterations of sect 10 of 
the Act of 1875, *^d should be read with sects. 72, 73, and 86 ; 
and tee Instructions 29-32. 

Trade marks may be regarded as divided into three classes, — 
thosd actually in use before the passing of the Act of 1875, ^^'i 
August 13, 1875, those registered under that Act, and those new 
trade marks which are sought to be registered under this Act 
The first class may, as of course, be registered xmder this Act, 
provided the conditions of this section are foMlled. The second 
class, having come within the definition contained in sect. 10 of 
the Act of 1875 ^^^ been registered thereunder, is to be deemed 
duly registered under this Act: see sect. 114 (2.) The third 
class, i.e., trade marks brought into use since 1875 ^^d not yet 
registered, must come within the definition contained in sub- 
sect. I if registration is desired ; in other w^ords, if the registra- 
tion is refused or opposed, it will be the duty of the court to 
ascertain whether some one or more of the essential particulars 
of a trade mark as defined by the Act is found to exist, so that 
the mark may be described with one or more than one essential 
particular or particulars which distinguish it : jfcr Cairns, L.C., 
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Orr-Ewing v. Registrar of Trade Marks, H. L. 1879, 4 -^PP* C**« Sect. 64. 
484 ; 48 L. J. Ch. 707 ; 41 L. T. N. S. 239 ; 28 W. R. 17. 

An essential particular is that which makes the mark capable 
of being registered under the Act : see Instruction 7. It is 
unalterable, whilst the remainder of the mark may be altered 
under sect 92. 

A mark which contains no essential particular and is therefore 
not authorised to be registered as a trade mark does not acquire 
under sect. 76 the character of a trade mark by being on the 
register for five years, and may be removed from the register 
though that period has elapsed. Re Palmer's Trade Mark, C. A. 
1882, 21 Ch. D. 53 ; 51 L. J. Ch. 673 ; 46 L. T. N. S. 7^y, and 

C. A. 1883, 24 Ch. D. 504 ; 50 L. T. N. S. 30 ; 32 W. R. 306. 
See also Re Leonard arid Elli^ Trade Mark, C. A. 1884 ; 26 Ch. 

D. 288 ; 53 L. J. Ch. 603 ; 32 W. R. 532 ; In re Ralph's Trade 
Mark, Pearson, J., 1883, 25 Ch. D. 194 ; 53 L. J. Ch. 188 ; 49 
Ij.T. N. S. 504 ; 32 W. R. 168 ; In re Lloyd's Trade Mark, Chitty, 
J., 1884, 27 Ch. D. 646 ; 54 L. J. Ch. 66 ; and In re Wragg's 
Trade Mark, Pearson, J., 1885, 54 L. J. Ch. 391. As to what is a 
trade mark generally, see the notes to Merchandise Marks Act, 
1862, sect I ; and as to the effect of registration under this Act 
see sects. 75-77, post. 

It should be noticed that this section does not purport to give 
an exhaustive definition of a trade mark. It merely enumerates 
certain attributes which are essential if it is sought to register a 
trade mark. To complete the definition of a trade mark properly 
so called it is necessary to remember that it must be affixed to or 
impressed upon a vendible article actually in the market : see 
judgment of Jessel, M.R., in Singer Manufacturing Co. v. Wilson, 
C. A. 1875, 2 Ch. D. 434 ; 45 L. J. Ch. 490 ; 34 L. T. N. S. 858 ; 
24 W. R. 1023 ; and per Cairns, L.J., in Maxwell v. Hogg, C. A. 
1867, L. R. 2 Ch. 307 ; 36 L. J. Ch. 433 ; 16 L. T. N. S. 130 ; 15 
W. R. 467 ; and per Westbury, L.C., in M^ Andrew v. Bassett, 1864, 
4 De G. J. & S. 380 ; 33 L. J. Ch. 566 ; 10 Jur. N. S. 550 ; 10 
L. T. N. S. 442 ; 12 W. R. jyy ; and see notes to Merchandise 
Marks Act, 1862^ sect. i. 

There is, then, no possibility of registering — 
(i.) Such trade marks, properly so called, i.e,, affixed to or 

s- 
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Bect. 64. impressed upon a vendible article, as do not fulfil the conditions 

of this section. 

(ii.) Such marks as are not affixed to or impressed on a ven- 
dible article, whether they fulfil the conditions in other respects 
of this section or not ; as, for instance, some trade names which 
have become bo appropriated by user as to denote goods of a par- 
ticular manufacturer though they are not, and never were, im- 
pressed on the goods or upon the packages in which they are 
contained, so as to be trade marks properly so called and within 
this Act : per Lord Blackburn in Singer Manufacturing Co, v. Loog, 
H. L. 1882, 8 App. Cas. 33 ; 52 L. J. Ch. 481 ; 48 L. T. N. S. 3 ; 
31 W. R. 325 ; and per Lord Cairns in Singer Manufacturing Co, 
V. Wilson^ H. L. 1877, 3 App. Cas. 389 ; 47 L. J, Ch. 481 ; 38 
L. T. N. S. 305 ; 26 W. R. 664. 

These, however, although unregistered, will be protected as 
heretofore (see for practice Merchandise Marks Act, 1862, sects, i, 
21, and 22), for the principles according to which the court acts 
in preventing a man from passing off his goods as those of another 
have not been altered by this Act : Mitchell v, Henry, C. A. 1880, 
15 Ch. D. 181 ; 43 L. T. N. S. 186, and see the cases cited above, 
(a.) Name.— This clause is a verbatim reprint from sect. 10 of 
the Act of 1875. 

Prior to the Registration Acts a name affixed to articles for 
sale was recognised as a trade mark, and a manufacturer or mer- 
chant could prevent others using it as a trade mark provided such 
user would be calculated to deceive purchasers. This would be 
likely to occur (i.) if a man bearing a different name, but carry- 
ing on a similar trade to that of a well-known manufacturer, 
adopted the latter's name for the purposes of his trade : Lassenhy 
V. White, C, A. 1871, 41 L. J. Ch. 354 ; Ainsworth v. Walrnsley, 
Wood, V.-C, 1866, I L. R. Eq. 518 ; 35 L. J. Ch. 352 ; 12 Jur. 
N. S. 205 ; 14 L. T. N. S. 220 ; 14 W. R. 363 ; and (ii.) if a man, 
who happened to bear the same name and to carry on the same 
trade as a well-known manufacturer, used his name in such a 
manner as to be a colourable imitation of the manner adopted by 
the latter ; Holloway v. HoUoway, Romilly, M.R., 1850, 13 Beav. 
209 ; Burgees v. Burgees^ C. A. 1853, 3 De G. M. & G. 896 ; 22 
L. J. Ch. 675 ; 17 Jur. 292 ; 21 L. T. 53 ; Taylor \, Taylor, Wood, 
V.-C, 1854, 2 Eq. Rep. 290 ; 23 L. J. Ch. 255 ; 22 L. T. 271 ; 
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James v. James, Romilly, M.R., 1872, 13 L. R. £q. 421 ; 41 L. J. Sect. 64* 
Ch.. 353 ; 26 L. T. N. S. 568 ; 20 W. R. 434. See also Rodgers 
V. NomU, Wigram, V.-C, 1847, 6 Hare 325 ; and the proceediDgs 
in the Common Pleas there referred to. 

In regard to names which ha^e ceased to be safficientlj distinc- 
tive to be good trade marks, see notes to sub-sect. 3, infra, 

'' Where a person is selling goods under a particular name, and 
another person not having that name is using it, it may be pre- 
sumed that he so uses it to represent the goods sold by himself 
as the goods of the person whose name he uses ; but where the 
defendant sells goods under his own name, and it happens that 
the plaintiff has the same name, it does not follow that the 
defendant is selling his goods as the goods of the plaintiff. It is a 
question of evidence in each case whether there is fake representa- 
tion or not : " per Turner, L. J., in Burgess v. Burgess, supra. In 
short, the adoption of a name as a trade mark was subject always 
'' to this inconvenience, that if a Mr. Jones or a Mr. Brown relies 
on his name he will find it a very inadequate security, because 
there may be several other manufacturers of the same name :'' per 
Wood, V.-C, in Ainsworth v. Walmsley, supra. 

The words "printed, impressed, or woven in some particu- 
lar and distinctive manner" were doubtless inserted with the 
object of obviating this inconvenience. If the name be distin- 
guished in the prescribed manner, imitation will be easily detected. 
See In re Prices Patent Candle Co,, Pearson, J., 1884, 27 Ch. D. 

681. 

The name need not necessarily be that of the actual manu- 
facturer, for being a trade mark it is capable of assignment in 
connection with the goodwill of the business : see sect. 70. But 
see, as to names which may become deceptive, sect 73. 

Fancy names, however, could not be registered under the Act 
of 1875 : -fiJjJ parte Stephens, Jessel, M.R,, 1876, 3 Ch. D. 659 ; 46 
L. J. Ch. 46 ; 24 W. R 963. They may henceforth be registered 
under clause c. of this section. 

A name printed in foreign characters will be sufficiently dis- 
tinctive to be registered ; In re Rotherham^s Trade Mark, C. A. 
1880, 14 Ch. D. 585 ; 49 L. J. Ch. 513 ; 43 L. T. N. S. i. 

A trade name, as distinguished from a name used as a trade 
mark, inasmuch as it is not impressed upon goods or upon the 
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• 
Sbct. 64. packages which contain them, is of conise not capable of registra- 

tion, nor is registration a condition precedent to proceedings to 
protect it With this exception, however, the principles of law 
rekting to its protection are closely analogous to those in pur- 
suance of which trade marks are protected : per Lord Blackburn 
in Singer Manufactwring Co, y. Loog^ H. L. 1882, 8 App. Caa. 32 ; 

52 L. J. Ch. 481 ; 48 L. T. N. S. 3; 31 W. R. 325 ; and^wr 
Cairns, L. C, in Singer Manufadurmg Co, v. TFilson, H. L. 1877, 
3 App. Gas. 389 ; 47 L. J. Ch. 481 ; 38 L. T. N. S. 305 ; 26 
W. R 664. 

(6.) Signature. — This clause also comes from the Act of 1875, 
sect 10, but the words '* applying for registration thereof are 
new. The motive of the addition is not very apparent ; for the 
purchaser of the business of a manufacturer, who had used his 
signature as a trade mark, although unable to register it under 
this clause, could yet do so, it would seem, under clause a. 

Instances of signatures used as trade marks are to be found in 
Farina v. Silverhck, Cranworth, C, 1856, 6 De G. M. & G. 214 ; 
26 L.'J. Ch. II ; 2 Jtir. N. S. 1008 ; 27 L. T. 277 ; 4 W. R. 731 ; 
In re Farina, Hall, V.-C, 1879, 27 W. R. 456 ; Maeeamv, Thorley's 
Cattle Food Co,, Malins, V.-C, 1877, 6 Ch. D. 574 ; 46 L. J. Ch. 
707 ; 36 L. T. N. S. 848 ; In re Maignen's Appltcation, Jessel, 
M.R., 1880, 28 W. R. 759. 

(c.) The words " brand *' and " fancy word or words not in com- 
mon use '* are new. 

Under sect. 10 of the Act of 1875, ^ inere combination of letters 
(such as " Aeily ton ") not used as a trade mark before the passing 
of the Act, could not be registered : Ex parte Stephens, Jesse.l, 
M.R., 1876, 3 Ch. D. 659 ; 46 L. J. Ch. 46 ; 24 W. R. 963 ; see 
In re Leonard and Elli^ Trade Mark, C. A. 1884, 26 Ch. D. 288 ; 

53 L. J. Ch. 603 ; 51 L. T. N. S. 35. 

This excluded fancy names, which, however, are now made 
capable of registration. Various limitations on this clause are 
contained in sects. 72, 73, and 86, and Instructions 29-32. 

Ab to what is a common mark, see sect. 72, and as to the registra- 
tion of common marks in combination with trade marks provided 
the comiuon part is disclaimed, see sect 74. 

It will be noticed that a word, will not be registered as a new 
mark unless it is "|i, fancy word not in common use," but if 
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used as a trade mark before August 13, 1875, any word will be S£ct. 64. 
registered, provided only it is " special and distinctive : " see sub- 
sect 3. 

As to the meaning of distinctive, see notes infra^ and sect. 72. 
The registration of a mark consisting of the words " Price's Patent 
Candle Company " in common letters round the upper border, 
and '' National Sperm " in the centre, and the company's address 
round the lower border, was refused on the ground that the name 
of the firm printed in common letters was not distinctive, and 
that the words " National Sperm " were not " fancy words not in 
common use : " In re PrMs Patent Gandle Go., Pearson, J., 1884, 
27 Ch. D. 681. 

When the name of an inventor has been declared by judicial 
decision to be a term open to the trade as a proper description of 
an article inade in accordance with his original recipe, the por- 
trait of the inventor is not a sufficiently distinctive device to be 
capable of registration alone : In re And^reovkS Trade Mark, Chitty, 
J., 1884, 26 Ch. D. 409 ; 53 L. J. Ch. 664 ; 32 W. R 677. The 
words " Zephyr Asiatic Walnut Pipe " are not capable of registra- 
tion as a new trade mark, not being " fancy words not in com- 
mon use:" In re Friedlander's Trade Mark, Chitty, J., 1885, 
W. N. p. 85. 

Where the words "Strathmore Blend" were registered as a 
trade mark for whisky, it was held that the word " blend " was 
not an essential part of the trade mark, being simply a descrip- 
tion of an operation of manufacture, and that the use of the name 
" Strathmore," alone or in combination with a device, by another 
manufax^turer was calculated to deceive : Blair v. Stock, Kay, J., 
1884, 52 L. T. N. S. 123. 

(2.) 

Figures here mean numerals : £x parte Stqihens, supra. 

Wards, — If the essential particular is in combination with 
words, or combinations of words which are common to the trade, 
a disclaimer of the common portion should be entered on the 
register: see sect. 74, and as the meaning of ^* common," ibid, 
sub-sect. 3. 

When it is desired to register several trade marks which, while 
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Sect. 64. resembling each other in the '^ material " particulars thereof, yet 
differ in respect of the statement of the goods for which they are 
used, or statements of numbers, price, quality, or names of places, 
they should be registered as a series in one registration : see 
sect. 66. 

. There is an absolute prohibition in sect. 73 against the regis- 
tration as part of or in combination with a trade mark of any^ 
words, the exclusive use of which would, by reason of their being 
calculated to deceive, or otherwise, be disentitled to protection in. 
a court of justice: see also sect. 86, and Instruction 30. 

Letters may be registered alone as a trade mark if so used 
before August 1875 : sub-sect 3, infra j but in the case of new 
marks only in combination with an essential particular, as 
described in sub-sect. i. 

For instances of trade marks composed of devices in conjunc- 
tion with letters, see notes, infra. 

r 

(3.) 

The 13th August, 1875, was the date of the passing of the Act 
of 1875. 

The sub-section is taken from sect. 10 of the Act of 1875, 
but is wider in scope, the words *' letter, figure," and " of letters 
and figures" being now added. 

As to what constituted a trade mark before the Act of 1875, 
see Merchandise Marks Act, 1862, sect. i. 

If a trade mark in use before 13th August, 1875, fulfils 
the conditions of this section it must be registered before an 
action to prevent or to recover damages for its infringement can 
be brought: see sect, yj. But non-registration will not affect 
the owner's title. 

If an old trade mark is not capable of registration, as not being 
within this section, a certificate of the Comptroller's refusal to 
register must.be obtained before action: see sect. 77, Rule 57, 
Form L, and Instructions 39 and 40. 

The certificate is admissible in evidence without further proof : 
see sect. 96. 

The advantage accorded to an application for the registration 
of an old mark consists in the fact that the court will permit the 
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registration in respect of the same goods of similar or identical ^eut, 64. 

old marks up to the number of three : see sect. 72 as to the three 

mark rule. 

To obtain the registration of an old mark two things are 
essential: (i.) There must have been user in this country in con- 
nection with the goods in respect of which it is sought to register 
the trade mark, and (ii.) the trade mark must be distinctive. 

User. — The application for registration must contain a state- 
ment of the time during which the trade mark has been used : 
Rule 10, and see Form F. But it would seem that, provided the 
trade mark has been used before 13th August 1875, ^^^ length of 
user is not material. Length of user was not previously necessary 
to entitle the proprietor to the protection of the court : see cases 
cited in notes to Merchandise Marks Act, 1862, sect. i. And a 
proprietor is entitled to registration ex dehUo jtistitioB^ on giving 
such evidence as would formerly have entitled him to protection : 
see per Lord Blackburn in Orr-Evoing v. Registrar of Trade 
Marks, H. L. 1879, 4 -^PP- C^» 479 5 4^ L. J» Ch. 707 ; 41 L. T. 
N. S. 239 ; 28 W. R. 17 ; and see Mitchell v. Henry ^ C. A., 1880^ 
1 5 Ch. D. 181 ; 43 L. T. N. S. 186 ; and In re Farina, Hall, V.-C, 
1879, 27 W. R. 456. 

User abroad is not sufficient to entitle a trade mark owner to 
registration : In re Leonard dk Ellis* Trade Mark, C. A., 1884, 26 
Ch. D. 288 ; S3 ^' J- Ch. 603 ; 51 L. T. N. S. 35 j In re Munch's 
Application, Chitty, J., 1883, 50 L. T. N. S. 12 ; In re Rivieres 
Trade Mark, C. A., 1884, 26 Ch. D. 48 ; 53 L. J. Ch. 578 ; 50 
L. T. N. S. 763 ; 32 W. R. 390. 

There is, however, no necessity that the person claiming to be 
the proprietor should be a British subject : see notes to sect. 62 
(i), and to Merchandise Marks Act, 1862, sect, i ; and see In re 
Riviere's Trade Mark, ubi supra, and Mouson v. Boehm, Chitty, J., 
1884, 26 Ch. D. 398 ; 53 L. J. Ch. 932 ; 50 L. T. N. S. 784 ; 32 
W. R. 612 ; and In re Heaton*s Trade Mark, Kay, J., 1884, 27 Ch. 
D. 570 ; 53 L. J. Ch. 959 ; 51 L. T. N. S. 220 ; 32 W. R. 951. 

A trade mark sought to be registered as an old mark must be 
exactly the same in every respect as the trade mark in which 
property by user is claimed ; if any alteration has been made 
the application will be treated as an application for the registra* 
tion of a new mark* 
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Sect. 64. lUuitraiive Cases, — (i.) The registration of the words *^ braided 
fixed stars " as a trade mark for matches was held bad, because 
prior to the passing of the Act of 1875 ^^^7 ^^ not. been used 
alone, but merely upon a label in conjunction with other words : 
In re Palmer's Trade Mark, C. A., 1883, 24 Ch. D. 504 ; 50 L. T. 
N.S. 30; 32 W. R. 306. 

(ii,) So too the word "Valvoline" was removed from the 
register because before 1875 ^^ ^^ ^^^^ ^^^^ ^^^ alone, but in 
conjunction with a device : In re Leonard v. Elli^ Trade Mark, 
C. A., 1884, 26 Ch. D. 288 ; 53 L. J. Ch. 603 ; 51 L. T. N. S. 35. 

A trade mark can also only be registered as an old mark in 
respect of the goods in connection with which it was used before 
1875: In re JdUy, Son, da Jones, Jessel, M.R., 1878 ; 51 L. J. 
Ch. 639. If it is sought to obtain registration in respect of other 
goods also, the application will be treated as an application for 
the registration of a new mark. 

Distinctive. — " The words ^special and distinctive ' import the 
specialising of the make and manufacture of a particular maker 
from all other manufacturers, and distinguishing the manufacture 
of one person from the manufacture of all others : " per Fry, L. J., 
in In re Leonard dk Elli^ Trade Mark, ubi supra. 

Prior to the Registration Acts, distinctiveness was an essential 
quality in a good trade mark, and the same degree of distinctive- 
ness which was formerly requisite to entitle to the protection of 
the court, will entitle the owner of a mark to registration, ex 
dehito justitioe : per Lord Blackburn in Orr-Ewing v. Registrar of 
Trade Marks, H. L. 1879, 4 ^PP* ^^* 479 9 4^ L* «^* ^^ 7^7 ; 41 
L. T. N. S. 239 ; 28 W. R. 17 ; and In re Farina, Hall, V.-C, 1879, 
27 W. R 456. 

As to the degree of distinctiveness requisite, see sect 72, whereby 
the Comptroller is prohibited from registering a mark so nearly 
resembling a mark already on the register as to be calculated to 
deceive ; but as -to " three mark rule," ' relating to old marks, 
see sect. 74. . . 

Word or \oords may be not sufficiently distinctive, inasmuch as 
(i.) they are merely descriptive of the article to which they are 
attached, or of the business in connection with which they are 
used, or are of too general import to allow any one to monopolise 
them, or (ii.) though originally new names applied to .newly 
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discovered articles, they have become merely descriptive in Sect. 64. 

process of time and by usage, or (Hi.) though originally the 

names of the inventors of the articles to which they are attached, 
they have become merely descriptive of the articles in question 
in consequence of the expiration of patents, or the publication of 
secret processes. 

(i.) Descriptive and General Terms. 

(i.) Descriptive of the goods, as '* Nourishing Stout " in Raggett 
V. IHndlater, Malins, V.-C, 1873, L. R. 17 Eq. 29 ; 43 L. J. Cb. 
64 ; 29 L. T. N. S. 448 ; 22 W. R. 53 ; " Pictorial Almanac," in 
SpottistDoode v. Clarke, Cottenham, L.C., 1846, 2 Ph. 154 ; 10 Jur. 
1043 ; 8 L. T. 230 ; " Porous Plasters,** in Be Brandreth, Jessel, 
M.R., 1878, Seb. Dig. No. 626 ; "Golden Ointment," in Oreen v. 
Rooke, Wickens, V.-C, 1872, W. N., p. 49. 

It has, however, been held that ** Family Salve " in Reitikardt 
V. Spalding, Hall, V.-C, 1879, 49 ^^* J- C^- 57 1 28 W. R. 300 ; 
and "Kitchen Crystal Soap** in Eastman^ s Trade JtfarA;, Bacon, 
V.-C, 1880, W. N., p. 128, are sufficiently distinctive to be regis- 
tered as old marks. 

(2.) Descriptive of the business, as " Colonial " in Colonial Life 
Assurance Go, y. Home and Colonial Assurance Co,, Romilly, M.R., 
1864, 33 Beav. 548 ; 33 L. J. Ch. 741 ; 10 Jur. N. S. 967 ; 10 
L. T. N. S. 448 ; 12 W. R. 783 ; "London and Provincial" in 
London and Provincial Law Assurance Society v. London and 
Provincial Joint-Stock Life Assurance Company^ Shadwell, V.-C, 
1847, 17 L. J. Ch. 37 ; II Jur. 938 ; 10 L. T. 127 ; " Capital and 
Counties" in London dk County Banking Co, v. Hampshire d) North 
Wilts Bank, Jessel, M.R, 1878, Seb. Dig. No. 618 ; " Australian " 
in Australian Mortgage Land <b Finance Co, v. Australian dk New 
Zealand Mortgage Co,, C A. 1880, W. N., p. 6. 

The difficulty in these cases is, that while the business name 
of another cannot be appropriated, yet a man cannot give himself 
any monopoly in a name which merely describes the nature of 
the business or the locality of its operations : per James, L.J., 
ibid. 

In the majority of cases, such descriptive names as the above 
are used rather as trade naq;ies than a$ trade marks, properly so 
CiiUed, but the principles in puisuance of which they are protected 
are closely analogous : vide notes, supira,^ . 
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Sect. 6^. As regards Bimilarity in the names of companies 

under the Companies Act, 1862, see 25 & 26 Vict^ c S9, a. aa 

<3.) General terms, as « Prize Medal " in BaJUy w. HUl, Wood, 
V.-C, 1863, I H. & M. 264 ; 8 L. T. N. a 791 ; 11 W. R 745 ; 
"Royal " in In re Roycd Bakimg PowAerCo., C. A, 1880, W. N., 
p. 49 ; '* Post Office Dizeekny" in KeUy v. ByUs, C. A. 1880, 13 
Ch. D. 691 ; 49 L. J. Ch. 181 ; 42 L. T. N. S. 338 ; 28 W. R. 587 ; 
'' CSuonicle," as the name of a newspaper, in Gowen v. Hulton, 
a A. 1882, 46 L. T. N. S. 897 ; « Patent " in Edelsten v. Vick^ 
Wood, V.-C, 1853, I ' ^SLTe 78; 18 Jur. 7, arid in Marshall v. Ross, 
James, V.-C, 1869, 8 Eq. 651 ; 39 L. J. Ch. 225 ; 21 L. T. N. S. 
260; 17 W. R. 1086. The words "Registered," '* Registered 
Design," "Copyright," "Entered at Stetioners' Hall," "To 
Counterfeit this is Forgery,'' will not be registered, and should not 
therefore be upon the representations of trade marks accompany- 
ing an application : Instruction 30 ; see also In re Meikl^s Tradt 
Mark, Hall, V.-C, 1876, 24 W. R. 1067. 

(ii.) Names of Articles which have become descriptive, — "Paraffin 
Oil" in Young v. Macrae^ Wood, V.-C, 1862, 9 Jur. N. S. 322 ; 
" Chlorodyne " in Browne v. Fre&vMin^ Wood, V.-C, 1864, 12 W. R, 
305; and C A. 1873, W. N., p. 173; "Linoleum "in Li'MUum 
Manufacturing Co, v. Nairn, Fry, J., 1878, 7 Ch. D. 834; 47 
L. J. Ch. 430 ; 38 L. T. N. S. 448; 26 W. R. 463; " Macassar Oil " 
in Rowland v. Breidenbach, Romilly, M.R, Seb. Dig. No. 386 ; 
"Golden Ointment" in Green v. Rooke, Wickens, V.-C, 1872, 
W. N., p. 49; "Valvoline" and " Valvoleum " in Re Uorsburgh^ 
Jesse], M.R., 1878, 53 L. J. Ch. 237 ; 50 L. T. N. S. 23 ; 32 W. K. 
530, and in Re Leonard db EUa£ Trade Mark, C A. 1884, 26 Ch. 
D. 288 ; 53 L. J. Ch. 603 ; 51 L. T. N. S. 35 ; "Braided Futed 
Stars" in Re Palmer^s Trade Mark, C A, 1883, 24 Ch. D. 504 ; 
50 L. T. N. S. 30 ; 32 W. R. 306 ; " Home Washer" in Re Ralph's 
Trade Mark, Pearson, J., 1883, 25 Ch. D. 194 ; 53 L. J. Ch. 188 ; 
49 L. T. N. S. 504 ; 32 W. R 168. The principles governing 
these cases is that if a person invents a process for making a new- 
article, and at the same time invents a new name for describing 
such article, and the article comes to be known by that name 
only, he cannot, afterwards, when everybody is at liberty to make 
that article, claim a monopoly in the name : In re Leonard and 
ElM Trade Mark, supra. 
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To tliis class may be added such geographical names as are Sect. 64. 
actually used to indicate the source whence the articles are sup- 
plied. These are either descriptive if they are truly indicative 
of the source of supply, or are deceptive if they are such as to 
afiford a delusive representation of quality by indicating a source 
whence the articles might be, but actually are not derived. (As to 
each deceptive trade marks, see sect y^tPost.) In either case they 
cannot be protected, e.^., "Angostura Bitters'' in Siegert y. Find- 
IcUer, Fry, J., 1878, 7 Ch. D. 801 ; 47 L. J. Ch. 233 ; 38 L. T. N. S. 
349 ; 26 W. R. 459 ; " Anglo- Portuguese Oysters *' in Re Saunion 
ik Co.y Jessel, M.R., 1878, Seb. Dig. No. 625 ; "India and China 
Tea" in India andChinaTea (7o. v.7*<tfeo?«,Romilly,M.R,i87i,W. N., 
p. 241 ; Radstock Coals" in Braham v. Beachim^ Fry, J^ 1878* 7 
Ch. D. 848 ; 47 L. J. Ch. 348 ; 38 L. T. N.&640; 26 W.fi.6S4; 
where an injunction was only granted uulev md until the defen- 
dant should acquire a colliery within the parish of Radstock, and 
be thus justified in using the name. 

There are some names, however, which, though actually geogra- 
phical, cannot be understood as indicating a source of supply, but 
were from the first used merely as fancy names ; consequently they 
are not descriptive of the origin of the goods to which they are 
attached, and may therefore be appropriated. Such are the terms, 
** Persian Thread" in TaylwY. Tcuylor, Wood, V.-C, 1854, 2Eq. Rep. 
290; 23 L. J. Ch. 255 ; 22 L. T 271 ; "Ethiopian Stockings "in 
Sine V. Lart, Shadwell, V.-C, 1846, 10 Jur. 106 ; 7 L. T. 41 ; 
'* Medicated Mexican Balm" in Perri^ v. TrueJUt, Langdale, M.R., 
1842, 6 Beav. 66 ; i L. T. 384 ; " Turin " and " Liverpool Shirts " 
in Hirst v. Denham, Bacon, V.-C, 1872, L. R. 14 Eq. 542 ; 41 I> 
J. Ch. 752 ; 27 L. T. N. S. 56; "Anatolia Liquorice" in M^ Andrew 
V. Bassetty Westbury, L.C., 1864, 4 De G. J. & S. 380 ; 33 L. J. 
Ch. 566 ; 10 Jur. N. S. 550 ; 10 L. T. N. S. 442 ; 12 W. R. 777 ; 
**Glenfield Starch" in Wotherspoon v. Currie, H. L. 1872, L. R. 5 
H. L. 508 ; 42 L. J. Ch. 130 ; 27 L, T. N. S. 393 ; "Strathmore 
Whisky" in Blair v. Stock, Kay, J., 1884, 52 L. T. N. S. 123. 

As with all fancy names, the more extravagant the geographical 
name adopted the better ; for then the most credulous will not be 
deceived by regarding it as indicating a certain source of supply 
or as furnishing a guarantee of quality : see Young v. Macrae, 
Wood, V.-C, 1862, 9 Jur. N. S. 322. 
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Skct. 64. The Merchandise Marks Act, 1862, sects. 7 and 8^ renders liable 
to penalties every person who, with intent to defraud, places upon, 
or sells any article with a false description of the place or country 
in which such article has been made or produced. And by sect. 
20 a vendor of an article with a description thereon of the place 
or country where it has been made or produced is deemed to 
warrant that the description is true. 

(iii.) Names of Inventors which have become descriptive, — 
" Liebig's Extract " in Liebig's Extract of Meat Co, v. Hanlury^ 
Wood, V.-C, 1867, 17 L. T. N. S. 298 ; " Lieutenant James' 
Horse Blister" in James v. James^ Bomilly, M.R., 1872, L. B. 13 
Eq. 421 ; 41 L. J. Ch. 353 ; 26 L. T. N. S. 568 ; 20 W. R. 434 ; 
"Harvey's Sauce" in Lazenhy v. White, C. A. 1 871, 41 L. J. Ch. 
354 ; " Allcock's Porous Plasters " in Re Brandreth, Jessel, M.R., 
1878, Seb. Dig. No. 626 ; "Condy's Fluid" in Gondy v. Mitchell, 
C. A. 1877, 37 L. T. N. S. 766; 26 W. R. 269; "Velno'a 
Vegetable Syrup" in Canham v. Jones, Plumer, V.-C, 18 13, 2 Y. 
& £. 218 ; "Dr Johnson's Golden Ointment" in Singleton v. 
Bolton, K. B. 1783, 3 Doug. 293 ; "Burgess* Essence of Anchovies" 
in Burgess v. Burgess, C. A. 1853, 3 De G. M. & G. 896 ; 22 L. J. 
Ch. 675 ; 17 Jur. 292; 21 L. T. 53; "Tayler's Patent Solid- 
headed Pins" in Eddsten v. Vick, Wood, V.-C, 1853, 11 Hare 
78 ; 18 Jur. 7; "Wheeler & Wilson" and "Singer" used to 
indicate sewing-machines of special contruction in Whuler d: 
Wilson Manufacturing Co, v. Shakespear, James, V.-C, 1869, 39 
L. J. Ch. 36 ; and Sirtger Manufacturing Co, v. Loog, H. L. 1882, 
8 App. Cas. 15 ; 52 L. J. Ch. 481 ; 48 L. T. N. S. 3 ; 31 W. R 
325 ; "Thorley's Food for Cattle" in Massam v. Thorley^s Cattle 
Food Co., Malins, V.-C, 1877, 6 Ch. D. 574 ; 46 L. J. Ch. 707 ; 
36 L. T. N. S. 848. 

A trade mark consisting of an inventor's name may be "so 
completely personal as of necessity to import that the goods sold 
under it have been manufactured by a particular individual : " 
per Turner, L,J.,. Bury v. Bedford, 1864, 4 De Q. J. & S. 352 ; 33 
L. J. Ch. 465 ; 10 Jur. N. S. 503 ; 10 L. T. N. S. 470 ; 12 W. R. 
726. In which case, if the business changed hands, the use of 
such a trade mark might become deceptive : see sect. 73. 

But) ou the other hand, " a name, though originally the name 
of the first maker, may in time become a mere trade mark or sign 
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of quality, and cease to denote or to be cnrrent as indicating that Srct. 64* 
any particular person is the maker. In many cases a name once ^^ 
affixed to a manufactured article continues to be used for genera- 
tions after the death of the individual who first affixed it. In 
such cases the name is accepted in the market either as a brand 
of quality, or it becomes the denomination of the article itself, 
and is no longer a representation that the article is the manu- 
facture of any particular person : " fer Westbury, L.C., HaU v. 
BarrowSy 1863, 4 De G. J. & S. 150 ; 33 L. J. Ch. 204 ; 10 Jur. 
N. S. 55 ; 9 L. T. N. S. 561 ; 12 W. R. 322 ; and in LeaJther 
Cloth Co, V. American LecUher Cloth Co., 4 De Q. J. & S. 137 ; 33 
L. J. Ch. 199 ; 10 Jur. N. S. 81 ; 9 L. T. N. S. 558 ; 12 W. R. 
239 : see Singer Machine Manufacturers v. WiUon, H. L. 1878, 3 
App. Cas. 376 ; 47 L. J. Ch. 481 ; 38 L. T. N. S. 303 ; 26 W. R. 664. 

It has been held that the name of an inventor, which by 
judicial decision has been declared open to the trade as the pro- 
per description of an article made in accordance with the original 
recipe, cannot be registered even in combination with the por- 
trait of the original inventor, for the portrait itself is not under the 
circumstances a sufficiently distinctive device : In re Anderson*8 
Trade Mark, Chitty, J., 1884, 26 Ch. D. 409 ; 53 L. J. Ch. 664 ; 
32 W. R. 677. 

Letters. — Under, the Act of -1875 ^ single letter could not be 
registered : In re MitchelVs Trade Mark, Hall, V.-C, 1877, 7 Ch. 
D. 36 ; 46 L. J. Ch. 876 ; 26 W. R. 326. 

In the case of new marks a combination of letters can only be 
registered in conjunction with an essential particular as described 
in sub-sect, i ; in the case of old marks such combinations of 
letters alone have always been regarded as good trade marks and. 
are registrable. 

Illustrative Cases. — (L) '^ H. H.^ and a number denoting size for 
use on plough-shares : Ransoine v. BeniaJJ^ Shad well, V.-C, 1833, 
3 L. J. Ch. 161. 

(iL) " M. C* for use on tin-plates : Motley v. Downman, 
Cottenham, L.C., 3 My. & C. i ; 6 L. J. Ch. 308. 

(iii.) " J. H.'* for use on steel : Milling ton v. Fox, Cottenham, 
L.C., 1838, 3 My. & C. 338. 

(iv.) "W. CJ* for use on iron: Grawshay v. Thompson, C. P. 
1842, 4 Man. & Q. 357 ; 11 L. J« C« P. 301* 
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Sect. 65. It is more usual, however, to find letters printed in some 
distinctive manner or in conjunction with an additional device. 

lUustrative Gates, — (i.) " C. B." in conjunction with a cross upon 
labels for cotton : Cartier v. Carlile, Romilly, M.R, 1862, 31 
Beav. 292 ; 8 Jur. N. S. 183. 

(ii.) " B. B. H." with a crown upon iron : Hall v. Barrows^ 
Westbury, L.C., 1863, 4 De Q. J. & S. 150 ; 33 L. J. Ch. 204 ; 10 
Jur. N. S. 55 ; 9 L. T. N. S. 561 ; 12 W. R 322 ; In re Barrow^ 
Trade Mark, C. A. 1877, 5 Ch. D. 364 ; 46 L. J. Ch. 725 ; 36 L. T. 
N. S. 780 ; 25 W. R 564. 

(yvL^ " J. 0. B. S.*' inscribed in the spaces formed by crossed 
arrows with a lion couchant beneath, used upon steel goods : 
Bury V. Bedford, C. A. 1864, 4 De Q. J. & S. 352 ; 33 L. J. Clu 
465 ; 10 Jur. N. S. 503 ; 10 L. T. N. S. 470 ; 12 W. R. 726. . 

(iv.) " M. & C.** in a circle upon champagne bottles : Moet v. 
Clyhouw, Jessel, MR., 1877, Seb. Dig. No. 533 ; Moet v. Pickering, 
C* A. 1878, 8 Ch. D. 372 ; 47 L. J. Ch. 527 ; 38 L. T. N. S. 799 ; 
26 W. R. 637. 

Trade marks consisting wholly of a letter or letters, or of a 
combination of letters, can only be registered provided they are 
old marks ; but trade marks composed of letters in combination 
with a distinctive device may be registered whether they be old 
or new : see sub-sect 2. 

In the case of new marks, however, the device only is the 
essential particular, and there is nothing to prevent the same 
letters being registered with another device : see In re Horshurgh, 
Jessel, M.R., 1878, 53 L. J. Ch. 237 ; 50 L. T. N. S. 23 ; 32 
W. R. 53a As to representative registration, see sect. 66. 

As to registration of a trade mark with disclaimer of so much 
thereof as is common to the trade, see sect 74. 

Figures here mean numerical figures : Ex parte Stephens, Jessel, 
M.R, 1876, 3 Ch. D. 659 ; 46 L. J. Ch. 46 ; 24 W. R 963. 

Connection 65- A trade mark must be registered for particular 

of tnule . « ^ :i 

mark with goods or classes 01 goods. 

goods. 

This is taken from sect 2 of the Act of 1875. As to the classi- 
fication of goods, see Rule 6 and the third schedule there referred 
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to. A guide to the classification of goods under the rules may be Sect. 66, 
obtained at the Patent OflBce : see Instruction 20. 

The Act of 1875, ^^^' ^i ^^^ Rule 19 thereunder, contained a 
prohibition against the registration without leave of the court in 
respect of the same goods or classes of goods of a trade mark 
identical with one already registered in respect of such goods or 
classes of gooda The restriction in future will relate only to 
*^ the same goods or description of goods/' see sect. 72 ; and there 
is nothing to prevent the registration of identical marks for goods 
in the same class, provided such goods are not the same nor of the 
same description. Consequently the value of the division of 
goods into the classes specified in Rule 6 and the third schedule is 
not .very evident. 

Subdivision of Glasses, — Under the Act of 1875 ^^^ registration 
of a trade mai'k similar to one already on the register for goods 
essentially different though belonging to the same class was 
sometimes permitted by the court both in the case of old marks 
(/w re Lysaght^ Jessel, M.R., 1878, Seb. Dig. No. 623 ; In re 
Bahoney Jessel, M.R., 1879, ^eb. Dig. No. 643 ; Ex parte Barrow 
d& Go,, Jessel, M.R., 1877, W. N., p. 1 19), and in the case of new 
marks {In re Jelley, Son, cfc Jone^ Trade Mark, Jessel, M.R, 
1878, 51 L. J. Ch. 639 ; 46 L. T. N. S. 381 ; Re Braby <k Co.'s 
Trade Mark, North, J., 1882, 21 Ch. D. 223 ; 51 L. J. Ch. 637 ; 
46 L. T. N. S. 380 ; 30 W. R. 675 ; but see Re Hargreavef^ Trade 
Mark, Hall, V.-C, 1879, 11 Ch. D. 669; 27 W. R. 550). See 
further, as to subdivision of classes, sect. 72 ; the subdivision is 
effected by inserting on the register an undertaking restricting 
the user of the trade mark : see notes to sect. 62 ; In re Rahone dh 
Co,y ubi supra ; and In re Mitchell and Houghton and Hall-mark's 
Trade Marks, Chitty, J., 1885, 28 Ch. D. 666 ; 33 W. R. 408. 

66. When a person claiming to be the proprietor Registration 

of a Borios 

of several trade marks which, while resembling each <>' mari"' 
other in the material particulars thereof, yet differ in 
respect of (a.) the statement of the goods for which 
they are respectively used or proposed to be used, or 
(&) statements of numbers, or (c.) statements of price, or 
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Sect. 66. (d.) statements of quality, or (e.) statements of nauies of 
places, seeks to register such trade marks, they may be 
registered as a series in one registration. A series of 
trade marks shall be assignable and transmissible only 
as a whole, but for all other purposes each of the trade 
marks composing a series shall be deemed and treated 
as registered separately. 

As to the representations to be furnished of a series of trade 
marks see Bale 14, and as to mode of advertising see Rule 28 : 
see Instruction 18. The Act of 1875, contained no provision 
corresponding to this, but the mode, known as representative 
registration, here defined, was occasionally adopted. 

Illustrative Cases. — (i.) Where a firm of iron manufacturers had 
been in the habit of using as trade marks the letters '' B. R H.," 
which were the initials of the firm, and also the same marks 
coupled with symbols or words common to the trade denoting 
the quality of the iron, it was decided on appeal that the proper 
mode of registration was to register the trade mark B. B. H. *' to 
be used either alone or with any device or words signifying the 
quality of the iron : " In re Barrowi Trade Marks, Malins, V.-C, 
^^77y 5 Ch. D. 353 ; 46 L. J. Ch. 450 ; 36 L. T. N. S. 291 ; 25 
W. R. 407 ; and C. A. 1877, 5 Ch. D. 364 ; 46 L. J. Ch. 725 ; 36 
L. T. N. S. 780 ; 25 W. R. 564. 

(ii.) Where an attempt was made to obtain separate registra- 
tion of a number of marks in all of which the essential particulars 
consisted of a goat's head and the name " Brook's,'' it was held 
that such a series was not entitled to separate registration, bat 
only to representative registration : Li re Brook's Trade Maxk^ 
Hall, V.-C, 1878, 26 W. R 791. 

MateriaX particular probably mea^s the same as the term 
"essential particular" in sect. 64 (i), ue,, that which makes the 
mark capable of registration under the Act, and which is un- 
alterable under sect. 92, even by leave of the court. Just as 
under sect. 64 there may be registered any letters, words, or 
figures in addition to the essential particular in the case of a 
single mark, so in the case of a series there may be registered 
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the essential particular, as for instance ^ B. B. H." in Re Barrow^ Srct. 67. 

Trade Mark, supra, with (a.) the statement of the goods on which 

it is used, «.^., " B. B. H. Plating ; '' or (6.) statements of numbers, 
0.^., a goat's head and the name Brook's, in R9 Brook's Trads Mark, 
supra, followed by various numerals denoting quality ; or (<;.) 
statements of price, 0.^., In re 8U$dman's Trade Jdark^ L. J. N. of 
C. 1883, p. 83 ; (d,) statements of quality, e^g., " B. B. H. Special 
Best, Best ; " or (e.) statements of names of places, e,g,, ** B. B. H. 
Bloomfield*'' 

It seems doubtful whether under this section an additional 
device, common to the trade, as the Crown and Horse-shoe in In 
re Barrows^ Trade Mark, can be registered in conneotion with a 
distinctive mark, unless the combination was in use as a trade 
mark before August 1875 • ^^ ^^^ 74f which seems to place 
Qome limitation on the practice of allowing the registration of 
common marks as additions to trade marks, subject to a dis- 
claimer being entered of the portion common to the trade : see 
too In re Kuhn da Go,*s Trade Marky Jessel, M.B., 1878, 53 L. J. 
Ch. 238. 

67. A trade mark may be registered in any colour, Trademarks 
and such registration shall (subject to the provisions registered in 

any colour. 

of this Act) confer on the registered owner the exclu- 
sive right to use the same in that or any other colour. 



Under the Act of 1875 no regard was had to the colour of trade 
marks owing to the difficulties of advertisement : see In re Rohin' 
eon's Trade Idark, Jessel, M.R, 1880, 29 W« R^ 31, 

Consequently, in deciding the question of piracy the colour of 
the marks was not taken into account, but the only test adopted 
was a comparison of the uncoloured diagrams : NuthaU v. Vining, 
C. A. 1880, 28 W. R. 330. 

Since under the Act of 1875 a trade mark was registered only 
in black, and might thereafter be printed in any colour, the 
registration of a mark, which if printed in a colour similar to 
that used in the case of a trade mark already on the register 
would be liable to deceive, was refused : In re Worthinqton ds. 

p 
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Sect. 67. Co.^8 Trade Mark, C. A. 1879, 14 Ch. D. 8 ; 49 L. J. Ch. 646 ; 42 
L. T. N. S. 563 ; 28 W. R 747. 

It should be remembered that the principles according to which 
the court acts in preventing a man passing off his goods as those 
of another have not been altered by the Registration Acts, and 
that a question of piracy cannot be disposed of by simple in- 
spection of the trade marks without inquiring whether, according 
to the understanding of the trade, the resemblance is such as to 
be likely to cause deception : Mitchdl y, Henry, C. A. 1880, 15 
Ch. D. 181 ; 43 L. T. N. S. 186. 

As a consequence of this rule great weight will always be given 
to the opinion of the committee of experts at Manchester, which, 
though not a judicial tribunal, is appointed to give an opinion on 
technical matters peculiarly within the knowledge of its members: 
Orr-Ewing v. Registrar of Trade Marks, H. L. 1879, 4 -^PP* Cas. 
479 ; 48 L. J. Ch. 707 ; 41 L. T. N. S. 239 ; 28 W. R 17. 

By Rule 13 it is provided that in place of a representation the 
Comptroller may in exceptional cases deposit a specimen or copy 
of a trade mark at the Patent Office, and reference may be made 
to this copy or specimen in the advertisement : see Rule 25. This 
is to meet the case of coloured trade marks. 

Under Rule 8 of the Rules under the Act of 1875 it was likewise 
the custom to allow the deposit of specimens of trade marks in 
the textile fabric classes in the majority of cases : see Mitchell v. 
Henry, and In re Bobinson's Trade Mark, supra. 

Consequently where the registered trade mark for textile fabrics 
was a silver rupee, it was held that a mark consisting of a gold 
mohur which had been so deposited under Rule 8 was not calcu- 
lated to deceive, and was therefore registrable : In re Robinson's 
Trade Mark, supra. , 

Ornamental or coloured ground- work, such as tartans or checks, 
cannot be claimed as part of a mark unless such ground-work be 
included within the mark by some border or lines : see Instruc- 
tion 29. 

The general effect of the above section cannot be held very im- 
portant It enables manufacturers to register a toade mark in 
any colour, and places a mark so registered in exactly the same 
position as though it were registered in black. It does not 
render it incumbent upon the owner to use the mark coloured to 
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coirespond with the deposited representation ; nor does it affect Sect. 68, 
the rules whereby the courts are guided in forming decisions 
upon questions of piracy. 

68. Every application for registration of a trade ^^^^ 
mark under this part of this Act shall, as soon as may application, 
be after its receipt, be advertised by the Comptroller. 

As to advertisement of application, see Rules 25-28, and also 
Instructions 21-28. 

Since the object of the prescribed advertisement is to give 
people an additional opportunity, besides looking at the register, 
of knowing what is going to be done (per Jessel, M.R., in Ee 
Hyde's Trade Mark, 1878, 7 Ch. D. 724 ; 54 L. J. Ch. 395 ; 38 
L. T. N. S. 777 ; 26 W. R. 625), the usual practice has been for 
the court, in reversing the Registrar's refusal to register, to order, 
not that the trade mark should be entered on the register, but 
that the Registrar should proceed with the application in the 
ordinary course : In re MeikWs Trade Mark, Hall, V.-C, 1876, 
24 W. R. 1067. See also Orr-Ewing v. Registrar of Trade Marks, 
Hall, V.-C, 1878, 8 Ch. D. 793 ; 47 L. J. Ch, 180 ; 38 L. T. N. S, 
313 ; 26 W. R. 259 ; and H. L. 1879, 4 -^PP* ^^* 497 5 4^ !"• J- 
Ch. 707 ; 41 L. T. N. S. 239 ; 28 W. R 17 ; ^x pa/rte Laioreruie 
Bros,, Jessel, M.R., 1878, 44 L. T. N. S. 98 ; 29 W. R. 392. 

The same rule will doubtless be adhered to by the Board of 
Trade under sect. 62. 

There is no obligation to see the advertisement, and if a person 
interested does not see it, he is in no worse position than he 
would have been before ; he must merely use due diligence, when 
the fact comes to his knowledge, to remove the trade mark : In, 
re Hyd^s Trdde Mark, supra. Consequently, when a common 
mark has been registered without opposition, its removal may be 
obtained by a person aggrieved within a reasonable time after 
the fact of its registration became known to him (ibid.) 

This can be eflfected even after the expiration of five years from 
the date of registration, for it has been held that sect 3 of the Act 
of 1875 (to which sect. 76 of this Act corresponds), raaking'the regis- 
tration of a trade mark jonrnd/oofe evidence, and the continuance 
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Seot. 69^ of the registration for five years conclusiye evidence of the right 
of the registered proprietor to the exclusive use of that trade mark, 
does not control, and has no hearing upon the right of any one 
who holds himself aggrieved hy improper registration to apply 
to the court for the removal of the trade mark alleged to have 
been improperly registered : In re Palmer's Trade Marh^ C. A., 
1882, 21 Ch. D. 47 ; 51 L. J. Ch. 673 ; 46 L. T. N. S. 787 ; In re 
Leonard db ElM Trade Marky C. A^ 1884, 26 Ch. D. 288 ; 53 
L. J. Ch. 603 ; 32 W. R. 532 ; and In re Ealph's Trade Mark, 
Pearson, J., 1883, 25 Ch. D. 194 ; 53 L. J. Ch. 188 ; 49 L. T. N. S. 
504 ; 32 W. R. 168 ; In re Lloyd's Trade Mark, Chitty, J., 1884, 
27 Ch. D. 646 ; 54 L. J. Ch. 66; In re Wragg's Trade Mark, 
Pearson, J., 1885, 54 L. J. Ch. 391. 

As to rectification of the register, see sect. 90. 

By sect. 63 it is provided that if registration of a trade mark is 
not completed within twelve months from the date of the appli- 
cation hy reason of default on the part of the applicant, the appli- 
cation shall be deemed to be abandoned. 

The Comptroller is bound, unless, of course, prevented by the 
default of the applicant, to register the trade mark as soon as 
may be after the expiration of two months from the first adver- 
tisement of the application, if he considers the applicant entitled 
to registration : see Rule 30. 

Opposition 69, (i.) Any person may, within two months of the 
tion. first advertisement of the application, give notice in 

duplicate at the Patent Office of opposition to registra- 
tion of the trade mark, and the Comptroller shall send 
one copy of such notice to the applicant. 

(2.) Within two months after receipt of such notice, 
or such further time as the Comptroller may allow, the 
applicant may send to the Comptroller a counter state- 
ment in duplicate of the grounds on which he relies 
for his application, and if he does not do so, shall be 
deemed to have abandoned his application. 
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(3.) If the applicant sends such counter statement, Sect. 69. 
the Comptroller shall furnish a copy thereof to the per- 
son who gave notice of opposition, and shall require 
him to give security in such manner and to such amount 
as the Comptroller may require for such costs as may 
be awarded in respect of such opposition ; and if such 
security is not given within fourteen days after such 
requirement was made or such further time as the 
Comptroller may allow, the opposition shall be deemed 
to be withdrawn. 

(4.) If the person who gave notice of opposition 
duly gives such security as aforesaid, the Comptroller 
shall inform the applicant thereof in writing, and there- 
upon the case shall be deemed to stand for the deter- 
mination of the court. 

This section is substantially the same as Rule 16 of the Rules of 
1876, as modified by Rule 15 of the Rules of 1883 niade under the 
Act of 1875. 

(I.) 

For notice of opposition see Form J, and as to counter state- 
ment and bond, see Instruction 33. The stamp on the notice of 
opposition is ;^i : see first schedule to Rules. The bond will 
bear the ordinary ad vcUofem duty : see Stamp Act, 1870, 33 & 34 
Vict., c. 97, and note to sub-sect. (3), infra. No stamp is required 
on the counter statement 

Person includes a body corporate : sect. 117. It is not neces- 
sary that a person opposing registration should himself be entitled 
to register the trade mark, or should be carrying on business in 
this country. Any one presumably who, being " aggrieved " within 
the meaning of sect. 90^ can apply for the rectification of the 
register, can also oppose under this section an appUcation to 
register : In re Riviere^s Trade Moflrky C. A. 1884, 26 Ch. D. 48 ; 
53 L. J. Ch. 578 ; 32 W. R. 390. See also In re Heaton^s Trade 



86 PATENTS, DESIGNS, AND 

Sect. 69. Marky Kay, J., 1884, 27 Ch. D. 570 ; 53 L. J. Ch. 959 ; 51 L. T. 
N. S. 220 ; 32 W. R. 951 ; and Mouson v. Boehm, Chitty, J., 1884, 
26 Ch. D. 398 ; 53 L. J. Ch. 932 ; 50 L. T. N. S. 784 ; 32 W. R. 
612. This Section does not deal with a case of opposition to the 
registration of a trade mark where the opponent also seeks 
registration of the identical trade mark ; such a case is one of 
conflicting claim, and is provided for in sect 71. But it includes 
all cases of opposition where the mark to which the application 
relates is similar to a mark of the opponent, whether registered, 
or only proposed to be registered. 

By sect. 72 the Comptroller is prohibited from registering a 
trade mark so nearly resembling a trade mark already on the 
register as to be calculated to deceive. 

If the opponent's mark is not registered, but registration is 
claimed at the time of opposition, an order will not be made for 
registration, in the event of the opposition being successful, but 
the opponent must make an application in the ordinary manner : 
see In re Meikle, Hall, V.-C, 1876, 24 W. R. 1067 ; and Ex parte 
La/urrence Bros,, Jessel, M.R., 1878, 40 L. T. N. S. 98 ; 29 W. R. 
392 ; and see notes to sect. 68. 

* 

(2.) 

For form of counter-statement, see Instruction 33. No stamp 
is apparently required. 

(3-) 

For form of security, see Instruction 33. Before the applicant 
is required to bring an opposition matter before the court, he w^ill 
be afforded an opportunity of objecting to the solvency of the 
security : Instruction 34. 

The following are the ad valorem duties imposed by the 
Stamp Act, 1870, 33 & 34 Vict, c. 97. 

£ s, ff. 
For securing the payment of money not 

exceeding £2^ 008 



Exceeding £2$ and not exceeding ;^50 

»» 50 »♦ »» »♦ ^00 

i» 100 „ M „ 150 

»> 150 »» »♦ »» 200 

»» 200 „ „ „ 250 



o I 3 
026 

039 
050 

063 
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^ s. 
Exceeding ;f 250 and not exceeding ;f 300 ..07 
„ 300^ for every ;^icx), and 
also for any fractional part of ;f icx> 
of such amount 02 



(4.) 

Procedure. — Where a case stands for the determination 

coart under this section, the Comptroller is to require the 

cant for registration to issue a summons in the chambers of i 

for an order that, notwithstanding the opposition of which 

has been given, the registration be proceeded with by the 

troller : see, as to the practice. Rule 29. This is approximat 

old practice, which was for the Registrar to require the op 

to apply for a direction as to the mode of trial, whereup 

person seeking to register was usually directed to take 

summons which could be adjourned into court : In re Si 

Datfies & Son^ Trade Mark, Jessel, M.R., 1880, 15 Ch. E 

42 L. T. N. S. 675 ; 28 W. R. 76a 

The summons for directions is now abolished. 
A motion for an injunction by the opponent was held 
irregular under the Act of 1875 (^^ ^^ Simpson, Davies t 
Trade Ifarkj supra), although that course had been ado] 
previous cases : see In re Worthington do Go.^s Trade Mark^ 
M.R., 1879, 14 Ch. D. 8 ; 49 L. J. Ch. 646 ; 42 L. T. N. i 
28 W. R. 747 ; In re Farina, Hall, V.C, 1878, 26 W. I 
la re Farina, Hall, V.-C, 1879, 27 W. R. 456. 

The practice was never consistent. In the following 
directions seem to have been sought by the opponent by 
and not by summons, and the directions given were (i.) i 
Ihc parte King of Saxoni/, Hall, V.-C, 1878, Seb. Dig. N 
(ii.) summons taken out by the opponents : In re 
Jessel, M.R., 1878, Seb. Dig. No. 601, and not by the ap 
as recommended in Re Simpson, Davies <k Sons? Trade Mark, 
and (iii.) an action, the question proving to be one of tith 
mark : In re Salamon, Jessel, M.R., 1877, Seb. Dig. No. 5( 
As to the notification of the order of the court to the 
troller, see Rule 44. 

When a registered owner does not desire the absolute r 
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Sect. 70. of an application, but is satisfied with the limitation of the user 
of the mark proposed to be registered, no formal notice of opposi- 
tion is requisite under this section, but the court will give the 
Comptroller directions to add a note to the desired effect upon an 
ex "parte application by the person desiring registration : In re 
Keep* 9 Trade Mark, Pearson, J., 1884, 26 Ch. D. 187 ; 50 L. T. 
N. S. 453 ; 32 W. R. 427, and see Rule 32. And as to limited 
registration, see. notes to sect. 62 (4). 

Ooits, — The case stands for the determination of the court onlj 
when security for costs has been given, and consequently the 
court, in exercising the discretionary power given to it by the 
Rules of Court, 1883, Order Ixv., as to costs "of and incident 
to all proceedings in the High Court," has only jurisdiction to 
order the payment of costs incurred subsequently to that time, 
and has no power to order the payment of the costs of previous 
proceedings : Jn re Brandreth^s Trade Mark, Jessel, M.R., 1878, 
9 Ch. D. 618 ; 47 L. J. Ch. 618 ; 27 W. R. 281. The words in 
sect. 90 authorising the court to make such order as to the costs 
of proceedings as it shall think fit, are presumably not intended 
to extend its jurisdiction to costs incurred in previous proceedings 
before the Comptroller. In regard to these latter there seems to 
be no provision in the Act. 

An unsuccessful opponent will have to pay the costs even 
though the opposition is raised by a public body acting in the 
public interest : In re Roeing, C. A., 1878, Seb. Dig., No. 621. 
But no costs will be given if the application, being in respect of 
several classes, succeeds as to same and fails as to others : In re 
Bosing^ supra, and In re Jelley, Son, S Jones^ Trade Mark, Jessel, 
M.R., 1878, 51 L. J. Ob. 639 : 46 L. T. N. S, 381. 

In any case the costs of the Comptroller, if he appear, will 
have to be paid : In re Orr-Ewin^e Trade Marks, Hall, V.-C, 
1880, W. N., p. 24 ; and see In re Itotkerham's Trade Ma/rk, 0. A., 
1880, 14 Ch. D. 585 ; 49 L. J. Ch. 513 ; 43 L. T. N, S. i \ In re 
Maignen, Jessel, M.R., 28 W. R. 759. 

Assignment 70. A trade mark, when registered, shall be assigned 
mission of and transmitted only in connection with the goodwill 

trade mark. ° 

I of the business concerned ia the particular goods or 
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classes of goods for which it has been registered, and Sbct. 70. 
shall be determinable with that goodwill. 

This section is a re-enactment of a part of sect, 2 of the Act of 

1875. 
When a person becomes entitled to a registered trade mark by 

assignment or transmission he must apply to have his name 

inserted on the register : sects. 78 and 87, Rules 34-36, Form K, 

and Instructions 42. 

The application must be accompanied by a statutory declaration 
verifying his title : Rule 37, and Form K. See Rule 58. 

The fee for the registration of a subsequent proprietor is for the 
first mark ;^ I, and for every additional mark assigned or trans- 
mitted at the same time 2b. 

The person for the time being on the register has full power 
to assign and deal with a trade mark : sect. 87. But it is ques- 
tionable whether the five years, affording conclusive evidence of 
title, will date from the registration of the trade mark rather than 
merely from the date of the registration of the assignment or 
transmission : sect. 76. By sect. 4 of the Act of 1875 i^ ^^^ 
provided that every person subsequently registered should stand 
in the same position as if his title were a continuation of the title 
of the first registered proprietor. A similar provision seems 
wanting in this Act. 

The intimate connection between the trade marks and the 
goodwill of a business has long been recognised. 

Illustrative Gases. — (i.) In a contract the words " goodwill,* &c., 
were held to include *' such other things as are necessarily eon- 
neoted with and belong to the goodwill,** as, for instance, the 
trade marks : Cooper v. Hood, Romilly, M.R., 1858, 26 Beav. 293 ; 
28 L. J. Ch. 212 ; 4 Jur. N. S. 1266 ; 32 L. T. 171 ; 7 W. R. 83. 

(ii.) It appears also that just as the firm name is a very impor- 
tant part of the goodwill of the business, so is it with a trade 
mark. Each proves that the articles to which it is affixed emanate 
from the firm : Churton v. Boutflas, Wood, V.-C, 1859, Johns. 
174 ; 28 L. J. Ch. 841 ; 5 Jur. N. S. 887 ; 33 L. T. 57 ; 7 W. R. 365. 

(iii.) So the sale of a business includes the sale of the goodwill 
and trade marks without special mention : Shipwright v. Glements^ 



910 PATENTS, DESIGNS, AND 

Sect. 70. Malins, V.-C, 1871, 19 W. B. 599. See Levy v. WaXker, C. A. 
1879, 10 C^- ^' 436 ; 48 L. J. Ch. 273 ; 39 L. T. N. S. 656. See 
per Blackburn in Singer Manufacturing Go. v. Loog^ H. L. 1882, 
8 App. Cas. 33; 52 L. J. Ch. 481 ; 31 W. B. 325. 

Conversely, as is specially proyided in this section, a trade 
mark could never exist nor be transferred in gross, that is, inde- 
pendently of the business in which it had been used : Cotton v. 
Gillard, Jessel, M.B., 1874, 44 L* J- ^h* 90. See Ex parte Law- 
rence Bros., Jessel, M.B., 1878, 44 L. T. N. S. 98 ; 29 W. B. 392. 

DetermirMble with that OoodwiU. — By Bule 34 of the roles under 
the Act of 1875 (numbered 33 in the issue of 1883) the court was 
empowered to remove, upon the application of a person aggrieved, 
any trade mark from the register, on the ground that the registered 
proprietor was not engaged in any business concerned in the 
goods within the same class as the goods with respect to which 
the trade mark was registered. 

There seems now to be no provision equivalent to this, for, 
provided the registration were originally proper, sect. 90 appears 
not to apply. 

The words " a trade mark shall be determinable with the good- 
will '* appear to mean that on the determination of the goodwill 
the mark ipso facto ceases to be a trade mark within the meaning of 
the Act The result consequently will be that marks, which are 
not trade marks, may remain on the register, incapable of removal 
unless the registered proprietor applies for cancellation under 
sect. 91, or until on non-payment of the requisite fees the Comp- 
troller's power to cancel under sect. 79 arises. 

Since, however, such marks, though on the register, have ceased 
to be trade marks, properly so called, their continuance on the 
register may possibly be held not to render operative the restrictions 
imposed by sect 72, and they may consequently be disregarded. 

Under the above-mentioned Bule 33 of the Bules under the Act 
of 1875 ^^ ^^ held that a patentee of a machine, which had 
been exclusively manufactured by a licensee on payment of a 
royalty, carried on business so long as the patent subsisted ; but 
that a trade mark which he had registered must be removed on 
his failing to continue to manufacture the machines himself for 
a year and nine months after the expiration of the patent : /n re 
RalpKs Trade Mark, Pearson, J., 1883, 25 Ch. D. 194 ;.53 L. J. 
Ch. 188 ; 49 L. T. N. S. 504 ; 32 W. B. 168. 
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71. Where each of several persons claims to be Sbot. 71. 
registered as proprietor of the same trade mark, the conmcung 
Comptroller may refuse to register any of them until registration, 
their rights have been determined according to law, 
and the Comptroller may himself submit or require the 
claimants to submit their rights to the court. 

This is a re-enactment of a part of sect. 5 of the Act of 1875. 

The submission to the conrt is to be by special case : see Rules 
40-43. This was also the course under the Act of 1875 : ^x parte 
GHrimshaWf W. N. 1877, P* ^4» where Hall, V.-C, refused to use 
his discretion 'Ho order otherwise ;'' see Rule 44 of the Rules under 
the repealed Act. 

In practice, however, the statement of the special case gave 
iise to so much difficulty, that it was abandoned, and one of the 
parties was, as a rule, directed to take out a summons for direc- 
tions : see In re Simpson, Davies <k Son's Trade Mark, Jessel, M.R., 
1880, 15 Ch. D. 525 ; 42 L. T. N. S. 675 ; 28 W. R. 760. See 
also notes to sects. 62 (4), and 69. 

Cross summonses, taken out by both claimants and at once 
adjourned into court, have been directed : In re Powell, Jessel, M.R., 
1878, Seb. Dig. No. 589 ; In re Rahone, Jessel, M.R., 1879, ^^^* 
Dig. No. 643. 

In one case an action was directed, because the question to be 
tried was a question of title, and it was said that the way in 
which cases of conflicting claims should come before the court 
depended upon the circumstances of each individual case. " If 
it be a simple question of law it had better be by special case ; if 
for directions for carrying out the Act, by summons in chambers ; 
if of disputed facts, by motion : " In re Salamon, Jessel, M.R., 
1877, Seb. Dig. No. 569. 

Henceforth procedure by special case would seem to be obli- 
gatory, unless the court gives some special directions to the 
contrary : see Rule 43. 

For form of application for settlement by the comptroller of a 
special case see Form T. It has to be signed by both claimants, 
and bears a stamp of £2, which includes apparently the whole 
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Sect. 71. cost of the settlement by the Comptroller of the special case : see 
first schedule to the Rules. 

The section being directory only in form it is competent for the 
Comptroller to decide between the conflicting titles of the appli- 
cants and to select one for registration without referring to the 
court He cannot register more than one : see sect 72. 

The applicant whose application is thus refused may proceed, 
it would seem, under sect. 90, as a << person aggrieved by the 
omission without sufficient cause of his name from the register." 

Before exercising adyersely to an applicant a discretionary 
power like that here given, the Comptroller is bound to afford him 
an opportunity of being heard personally or by an agent, and to 
give him ten days' notice of an appointment for the purpose : 
sect 94, and Bules 17-19. 

The section deals only with conflicting claims to the same trade 
mark. The case of opposition to an application on the ground 
that the trade mark sought to be registered is, although not iden- 
tical, yet so similar to a mark claimed by the opponent as to 
be calculated to deceive, comes within sect 69, even when the 
opponent claims registration of his mark concurrently with his 
opposition to the other application. 

A title to the same trade mark may be acquired by two or more 
persons in several ways. 

Illmtrative Gases. — (L) When they have used the mark inde* 
pendently for several years : In re Powell, Jessel, M.B., 1878, 
Seb. Dig. No. 589 ; In re Babane Bros. <k Co., Jes^iel, M.E., 1879, 
Seb. Dig. No. 643. 

(ii) When on a dissolution of partnership it is agreed that the 
several partners may continue the same trade : Benbow v. Low, 
Bacon, V.-C, 1880, 44 L. T. N. S. 875 ; 29 W. R. 837. See also 
Hine v. Lart, Shadwell, V.-C, 1846^ 10 Jur. 106 ; 7 L. T. 41 ; 
and Banks v. Gibson, Romilly, M.R,. 1865, 34 Beav. 566 ; 34 
L. J. Ch. 591 ; II Jut. N. S. 680 ; 13 W. R. 1012. 

(iii) When a trader who ha& carried on business in two shops 
bequeaths the budness carried on at one of them to one legatee 
and the business carried on at the other to another legatee : see 
Dent V. Turpin, Wood, V.-G., 1861, z J. & H. 139 ; 30 Ix J. Ch. 
495 ; 7 Jur. N. S. 673 ; 4 h, T. N. S. 637 ; 9 W. R. 548. 
. The trade marks will pass without a distinct stipulation upon an 
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assignment or transmission of the goodwill of the business in con- Sbot. 72. 
nection with which they have been used : see sect. 70. 

Aa to the registration of the same old marks for use on the 
same goods up to the number of three when equally valid titles 
are shown, see notes on the ^Hhree-mark rule'' to sects. 72 
and 74. 

72. (i.) Except where the court has decided that Restrictions 

, onreglstra- 

two or more persons are entitled to be registered as tion. 
proprietors of the same trade mark, the Comptroller 
shall not register in respect of the same goods or 
description of goods a trade mark identical with one 
already on the register with respect to such goods or 
description of goods. 

(2.) The Comptroller shall not register with respect 
to the same goods or description of goods a trade mark 
so nearly resembling a trade mark * already on the 
register with respect to such goods or description of 
goods as to be calculated to deceive. 

The section is derived from sect 6 of the Act of 1875. There, 
however, the restriction was against registration of identical or 
similar trade marks ^' in respect of the same goods or classes of 
goods." Greater latitude is here given to the Comptroller, for he 
can, it seems, register identical or similar trade marks provided 
the goods, although they may be in the same class, are sub- 
stantially diflferent. 

. A refusal to register by the Comptroller under this section 
would seem to come within sect 62, in which case the appeal 
seems to be to the Board of Trade in the first place. The Board 
will be able to decide, when the trade marks are similar but not 
identical, whether they are sa similar as to be calculated to 
deceive, and to order the registration to proceed or not as the 
case may be. If, however, the.ttade marks are identical the 
Board cannot order registration;^, but must refer at onoe to the^ 
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Sbct. 72. court ; for the registration of identical trade marks, it willbe 
noticed, is absolutely prohibited except by leave of the court. 

As to whether an applicant can proceed at once to the court 
without the appeal being referred by the Board, see notes to 
sect. 62 (4). 

Where the refusal is not at the instance of the Comptroller, but 
is the result of opposition by the registered owner, the mode of 
procedure is regulated by sect. 69. 

And where several persons, all unregistered, claim simul- 
taneously the registration of the same trade mark the procedure 
is regulated by sect. 71. 

Where a person claims to be the proprietor of several marks 
which, while resembling each other in the essential particulars, 
yet differ in certain respects, they should be registered as a series 
in one registration : see sect 66. 

As to notifying the Comptroller of an order of the court, see 
Bule 44. 

Subdivision of Classes, — In spite of the prohibition against the 
registration in respect of the same goods or classes of goods of a 
trade mark identicciL with one already on the register, or so similar 
as to be calculated to deceive, the court under the Act of 1875 
permitted in some cases the subdivision of classes. 

lUiLstrative Gases. — (i.) In the case of old marks. 

(i.) In class 5 for use only on tin-plates, turn-plates, and sheet 
iron : Bx parte Barrow de Co,, Jessel, M.R., 1877, W. N., p. 119. 

(ii.) In classes 11, 12, and 13 with a proviso that it should not 
be stamped on metal goods : In re WTUteUy, Jessel, M. R., 1879, 
43 L. T. N. S. 627 ; 29 W. R. 235. 

(iii.) In class 5 for use only on galvanised iron : In re I/ysaghij 
Jessel, M.R., 1878, Seb. Dig. No. 623. 

(iv.) In classes 12 and 13 for use only on goods exported to 
certain colonies : In re Bahone Bros,, Jessel, M.R., 1879, S®^» 
Dig. No. 643. 

(2.) In the case of new marks. 

(i.) In class 5 for use only on fencing wire : In re Jelley, Son, <fe 
Jonei^ Trade Mark, Jessel, M.R, 1878, 51 L. J. Ch. 639 ; 46 L. T. 
N. S. 381. 

(ii.) In class 5 for use only on . corrugated galvanised iron 
sheets: In re Brahy dh CoJs Applications, North, J., 1882, 21 
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Ch. D. 223 ; 51 L. J. Ch. 637 ; 46 L. T. N. S. 380; 30 W. R. Sect. 72. 
675. 

(ill.) In classes 5, 12, and 13 for use excepting in certain 
specified colonies : In re Kwph Trade Mark, Pearson, J., 1884, 26 
Ch. D. 187 ; 50 L. T. N. S. 453 ; 32 W. R. 427. 

The mode in which the subdivision was effected was by inserting 
on the register a note containing an undertaking restricting the 
user in the way desired : see sect. 62 (4), and /71 re Rahone Bros., 
ubi supra, and In re MitchelVs and Houghton and Hallmark's Trade 
Marks, Ghitty, J., 1885, 28 Ch. D. 666 ; 33 W. R. 408. Under 
Rule 32 it would seem that the Comptroller may now insert such 
a note without leave of the court provided he do not transgress 
the restriction on his authority contained in this section. 

Three-mark Rule, — The registration of similar or identical marks 
for use in connection with goods in the same class has always 
been subject to the restriction that in no case whatever should 
the number registered exceed three : In re Walkden Aerated 
Water Co,, Jessel, M.R., 1877, 54 L. J. Ch. 394 ; In re Jelley, Son, 
do Jones, ubi supra ; In re Hargreave's Trade Mark, Hall, V.-C., 
1879, II C^- ^- ^ 5 27 W. R. 550. 

In the case of old marks, the court adopted the course of 
allowing, where equally valid titles were shown, the registration 
of even identical marks up to the number of three for use on the 
same goods : In re Jelley, Son, db Jones, ubi supra ; In re Powell, 
Jessel, M.R., 1878, Seb. Dig. No. 589. 

But if it were found that more manufacturers than three were 
entitled to use the same old mark for goods in the same class, it 
wae treated as common to the trade : In re Jelley, Son, db Jones, 
and In re Walkden Aerated Water Go,, ubi supra. 

A similar test of what constitutes a common mark is adopted 
in sect. 74, excepting that the words "the same or a similar 
description of goods " are substituted for the words " the same 
goods or class of goods." Thus, it would seem, the new test is 
slightly less stringent. 

In the case of new marks, a mark similar to one alreadyon the 
register was only allowed to be registered for goods in the same 
class provided the goods and trades of the proprietors were 
sufficiently distinct for no confuftion to take place : In re Brahy 
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Sect. 73. cfc (7o.'« Applications^ In re JdUy^ Son, ds Jones, and In re Hargreav^s 
Trade Mark, ubi supra. 

SometiineB the consent of the proprietor of the registered mark 
was required : In re WaLhden Aerated Water Co.^ ubi supra. 

And, provided this consent was obtained, the applicant for 
registration might apply ex parte to the court for registration 
subject to a restrictive note : In re Kee^s Trade Mark, ubi supra^ 

In calculating the number of persons who have used a device, 
alleged *to be conmion to the trade, cases will be taken into 
consideration in which devices substantially similar, though not 
identical, have been used ; and also cases in which substantially 
similar devices have been used though never claimed as valid 
trade marks: In re Wragg's Trade Mark^ Pearson, J., 1885, 54 
L. J. Gh. 391 ; and In re WaUcden Aerated Water Co^ ubi supra. 

Calculated to Deceive, — It is for the court alone to decide on 
the question of similarity, and consequently registration may be 
granted or refused notwithstanding the decision of a foreign 
court {In re Farina, Hall, V.-C, 1879, 27 W. R. 456), or the 
contrary opinion of the Manchester Committee of Experts {Orr- 
Ewing v. Registrar of Trade Marks, H. L. 1879, 4 -^PP- Gas. 479 ; 
48 L. J. Ch. 707 ; 41 L. T. N. S. 239 ; 28 W. R. 17). In deciding 
this question the. court will have before it the circumstance that 
the opinion of the committee was adverse to the claim of a trade 
mark ; but this would be an opinion only and not a decision 
after hearing both sides, or rendered in any judicial proceeding : 
per Cairns, L.C., ibid. 

The question, however, cannot be disposed of by simple in- 
spection of the trade marks without considering whether, accord- 
ing to the understanding of the trade, the resemblance is such as 
to be calculated to cause deception : Mitchell v. Henry, C. A. 
1880, 15 Ch. D. 181 ; 43 L. T. N. S. 186. 

Consequently great weig^it will always be given to the opinion 
of the Committee of Experts, which, though not a judicial 
tribunal, is appointed to give an opinion upon technical matters 
peculiarly within the knowledge of its members ; Orr-Ewing v. 
Registrar of Trade Marks, ubi supra. 

lUustratvoe Oases. — (i«) A female hand pointing horizontally 
has been, held too sii^ilar to ^. male hand ppintjjig upwarda: 
AUeop V. WaJJcer, jessel, M.R., 1877, Seb. Dig. No. 545. 
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(ii.) So too the letters " R B. S." in italic characters with a Skot. 72. 
crown, to the letters "B. B. H.** in Roman characters with a 
crown also : Barrows v. Pelsall Iron Co., Hall, V.-C, 1877, Seb. 
Dig, No. 530. 

(iii.) Again, a mark consisting of a sprig of two roses and a 
twisted horn was considered too similar, especially when stamped 
upon metal, to a mark composed of a plain horn suspended by a 
looped cord : In re Rosins^, C. A. 1878, Seb. Dig. No. 621. 

(iy.) So a mark consisting of a pointer eating oat of a porridge- 
pot is similar to a device consisting of a pointer standing at a 
point : In re Jelley, Son, and Jofnei Trade Mark, Jessel, M.R., 1878, 
51 L. J. Ch. 640 ; 46 L. T. N. S. 381. 

Since a trade mark may be printed in any colour, in deciding 
a question of similarity the court will not take the difference of 
colour into consideration, but will merely compare the uncoloured 
diagrams: Nuthall v. Vining, C. A. 1880, 28 W. R. 330 ; and 
aee sect 67. 

Consequently, when a registered mark consisted of a plain 
triangle coloured red, the registration of a device, consisting of a . 
triangle with a conspicuous design of a church within it, was 
refused on the ground that if printed in a red colour it would be 
80 similar to the mark already registered as to be calculated to 
deceive : In re Worthington ^ Co,^s Trade Mark, C. A. 1880, 14 
Ch. D. 8 ; 49 L. J. Ch. 646 ; 42 L. T. N. S. 563 ; 28 W. R. 747. 

In cases where a representation of a trade mark cannot be sent, 
and a specimen or copy is deposited under Rule 13 with the 
Comptroller, the above rule may possibly not be adopted, but 
difference of colour may be taken by the court into account in 
deciding whether marks are so similar as to be deceptive : see In 
re Robinson's Trade Mark, Jessel, M.R., 1880, 29 W. K 31 ; and 
Mitchell V. Henry, ubi sapra. 

The degree of similarity which has been held to constitute 
infringement will be sufficient to render a mark incapable of 
registration, for the principles upon which the court proceeds 
have not been altered by the Registration Acts : see Mitchell v. 
Henry, supra ; In re Farina, Hall, V.-C, 1879, 27 W. R. 456 ; and 
per Lord Blackburn, in Orr-Evnng v. Begistra/r of Trade Marks, 
H. L. 1879, 4 App. Cas. 479 ; 48 L. J. Ch. 707 ; 41 L. T. N. S. 
239 ; 28 W. R. 17. 

G 
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Sect. 73* In cases of infringement the test adopted has always been tbe 
probability of deception. 

" In order to entitle a party to relief it is by no means necessary 
that there should be absolute identity. What decree of resem- 
blance is necessary is, in the nature of things, a matter incapable of 
definition j a priori. All that the courts of justice can say, is that 
no trader can adopt a trade mark so resembling that of a rival as 
that ordinary purchasers, purchasing with ordinary caution, are 
likely to be misled. It would be a mistake, however, to suppose 
that the resemblance must be such as would deceive persons who 
should see the two marks placed side by side. The rule so re- 
stricted would be of no practical use. If a purchaser, looking 
at the article offered to him, would naturally be led, from the 
mark impressed on it, to suppose it to be the production of a rival 
manufacturer, and would purchase it in that belief, the court 
considers the use of such a mark to be fraudulent : " per Cran- 
worth, L.C., in Seixo v. Provezende, 1866, L. K i Gh. 192 ; 14 
L. T. N. S. 314 ; 14 W. R. 357. See also per Shadwell, V.-C, in 
Ransome v. Benthall, 1833, 3 L. J. Ch. 161 ; and in Ouinness v. 
Ullmer, 1847, 10 L. T. 127 ; per Langdale, M.R., in Perry v 
Truefitt, 1842, 6 Beav. 66 ; i L. T. 384 ; and in Croft v. Day^ infra ; 
per Westbury, L.C., in I/all v. Barrows, 1863, 4 De 6. J. & S. 
150 ; 33 I^. J. Ch. 204 ; 10 Jur. N. S. 55 ; 9 L. T. N. S. 561 ; 12 
W. R. 322 ; and in M^ Andrew v. BcLSftett, 1864, 4 De G. J. & S. 
380 ; 33 L. J. Ch. 566 ; 10 Jur. N. S. 550 ; 10 L. T. N. S. 442 ; 
12 W. R. yyy ; per Wood, V.-C., in Blackwell v. Crdbb, 1867, 36 
L. J. Ch. 504 ; per Lord Clielmsford, in Wothenpoon v. Currity 
H. L. 1872, L. R. 5 H. L. 519 ; 42 L. J. Ch. 130 ; 27 L. T. N. S. 

393. 
By the Merchandise Marks Act, 1862, sect. 5, the probability of 

deception is also constituted the test of what degree of imitation 

amounts to forgery within that Act. 

niustroHve Cases where infringement has been established : — 
(i.) "Day & Martin, 97 High Holbom," and "Day & Martin, 
90J Holbom Hill," in Croft v. Day, Langdale, M.R, 1843, 7 
Beav. 84. 

(iL) "J. W. Taylor's Persian Thread," and "Sam. Taylor's 
Persian Thread," in Taylor v. Taylor, Wood, V.-C, 1854, 2 Eq. 
Rep. 290 ; 23 L. J. Ch. 255 ; 22 L. T. 271. 
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(iii.) "Anchor Brand Wire," and "Crown and Anchor Wire," Sect. 72, 
with an anchor as a device in each case, in Edeliten v. Edelsten, 
Westbury, L.C., 1863, ' ^^ C^. J. & S. 185 ; 9 Jur. N. S. 479 ; 
7 L. T. N. S. 768 ; II W. R. 328. 

(iv.) A crown and eagle and the letters " B. S." on a cask with 
a crown, "Seixo" and the date at the bunghole, and a crown 
with the letters " C. B." on a cask, and " Seixo de Cima," a crown 
and the date at the bunghole, in Seixo v. Provettende, supra. 

(v.) Where the plaintiffs labelled their starch "Glen field 
Starch," and the defendant, obtaining a factory at Glenfield, sold 
starch in packets upon which appeared the word "Glenfield," 
although his own name was also given in smaller type : Wother- 
spoon V. Currie, supra. 

(vi.) A triangular ticket in green and gold, containing two 
elephants supporting a banner, with a crown between the elephants, 
and a similar ticket with a Hindoo elephant-headed goddess 
between the elephants in place of the crown : Orr-Emng v. 
Johnston^ H. L. 1882, 7 App. Cas. 219 ; 51 L. J. Ch. 797 ; 46 
L. T. N. S. 216. 

(vii.) " Holloway's Pills," with the address " 244 Strand," and 
"H. HoUoway's Pills," with the address "210 Strand," upon labels 
otherwise identical : Hollowayy, HoUovmf,lajigdale, M.R., 1850, 
13 Beav. 209. 

(viii.) Where the plaintiffs used a label with the words " Taylor 
& Co.," and the defendant adopted a similar label, adding merely 
the words, " T. Vick, from the late : " Melsten v. Tick, Wood, 
V.-C, 1853, II Hare 78; 18 Jur. 7. 

(ix.) Labels containing the words "Graduated, grooveless, drill- 
eyed, ground-down needles, invented and made solely by Shrimp- 
ton & Hooper at the Albion Needle-works, Studley," and similar 
labels, excepting that the words " Albion Needle- works " were 
omitted, and the words "Shrimpton Turvey" were substituted 
for " Shrimpton & Hooper : " Shrimpton v. Laight, Romilly, 
M.R, 1854, 18 Beav. 164. 

(x.) A cross with the letters " C. B.," and a cross with the letters 
"C. S.:" Cartier v. Carlile, Romilly, M.R., 1862, 31 Beav. 292 ; 8 
Jur. N. S. 183. 

(xi.) A label containing the words "Stephens' Blue-Black 
Writing Fluid," and a similar label, except the substitution of 
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Sect. 73. « Steel Pens " for ** Stephens : » Stephens v. Peel, Wood, V.-C, 
1867, 16 L. T. N. S. 145. 

(xii.) '' Schweitzer's Cocoatina or Anti-Dyspeptic Cocoa, Regis- 
tered," and *' Otto Schweitzer, Atkins & Co.'s Cacaotine, Regis- 
tered : " Schweitzer v. AikmSy Malins, V.-C, 1868, 37 L. J. Ch. 
847 ; 19 L. T. N. S. 6 ; 16 W. R. 108a 

(xiii.) "Shrewsbury, Marshal^ & Co., Patent Thread," and 
^^Schrewshnry, Marchid, Patent Thread :" Marshall v. Ross^ James, 
V.-C, 1869, L. R. 8 Eq. 651 ; 39 L. J. Ch. 225 ; 21 L. T. N. S, 
260 ; 17 W. R 1086. 

(xiv.) " Apollinaris Water ** and " London Apollinaris Water," 
although in other respects the labels were not similar : Apollinaris 
Co, V. Norrishy Bacon, V.-C, 1875, 33 ^' T. N. S. 242. 

(xv.) A label consisting of a bull-dog's head on a black ground 
surrounded by a circular band on which were the words " Read 
Brothers, London ; the Bull-dog Bottling," and a label consist- 
ing of a rough terrier's head on a black ground, surrounded 
by a red circular band, on which were the words " Celebrated 
Terrier Bottling ; E. Richardson : " Read v. Richardson^ C A., 
1 88 1, 45 L. T. N. S. 54. See also Woollam v. BatcUfy Wood, 
V.-C, 1863, I H. & M. 259 ; Brovme v. Freeman^ Wood, V.-C, 
1864, 12 W. R. 305 ; Welch v. KnoU, Wood, V.-C, 1857, 4 K. 
& J. 747 ; 4 Jur. N. S. 330 ; Harrison v. Taylor, Wood, V.-C, 1865, 
II Jur. N. S. 408 ; StamdisK v. Whitwell, Wood, V.-C, 1866, 14 
W. R. 512; Cope V. £vansy Hall, V.-C, 1874, L. R. 18 Eq. 
138 ; 30 L. T« N. S. 292 ; 22 W. R. 453 ; Mitchell v. Henrys 
supra. 

Further 73. It shall not be lawful to register as part of or 

onregiBtra- in Combination with a trade mark any words the 
exclusive use of which would, by reason of their being 
calculated to deceive, or otherwise, be deemed disentitled 
to protection in a court of justice, or any scandalous 
design. 

This section follows sect. 6 of the Act of 1875. ^^ ^^ 
sect. 86, which, however, so far as trade marks are concerned. 



tion. 
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does not appear to extend this section, for a mark which is con- Sect. 73. 
trary to law and morality would be disentitled to protection in • 

a conrt of justice. 

A refusal by the Comptroller to register under this section or 
under sect 86, is a refusal within sect. 62, and the appeal 
in the first place is to the Board of Trade : see notes to sect 
62(4). 

CalculaUd to Deceive. — A trade mark may be calculated to 
deceive in two ways — (i.) It may be similar to another trade 
mark, or (ii.) it may contain a misrepresentation, leading pur- 
chasers to believe that the goods to which it is affixed are other 
than they are. The first case comes within sect. 72, and the 
second kind of deceptiveness alone is dealt with here. In other 
words, the section has reference to deceptiveness inherent in the 
mark itself, and not to any question of comparison or similarity 
between two or more marks : In re fforsburghy Jessel, M.R., 
1878, 53 L. J. Ch. 237 ; 50 L. T. N. S. 23 ; 32 W. R. 53a 

The principle upon which the courts refuse to assist a plaintiff 
himself guilty of misrepresentation has long been well established. 
'^ When the owner of a trade mark applies for an injunction to 
restrain the defendant from injuring his property by making false 
representations to the public, it is essential that the plaintiff should 
not in his trade mark, or in his business connected with it, be 
himself guilty of any false or misleading representation : " per 
Westbury, L.C., in LecUher Cloth Co. v. American Leather Cloth 
Co.^ 1863, 4 De G. J. & S. 137 ; 33 L. J. Ch. 199 ; 10 Jur. N. S. 
81 ; 9 L. T. N. S. 558 ; 12 W. R. 289. 

lUiutrative Cases. — ^Where the plaintiff has been held dis- 
entitled to protection on the ground of his own misrepresentation. 

(l) The plaintiff sold tea in packets labelled '^Howqua's 
Mixture," although the tea was neither grown nor sold by 
Howqua, a well-known merchant : Pidding v. How, Shadwell, 
V.-C, 1837, 8 Sim. 477 ; 6 L. J. Ch. 345. 

(ii.) The plaintiff sold ^'Perry's Medicated Mexican Balm," 
but failed to obtain an injunction to restrain the sale of ** True- 
fitfs Medicated Mexican Balm," because his show-cards contained 
representations that his mixture was made from a special recipe 
and of Mexican plants, which was not the fact : Perry v. Truefitt^ 
Langdale, M.R., 1842, 6 Beav. 66 ; i L. T. 384. 
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Sect. 73. (iii.) The plaintiffs having succeeded to the business of J. R. 

6 C. P. Crockett, used a stamp containing the words *' J. R & G. 
P. Crockett, Manufacturers " and " tanned, patented,'' They were 
refused protection on the ground that the stamp falsely repre- 
sented that J. R. & C. P. Crockett were the actual existing 
■makers of the goods, and that the goods were tanned and patented, 
which was not the case : Leather Cloth Co, y. American Leather 
Cloth Co,, Wood, V.-C, 1863, i H. & M. 271 ; 32 L. J. Ch. 721 ; 
8 L. T. N. S. 829 ; 11 W. R. 931 ; Westbury, L.C., 1863, 4 DeG. 
J. & S. 137 ; 33 L, J. Ch. 199 ; 10 Jur. N. S. 81 ; 9 L. T. N. S. 
558 ; 12 W. R 289 ; H. L. 1865, 11 H. L. C. 523 ; 35 L. J. Ch. 
53 ; II Jur. N. S. 513 ; 12 L. T. N. S. 742 ; 13 W. R. 873. 

(iv.) Again, protection will be refused to a plaintiff who deals 
in a substance intended to be mixed with beer and represented to 
be an extract of hops: Estcourt v. Eeteourt Hop Essence Co., 
C. A. 1875, L. R. 10. Ch. 276 ; 44 L. J. Ch. 223 ; 32 L. T. N. S. 
80; 23 W. R. 313. 

The misrepresentation may, however, be so trifling and im- 
material as not to disentitle the person making it to the protec- 
tion of the court, as for instance the assumption of the title 
"Professor:" Holloway v. HoUoway, Langdale, M.R., 1850, 13 
Beav. 209 ; and the result will be the same if it is made only after 
the institution of the action : Siegert v. FindkUer, Fry, J., 1878, 

7 Ch. D. 801 ; 47 L. J. Ch. 233 ; 38 L. T. N. S. 349 ; 26 W. R. 
459; or in collateral documents, as advertisements in newspapers, 
and not in the trade mark itself ; Ford v. Foster, C. A. 1872, L. R. 
7 Ch. 611 ; 41 L. J. Ch. 682 ; 27 L. T. N. S. 219 ; 20 W. R. 818 ; 
see, however. Perry v. Truefitty ubi supra. The fact that the mis- 
representation is so gross as to be absurd and unlikely to deceive 
a reasonable man will not exonerate the person making it : see 
Leather Cloth Co. v. American Leather Cloth Co., supra. 

To the above instances of misrepresentation there may be 
added : — 

(i.) Names of makers or inventors which are " so completely 
personal as to import that the goods sold under them have been 
manufactured by particular individuals : " per Turner, L. J., in 
Bury V. Bedford, 1864, 4 De G. J. & S. 352 ; 33 L. J. Ch. 465; 
10 Jur. N. S. 503 ; 10 L. T. N. S. 470 ; 12 W. R. 726. 

Such names, however, may come to indicate only that the goods 
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are manufactured according to a particular process, in which case Sior. 74. 
they will not necessarily convey a false impression when used 
by others who have acquired a knowledge of the process : per 
Westhury, L.C., in Leather Cloth Co. v. American Leather Cloth 
Co,, 1863, 4 De G. J. & S. 137 ; 33 L. J. Ch. 199 ; 10 Jur. N. S. 81 ; 
9 L. T. N. S. 558 ; 12 W. R 289 ; and in Hall v. BarraiMy 163, 4 
De G. J. & S. 150 ; 33 L. J. Ch. 204 ; 10 Jur. N. S. 55 ; 9 L. T. 
N. S. 561 ; 12 W. R. 322. 

See, in regard to such names becoming merely descriptive, notes 
to sect. 64 (3) and the cases there cited. 

(ii.) Such geographical names as convey an indication of a 
source of production or supply which, if true, renders them merely 
descriptive, and, if false, makes them deceptive : see Braham v. 
Beachimy Fry, J., 1878, 7 Ch. D. 848 ; 47 L. J. Ch. 348 ; 38 
L. T. N. S. 640 ; 26 W. R. 654 ; and In re Saunion <k Co,, Jessel, 
M.R, 1878, Seb. Dig. No. 625, and notes to sect. 64 (3). 

(iiL) The word '' Patent," when used either after the expiration 
of the patent in such a manner as to indicate that the patent is 
still subsisting, or upon articles for which no patent has ever been 
granted : see notes to Merchandise Marks Act, 1862, sect. 7. 

Sect. 105 of this Act provides further that any person who repre- 
sents that any article sold by him is a patented article when no 
patent has been granted for the same, or describes any trade mark 
applied to any article sold by him as registered when it is not, 
shall be liable for every offence on summary conviction to a 
line not exceeding five pounds. See also Instruction 30. 

A similar penalty is imposed by the Merchandise Marks Act, 
1862, upon any person who with intent to defraud shall mark or sell 
any article marked in such a way as falsely to indicate the place 
or country where it was made or produced, or shall place upon any 
article a mark falsely indicating that it is the subject of an existing 
patent, privilege, or copyright : see sects. 7 and 8 of that Act 

And by sect. 20 of the same Act any person who sells an article 
with, among other things, an indication upon it of the place or 
country where it was made or produced is to be deemed to warrant 
that the indication is true. 

74. (i.) Nothing in this Act shall be construed to saving for 
prevent the Comptroller entering on the register, in the proiiio^foi 
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PSKCT. 74.^ prescribed manner, and subject to the prescribed con- 
J^J^'^^j ditions, as an addition to any trade mark — 
mSSTi (^0 I^ ^^^ ^^^^^ ^f ^^ application for registration of 
Editions to ^ trade mark used before the thirteenth day of 

^*^ ** August one thousand eight hundred and seventy- 

five — 

Any distinctive device, mark, brand, heading, 
label, ticket, letter, word, or figure, or com- 
bination of letters, words, or figures, though 
the same is common to the trade in the 
goods with respect to which the application 
is made; 
(5.) In the case of an application for registration 
of a trade mark not used before the thirteenth 
day of August one thousand eight hundred and 
seventy-five — 

Any distinctive word or combination of words, 

though the same is common to the trade in 

the goods with respect to which the applica* 

tion is made ; 

(2.) The applicant V for entry of any such common 

particular or particulars must, however, disclaim in his 

application any right to the exclusive use of the same, 

and a copy of the disclaimer shall be entered on the 

register. 

(3.) Any device, mark, brand, heading, label, ticket, 
letter, word, figure, or combination of letters, words, or 
figures, which was or were, before the thirteenth day of 
August one thousand eight hundred and seventy-five^ 
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publicly used by more than three persons on the same Sect. 74. 
or a similar description of goods shall, for the purposes 
of this section, be deemed common to the trade in such 
goods. 

(I.) 

This section is new^ and qualifies sect 64. It relates only to 
marks not already on the register, and simply means that the 
mere fact that a trade mark, comprising some of the essential 
particulars defined in sect 64, comprises also a mark common 
to the trade, will not prevent its registration provided the 
common part be disclaimed. 

The alteration of so much of a roistered trade mark as is not 
an essential particular, is dealt with in sect. 92. 

It is noticeable that in the case of new marks only words and 
combination of words which are common to the trade can be 
included in a trade mark, if registration be desired. This rule 
may be compared with sect. 64 (2). See Instruction 19. 

" Prescribed ** means prescribed by the schedules to, or rules 
under the Act ; sect 117. No " manner " nor ** conditions " have 
been so prescribed. The old practice was to insert a note con- 
taining a disclaimer on the register, and now by Rule 32, the 
Comptroller may enter on the register such particulars as he may 
think necessary. The Board of Trade also is empowered, by sect. 
62 (4), to order registration, subject to conditions. 

(2.) 

Disclaimers, — The practice of entering a note on the register 
containing a disclaimer of so much of a mark as was proved to be 
common to the trade, was adopted under the Act of 1875 • ^^ 
In re Leonardt, Jessel, M.R, 1878, Seb. Dig. No. 610; In re 
MUchdly Jessel, M.R, 1878, W. N. loi ; In re Kvhn db Co.y Jessel, 
M.R, 1878, 53 L. J. Ch. 238. 

As to mode of disclaiming, see Instruction 19. 

(3.) 

Common Marks, — The following may be taken as instances of 
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Sect. 74. marks which have been found to be common to variooa trades 
since the passing of the Registration Acts ; — 

(L) In the iron trades, a crown, a horse-shoe, and the words 
" Best," " Bloom," and « Plating ; " In re Barrows' Trade Mark, 
C. A. 1877, 5 Ch. D. 364 ; 46 L. J. Ch. 725 ; 36 L. T. N. S. 780 ; 
25 W. R. 564. 

(ii.) On sealing-wax, the words ^* Bank of England : " In re 
Hyde <fc Co.^s Trade Marky Jessel, M.R., 1878, 7 Ch. D. 724 ; 54 
L. J. Ch. 395 ; 38 L. T. N. S. 777 ; 26 W. R. 625. 

(iiL) In the steel pen trade, the words " Selected," " Improved," 
" Office," Commercial," &c. : In re Leonaidt, In re Mitchell^ and 
In re Kvhn <k Go,, supra. 

(iv.) In the tobacco trade, the letters " S. P. : " Ex/p. Sales, 
Pollard <k Co., Jessel, M.R., 1878, Seb. Dig. No. 620. 

(v.) In the match trade, the term '' Braided Fixed Stars :" In 
re Palmer^s Trade Mark, C. A. 1883, 24 Ch. D. 504 ; 50 L. T. N. S. 
30 ; 32 W. R. 306. 

(vi.) In the mineral water trade, a device of a syphon : In re 
Wragi^s Trade Mark, Pearson, J. 1885, 54 L. J. Ch. 391. 

See also, as to names which have become descriptive in course 
of time, notes to sect. 64 (3.) 

Three-Mark RuU. — Under the Act of 1875 ^^ Registrar was 
forbidden to register substantially similar or identical trade marks 
in respect of the same goods or classes of goods. It was found, 
however, that in so many cases similar or identical marks were 
ill use prior to the passing of the Act in connection with substan* 
tially similar goods, that a new arrangement was necessary. It 
was therefore held that in the case of old marks, even identical 
marks might be registered up to the number of three for use on 
identical goods : In re Walkden Aerated Water Co., Jessel, M.R., 
^^77 J 54 ^' J« Ch. 394 ; In re JeUey, Son, <k Jonee, Jessel, M.R., 
1878, 51 L. J. Ch. 639 ; 46 L. T. N. S. 381 ; In re Powell, Jessel, 
M.R., 1878, Seb. Dig. No. 589 ; see also note to sect. 72. 

A mark which was found to be used in connection with goods 
of the same class by three or more persons was treated as common 
to the trade : ibid. 

In calculating the number of persons who have used a device, 
alleged to be common to the trade, cases will be taken into con- 
sideration in which devices substantially similar, though not 
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identical, have been used ; and also cases in which substantially Sect. 74. 
similar devices have been used, though never claimed as valid 
trade marks : In re Wragg^s Trade Mark, Pearson, J., 1885, 54 
L. J. Ch. 391 ; In re Wodkden Aerated Water Co,, Jessel, M.B., 
1877, ibid. 

The test now adopted of what constitutes a common mark is 
somewhat less stringent, for identically the same marks may, it 
seems, be registered even in excess of the number of three for 
goods which are in the same class, but are not the same, nor of 
the same description. In other words, there is now no restriction 
placed upon the number of similar or identical trade marks which 
may be registered for a class of goods, provided the goods them- 
selves, in respect of which they are registered, are sufficiently 
distinct that no confusion is caused : see sect. 72, and In re Brdby 
<fc CoJs Applicatiotis, North, J., 1882, 21 Ch. D. 223 ; 51 L. J. Ch. 
637 ; 46 L. T. N. S. 380 ; 30 W. R 675. 

It has been held that the books of the Registrar of Trade Marks 
which show that applications for the registration of particular 
marks have been refused, are not evidence that these marks have 
become common : Orr-Ewing <k Co, v. Johnston db Co., C. A. 1880, 
13 Ch. D. 434 ; 42 L. T. N. S. 67 ; 28 W. R 330. 

But an earlier judicial decision that a term has become open to 
the trade is of course conclusive : In re Anderson^ s Trade Ma/rh, 
Chitty, J., 1884, 26 Ch. D. 409 ; 53 L. J. Ch. 664 ; 32 W. 
R677. 

Mere length of user will not of itself make a mark, which was 
originally a trade mark, ptiblid juris, where such user was origi- 
nally fraudulent, and is still calculated to deceive, but it throws 
upon the trader claiming an exclusive right to the mark the onus 
of proving such original fraud, and continuing misrepresentation, 
and the longer the user the stronger must be the evidence. Upon 
this principle an application to register, in combination with the 
name of the applicants, a foreign trade mark, which had been 
used by the applicants, and by thirty other firms in this country 
in combination with their own respective names, or with some 
device for fifty years, was refused upon the opposition of the 
foreign proprietor of the mark who had only recently discovered • 
such user : In re HeaiorCs Trade Mark, Kay, J., 1884, V G^- 1^* 
570 ; 53 L. J. Ch. 959 ; 51 L. T. N. S. 220 ; 32 W. R. 951. 
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Sect. 75. 
— Effect of BeffistrcUion. 

Registm. 76. Begistration of a trade mark shall be deemed 

tion equiya- , 

lent to to be eqmvalent to public use of the trade mark. 

public UM. * * 

This Bection is derived from sect. 2 of the Act of 1875. 
Prior to the Registration Acts a title to a trade mark could only 
be acquired by user upon or in connection with goods actually 
in the market : M* Andrew v. Btusett, Westbury, L.C., 1864, 4 
De Q. J. & S. 380 ; 33 L. J. Ch. 566 ; 10 Jur. N. S. 550 ; 10 
L. T. N. S. 442 ; 12 W. R. 777. Length of user was wholly im- 
material ; it was only essential that the mark should actually be 
used upon a vendible article : JSaU v. BarrowSy Bomilly, M.R, 
1863^ 32 L. J. Ch. 548 ; 9 Jur. N. S. 483 ; 8 L. T. N. S. 227 ; 11 
W. R 525 ; Cope v. Evans, Hall, V.-C, 1874, L. R. 18 Eq. 138 ; 
30 L. T. N. S. 292 ; 22 W. R. 453. See notes to Merchandise 
Marks Act, 1862, sect i, and also sect 64 of this Act 

This section 'Ms for the benefit of those making new trade 
marks. As the law at present stands, if the mark be not already 
in use, and is sufficiently distinctive to distinguish the goods to 
which it is applied as being those of the person using it, the 
public use of the mark gives a property to it : " per Lord Black*- 
bum in Orr-Ewing v. Registrar of Trade MarkSj H. L. 1879, 4 
App. Cas. 496 ; 48 L. J. Ch. 807 ; 41 L. T. K S. 239 ; 28 W. R. 17. 

By sect 2 of ike Act of 1875, registration was only equivalent 
to public user, provided there was a continuing connection of the 
trade mark with the goodwill of the business concerned in the 
goods for which it was originally registered. 

Now by sect 70 a trade mark is determinable with that good- 
will; yet though no longer a trade mark it appears not to be 
removable from the register except on the application of the 
owner under sect 91. 

What will be the effect of a mark, which has ceased to be a 
trade mark, remaining on the register it is impossible to deter- 
mine. Since it is no longer a trade mark within the meaning of 
the Act, neither this nor the succeeding section would appear to 
be applicable. Consequently it may perhaps be disregaiDied in 
practice, although present on the register. 
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76. The registration of a person as proprietor of a sbct. 76. 
trade mark shall be primd fade evidence of his right Bightof first 

■* "^ ^ proprietor 

to the exclusive use of the trade mark, and shall, after J^^^nrade* 
the expiration of five years from the date of the registra- "^""^ 
tion, be conclusive evidence Of his right to the exclusive 
use of the trade mark, subject to the provisions of this 
Act. 

This section follows sect 3 of the Act of 1875. -^ mark which 
is not authorised to be registered as a trade mark, does not 
acquire the character of a trade mark hy being on the register 
five years, and may be removed from the register though that 
period has elapsed : In re Palmei^s Applications, C. A 1882, 21 
Ch. D. 53 ; 51 L. J. Ch. 673 ; 46 L. T. N. S. 787 ; In re Leonard 
ik Ellis^ Trade Mark, C. A 1884, 26 Ch. D. 288 ; 53 L. J. Ch. 
603 ; 51 L. T. N. S. 35 ; /n t*e Ralph's Trade Mark, Pearson, J., 
1884, 25 Ch. D. 194 ; 53 L. J. Ch. 188 ; 32 W. R. 168 ; 49 L. T. 
N. S. 504 ; In re Wragg's Trade Mark, Pearson, J., 1885, 54 L. J. 
Ch. 391 ; In re Hyde's Trade Mark, Jessel, M.R., 1878, 7 Ch. D. 
742 ; 54 L. J. Ch. 395 ; 38 L. T. N. S. 777 ; 26 W. R. 625. 
And probably a person sued for infringing a trade mark that has 
been on the register upwards of five years, can defend himself on 
the ground that it should never have been registered : In re 
Palmer's Application, supra. 

It has been definitely laid down that this section is qualified 
by sect. 90, and that consequently any person aggrieved within 
the meaning of sect. 90 by an entry on the register is not pre- 
cluded by the expiration of five years from the date of such 
registration from showing that the mark ought not to have been 
registered : In re Lloyd's Trade Mark, Chitty, J., 1884, 27 Ch. D. 
646 ; 54 L. J. Ch. 66. 

It seems that conclusive evidence of right to the exclusive use 
of a trade mark is furnished by the expiration of five years from 
the registration, not of the trade mark itself, but of the person 
who claims the exclusive right. Consequently in the case of 
assignment or transmission, the benefit, in this respect, of regis- 
tration does not apparently descend to the subsequent proprietor. 
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Sect. 77. There is no provision corresponding to sect 4 of the Act of 1875, 
by which it was enacted that every proprietor registered in 
respect to a trade mark subsequently to the first registered pro- 
prietor shall, as respects his title to that trade mark, stand in 
the same position as if .his title were a continuation of the title 
of the first registered proprietor. See, however, sect. 87. 

The marginal note seems in conflict with the enactment. The 
word " first " therein was apparently borrowed without considera- 
tion from the Act of 1875. 



Restrictions 
on actions 



cases. 



77. A person shall not be entitled to institute any 
for teiriSie- proceeding to prevent or to recover damages for the 
SJTdefSce infringement of a trade mark unless, in the case of a 
certHin** trade mark capable of being registered under this Act, 
it has been registered in pursuance of this Act, or of an 
enactment repealed by this Act, or, in the case of any 
other trade mark in use before the thirteenth of August 
one thousand eight hundred and seventy-five, regis- 
tration thereof under this part of this Act, or of an 
enactment repealed by this Act, has been refused. The 
Comptroller may, on request, and on payment of the 
prescribed fee, grant a certificate that such registration 
has been refused. 

This section is derived from sect i of the Act of 1875, ^ 
amended by the Acts of 1876 and 1877, but contains important 
modifications. Under the earliest Act a person was not entitled 
to institute proceedings to prevent the infringement of any trade 
mark as defined by the Act imtil, and unless, such trade mark 
was registered. 

By the Act of 1876, the necessity for registration as a condition 
precedent to the institution of proceedings either to prevent, or 
to recover damages for infringement, was limited to the case of 
trade marks adopted since the commencement of the Act of 1875, 
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and it was provided that in respect of any device, mark, name, Sbct. 77, 
combination of words, or other matter or thing in use as a trade 
mark, before the passing of the Act of 1875, a certificate that 
registration had been refused should be sufficient to entitle the 
proprietor to institute proceedings, either to prevent infringement, 
or to recover damages. 

The amendment introduced by the Act of 1876 was, as will be 
seen, of two kinds : ** It renders registration a condition precedent 
to a proceeding to recover damages, as well as to a proceeding to 
prevent infringement ; and it provides that if the proprietor of a 
trade mark in use before the passing of the principal Act has been 
refused registration, he may, notwithstanding such refusal, insti- 
tute proceedings either for prevention of, or damages for the 
infringement of such trade mark, and need not wait till he has 
got the register rectified. . , . The efifect of the Act of 1876 is 
tliat if one who says he is the proprietor of a trade mark (t.e., a 
trade mark used before the passing of the Act of 1875), wishes 
to institute proceedings against some one who, as he says, is 
infringing it, he must first try to have his trade mark registered. 
If the registration is refused for any reason, he may apply to 
have the register rectified, and then the court will have to deter- 
mine as the principal question whether the reason of the refusal 
was sufficient. But he may also seek for more speedy redress. 
He may obtain a certificate of the refusal and then institute pro- 
ceedings to prevent infringement, and then the court will have 
to determine whether he was the proprietor of the trade mark, 
and in so doing will have incidentally to determine whether the 
reason of the refusal was sufficient ; for he cannot obtain an 
injunction unless he proves, to the satisfaction of the court, that 
the alleged trade mark was *a special or distinctive word or 
words, or combination of figures or letters used as a trade mark 
before the passing of the Act,' and that * he was for the time 
being entitled to the exclusive use of such trade mark in accord- 
ance with law : ' " per Lord Blackburn in Orr-Emng v. Registrar 
of Trade MarkSy H. L. 1879, 4 -^PP- ^^- 479 5 48 L. J. Ch. 707 ; 
41 L. T. N. S. 239 ; 28 W. R. 17. 
The effect of the new provision in this Act is as follows : — 
(i.) Both new and old trade marks which are capable of registra- 
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Sect. 78. tion as coming within the definition contained in sect 64, must 
be registered, or else proceedings cannot be taken. 

(iL) In the case of old marks which do not fulfil the conditions 
of sect 64, application for registration must be made and a certi- 
ficate of refusal obtained before action. To ascertain what is 
*'any other trade mark" within the meaning of this section, 
recourse must be had to the case law preceding legislation on the 
subject Two qualities must undoubtedly be present : (i.) the 
mark must be distinctive, and (2.) it must be actually in use 
upon or in connection with an artide in the market : see notes 
to sect 64, and to sect i of the Merchandise Marks Act, 1862. 

If these qualities are taken to be essential, a trade name which 
is *^ so appropriated by user as to come to mean the goods of a 
particular person, though it is not, and never was impressed on 
the goods or on the packages in which they are contained, so as 
to be a trade mark properly so called," will not be within the 
section, nor will a certificate of refusal be a necessary condition 
precedent to an action ; see Singer JUanufacturing Co. v. Loog, 
H. L. 1882, 8 App. Cas. 15 ; 52 L. J. Ch. 481 ; 31 W. R. 325. 

(iii.) New marks incapable of registration as not coming within 
the definition of sect. 64, will receive protection as heretofore 
without the necessity of either registration, or a certificate of 
refusal. The definition is very wide, &o there will probably not 
be many such. 

As to the certificate of refusal to register, see Rule 57, and Form 
L, and Instructions 39-41. A stamp of ;^i is impressed on the 
form of request : see First Schedule to the Act 

The certificate is admissible in evidence without proof: see 
sect 96. 

The latter part of the marginal note is at variance with the 
section. 

As to the practice in proceedings for the prevention of, and 
recovery of damages for, infringement, see Merchandise Marks 
Act, 1862, sects. 21 and 22. 

Begister of Trade Marks. 
Register of 78. There shall be kept at the Patent OflSce a book 

Trade ■*• 

Marks. called the Eegister of Trade Marks, wherein shall be 
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entered the names and addresses of proprietors of Sbct. 79* 
roistered trade marks, notifications of assignments and 
of transmissions of trade marks, and such other matters 
as may be from time to time prescribed. 

As to the entries to be made, see Rule 32. 

As to the entry of orders of the court, see Rule 44, and as to 
the entry of assignments, see sect. Sy^ Form E, and Instruction 
42. As to the alteration of the register, see sects. 91 and 92, and 
Rules 45-48. 

As to the "Sheffield Register" for marks used on cutlery, and 
belonging to persons carrying on business in Hallamshire, or 
within six miles thereof, see sect 81. 

79. (i.) At a time not being less than two months ^Sde^Sirk 
nor more than three months before the expiration of tiJS^ySSi 
fourteen years from the date of the registration of a ^S."* ^'^ 
trade mark, the Comptroller shall send notice to the 
registered proprietor that the trade mark will be re- 
moved from the register unless the proprietor pays to 
the Comptroller before the expiration of such fourteen 
years (naming the date at which the same will expire) 
the prescribed fee ; and if such fee be not previously 
paid, he shall at the expiration of one month from the 
date of the giving of the first notice send a second 
notice to the same effect. 

(2.) If such fee be not paid before the expiration 
of such fourteen years the Comptroller may after the 
end of three months from the expiration of such four- 
teen years remove the mark from the register, and so 
from time to time at the expiration of every period of 
fourteen years* 

H 
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SioT. 79. (3.) If before the expiration of the said three months 
the registered proprietor pays the said fee, together 
with the additional prescribed fee, the Comptroller may, 
without removing such trade mark from the register, 
accept the said fee as if it had been paid before the 
expiration of the said fourteen years. 

(4.) Where after the said three months a trade 
mark has been removed from the register for non-pay- 
ment of the prescribed fee, the Comptroller may, if 
satisfied that it is just so to do, restore such trade mark 
to the register on payment of the prescribed addi- 
tional fee. 

(5.) Where a trade mark has been removed from 
the register for non-payment of the fee or otherwise, 
such trade mark shall nevertheless for the purpose of 
any application for registration during the five years 
. next after the date of such removal, be deemed to be a 
trade mark which is already registered. 

This sectioii is a re-enactment, with modifications, of Roles 29 
and 30 of the Roles under the Act of 1875. 

(I) 

The prescribed fee was formerly £2, It is now j^i : see first 
schedule to the Roles. 

(2.) 

Where a trade mark is removed onder this section, the Comp- 
troller must enter in the register a record of £uch removal : ae« 
Rule 45. 

(3.) 

The additional fee was £1, it is now only los.: see first 
schedule to the Rules. 



TRADE MARKS ACT, 1883. 115 

(4-) 
The additional fee for the restoration of the trade mark ^hen Sect. 80. 
removed for non-payment of the fee is ;£i ; see First Schedule. 

(s.) 

The meaning of this sub-section is that when a trade mark has 
been removed under this section, the Comptroller shall, until the 
expiration of five years, treat all applications for registration as 
though it were still on the register ; in other words, he will not 
be able to register for the same description of goods a mark so 
similar as to be calculated to deceive : see sect. 72. 

The language of this sub-section is sufficiently wide to cover all 
cases of removal from the register, e,g,, under sect. 90 as well as 
under this section. Consequently a trader justly entitled to a 
trade mark, who has been anticipated in registration by another, 
should move under sect. 90 to rectify the register by the insertion 
of his name, and not by removal in toto of the trade mark, other- 
wise he will preclude himself from registering for five years. 
There seems no reason why this should not be done, since upon 
the original application all the necessary formalities will have 
been observed : In re Rust d: Co,, Jessel, M.R., 1878, 44 L. T. N. S. 
98 ; 29 W. R. 393 ; but see Ex parte Lawrence Bros., Jessel, 
M.II., 1878, and In re Farina^s Trade Mark, Jessel, M.R., 188 1, 
ibid.; and In re Meikle^s Trade Mark, Hall, V.-C, 1876, 24 W. R, 
1067 ; and Orr-Ewing v. Registrar of Trade Marks, Hall, V.-C, 
1879, 8 Ch. D. 798 ; 47 L. J. Ch. 180 ; 38 L. T. N. S. 313 ; 26 
W. R. 259. 

Fees. 

80. There shall be paid in respect of applications Fees for 
and registration and other matters under this part of &c. 
this Act, such fees as may be from time to time, with 
the sanction of the Treasury, prescribed by the Board 
of Trade ; and such fees shall be levied and paid to the 
account of her Majesty's Exchequer in such manner as 
the Treasury may from time to time direct 
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Sect. 8i. By sect 7 of the Act of 1875, ^^® ^'^ ChancelloT was em- 
powered to make, with the assent of the Treasury, general rules 
as to fees. This power is now vested in the Board. 

As to the fees now fixed by the Board of Trade, see Role 3, 
and the first schedule to the Rules, and also Instruction 3. 
They will only be received in exchange for the stamped forms 
supplied by the Patent Office : see Instruction 2. 

Sheffield Marks. 

Registra- 81. With Tcspect to the Master, wardens, searchers, 
cutiera' assistants, and commonalty of the Company of Cutlers 
Sheffield in Hallamslure, in the county of York (in this Act 
called the Cutlers Company), and the marks or devices 
(in this Act called Sheffield marks) assigned or regis- 
tered by the Master, wardens, searchers, and assistants 
of that company, the following provisions shall have 
effect : 

(i.) The Cutlers' Company shall establish and keep 
at Sheffield a new register of trade marks (in 
this Act called the Sheffield Begister) : 
(2.) The Cutlers' Company shall enter in the Sheffield 
Register, in respect of cutlery, edge-tools, or 
raw steel and the goods mentioned in the 
next sub-section, all the trade marks entered 
before the commencement of this Act in 
respect of cutlery, edge-tools, or raw steel 
and such goods in the register established 
under the Trade Marks Registration Act^ 
1875, belonging to persons carrying on 
business in Hallamshire, or within six miles 
thereof, and shall also enter in such register^ 
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in respect of the same goods, all the trade bbct. si. 
marks which shall have been assigned by 
the Cutlers' Company and actually used 
before the commencement of this Act, but 
which have not been entered in the register 
established under the Trade Marks Begistra- 
tion Act, 1875. 

(3.) An application for registration of a trade mark 
used on cutlery, edgortools, or on raw steel, 
or on goods made of steel, or of steel and 
iron combined, whether with or without a 
cutting edge, shall, if made after the com- 
mencement of this Act by a person carrying 
on business in Hallamshire, or within six 
miles thereof, be made to the Cutlers' 
Company : 

(4.) Every application so made to the Cutlers' 
Company shall be notified to the Comptroller 
in the prescribed manner, and unless the 
Comptroller within the prescribed time gives 
notice to the Cutlers' Company that he objects 
to the acceptance of the application, it shall 
be proceeded with by the Cutlery' Company 
in the prescribed manner : 

(5.) If the Comptroller gives notice of objection as 
aforesaid, the application shall not be pro- 
ceeded with by the Cutlers' Company, but 
any person aggrieved may appeal to the 
court. 
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Sect. 8i. (6.) Upon the registration of a trade mark in the 

Sheffield Begister the Cutlers' Company shall 
give notice thereof to the Comptroller, who 
shall thereupon enterthe mark intheBegister 
of Trade Marks ; and such registration shall 
bear date as of the day of application to the 
Cutlers* Company, and have the same effect 
as if the application had been made to the 
Comptroller on that day : 

(7.) The provisions of this Act, and of any general 
rules made under this Act, with respect to 
application for registration in the Begister of 
Trade Marks, the effect of such registration, 
and the assignment and transmission of rights 
in a registered trade mark, shall apply in the 
case of applications and registration in the 
Sheffield Begister ; and notice of every entry 
made in the Sheffield Begister must be given 
to the Comptroller by the Cutlers' Company, 
save and except that the provisions of this 
sub-section shall not prejudice or affect any 
life-estate and interest of a widow of the 
holder of any Sheffield mark which may be 
in force in respect of such mark at the time 
when it shall be placed upon the Sheffield 
Begister : 

(8.) Where the Comptroller receives from any person 
not carrying on business in Hallamshire or 
within six miles thereof an application for 
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registration of a trade mark used on cutlery, 9bot. 81. 
edge-tools, or on raw steel> or on goods made 
of steel, or of steel and iron combined, whether 
with or without a cutting edge, he shall in 
the prescribed manner notify the application 
and proceedings thereon to the Cutlers* 
Company : 
(9.) At the expiration of five years from the com- 
mencement of this Act the Cutlers' Company 
shall close the Cutlers' Eegister of corporate 
trade marks, and thereupon all marks entered 
therein shall, unless entered in the Sheffield 
Eegister, be deemed to have been abandoned : 

(10.) A person may (notwithstanding anything in 
any Act relating to the Cutlers' Company) 
be registered in the Sheffield Eegister as pro- 
prietor of two or more trade marks : 

(11.) A body of persons, corporate or not corporate, 
may (notwithstanding anything in any Act 
relating to the Cutlers' Company) be registered 
in the Sheffield Eegister as proprietor of a 
trade mark or trade marks : 

(12.) Any person aggrieved by a decision of the 
Cutlers' Company in respect of anything done 
or omitted under this Act may, in the pre- 
scribed manner, appeal to the Comptroller, 
who shall have power to confirm, reverse, or 
modify the decision, but the decision of the 
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Sect. 8i. Comptroller shall be subject to a farther 

appeal to the court : 
(13.) So much of the Cutlers' Company's Acts 
as appUes to the summary punishment of 
persons counterfeiting Sheffield corporate 
marks, that is to saj, the fifth section of 
the Cutlers' Company's Act of 18 14, and 
the provisions in relation to the recovery 
and application of the penalty imposed by 
such last-mentioned section contained in 
the Cutlers' Company's Act of 1791, shall 
apply to any mark entered in the Sheffield 
Begister. 

These are new provisioiis, and they differ materially from those 
of the Act of 1875. 

It is to be observed that an entirely new register is to be 
established in Sheffield, which in effect will comprise exact 
duplicates of the entries made in respect of the goods specified in 
sub-sect 3 in the principal register. See sub*sect 6. 

(2.) 

By the Act of 1875, ^^^ 9^ ^^^ Cutlers' Company were bound to 
deliver to the registrar copies of all Sheffield corporate marks 
then in force, and also thereafter to notify to the registrar all 
applications for the registration of marks in respect of the 
specified goods. The registrar was also bound to inform them of 
similar applications made to him. Thus the register under the 
Act of 1875 contained in duplicate all the entries in the Sheffield 
Begister. 

The class of goods in respect of which marks are to be regis- 
tered at Sheffield iai considerably enlarged by^sub-aect 3. 

The new Sheffield Registry will contain not only the marks 
registered in the previous one, and also registered in duplicate in 
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the general register established by the Act of 1875, ^^^ ^^ ^^^ S^*^* ^'* 
the marks contaiiied in the latter register in respect of the goods 
now for the first time rendered registrable at Sheffield. 

It was held under the Act of 1875 ^^^^ where a corporate 
mark had been assigned, but had not been surrendered by the 
assignee to the Cutlers' Company, and re-assigned by them to him, 
he could not obtain registration until he had properly perfected 
liis title : In re Bahone db Co., Jessel, M.R., 1879, 3^^* ^^8* 
No. 643. 

(3-) 

• 

It will be noticed that the class of goods in respect of which 
marks are to be registered in Sheffield is by this sub-section con- 
siderably enlarged. See Cutlers' Company Act, i860, sect 2. 

Applications under this sub-section are to be made in duplicate, 
accompanied by the prescribed fees and representations : Rule 
53, and Instruction 37. 

As to the representations, see Rule 13 ; and as to the fees, see 
first schedule to the Rules, which are applicable to the registration 
of Sheffield marks : see sub-sect. 7 below. Ab to metal goods 
other than those here specified, see Instruction 14. 

(4.) 

Notice to the Comptroller is given by sending to him within 
seven days of the receipt of the application a copy of such applica- 
tion, together with two representations of the mark : Rule 54. 

The Comptroller has to give notice of any objection within 
one month of the receipt by him of the notice. If he makes no 
objection the Cutlers' Company is to require the applicant to 
send him a wood block or electrotype of the mark, so that it may 
be advertised in the ordinary way, Le,, in accordance with Rules 
25-28 : see Rule 55. 

(s.) 

It is noticeable that in case of objection by the Comptroller 
under this section there is no appeal to the Board of Trade as 
under sect 62, but the application must be made direct to the 
<K>urt, presumably under sect 90* 

As to who is a person aggrieved, see sect 90, although in tbitt 
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Sscrr. 8i. caw it i» diffiealt 'to coneerTe that any ipeaoa otitic tium tiie 
applicant can be aggEierad by the objeetioa of the Comptroner 
to a mark. 

(7-) 

By Rale 56, the procednie npoa application to i^pater a 
Sheffield mark is to be similar to that adopted in London. 

This mie^ and the above snb-seetion, ae&n. in contradiction to 
sub-sect 5. Standing alone they would allow of an appeal to 
the Board of Trade against the refusal of the Comptroller to 
register, but this covrse is not contemplated by sub-aeet. 5. 

As to the asagnmaEt of trade marks ami the restiictiona 
thereon, see sect. 70. 

The manner presertbed is by sending to the Cutlers^ Company 
a copy of the official paper (Rule 26) containing the application^ 
with a note thereon distingnishing it ; see Rule 55 (3). 

The object of thus giving notice to the Cutlers' Company is to 
give them an opportunity of opposing the registration. When 
the Cutlers' Company opposed the registration, of a trade mark 
for three classes on the ground that it so nearly resembled a 
Sheffield corporate mark many years previously assigned to 
another manufiicturer and still used by him as to be calculated 
to deceive, and succeeded on appeal in thdr oj^position in respect 
of two rhmnpft but abandoaed it in refiqaeet of the third, the 
applicant for regiatratioa was ordned to pay the coats of the 
appeal, but no costs of the motioii in the court below were given 
becai^e he had virtually succeeded in obtaining registration of 
the mark for one class of goods : In re Bonn^ i378, C. A«, Seb. 
Dig. Na 621. 

(9-) 

All trade marks entered before the commencement of this 
Act in respect of the specified goods are to be entered in the new 
Sheffield Register, so it is difficult to conceive that there will be 
anjr cases of abandonment. 
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Since the provisions of the Act relatiog to applications for Ssot. 82. 

registration are to apply (see sub-sect. 7), registration of a series 

of marks will be permissible : see sect 66. 

(II.) 

An application may be made by one or more members of a 
firm or by the secretary of a body corporate : Rule 7. 

A body corporate may also be registered as proprietor of an 
ordinary trade mark : Rule 39. 

(12.) 

Form of notice of appeal, see Form W, the fee being £1 : see 
first schedule to the Rules. 

There seems to be no appeal from the Comptroller to the Board 
of Trade : see sub-sect 5. 

It is presumed that the appeal to the court will be held to 
come with sect. 90, although that section does not appear to deal 
with the mere refusal to register a trade mark. 



PAET V- 

General. 
Patent Office, and proceedings thereat. 
82. (i.) The Treasury may provide for the purposes Patent 

Office. 

of this Act an office with all requisite buildings and 
conveniences, which shall be called, and is in this Act 
referred to as, the Patent Office. 

(2.) Until a new Patent Office is provided, the offices 
of the Commissioners of Patents for Inventions and for 
the Begistration of Designs and Trade Marks existing at 
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Skot. 83. the commencemeiit of this Act shall be the Patent 
. OflBce within the meaning of this Act. 

(3.) The Patent Office shall be under the immediate 
control of an officer called the Comptroller-General of 
Patents, Designs, and Trade Marks, who shall act under 
the superintendence and direction of the Board of Trade. 

(4.) Any act or thing directed to be done by or to 
the Comptroller may, in his absence, be done by or to 
any officer for the time being in that behalf authorised 
by the Board of Trade. 

The present Patent Office is in Southampton Buildings. The 
Patent Office and the Comptroller take the place of the Regiatry 
Office and Registrar under the repealed Acts. See sect 7 of the 
Act of 1875. 

As to the sale of official publications, &c., see Instructions 1-6. 

As to registration by the Cutlers' Company, see sect 81, Rules 
53-56, and Instractions 37. As to the Manchester office for facili- 
tating the recording of trade marks used in respect of cotton 
goods, see Instruction 38. 

officewand 83. (i.) The Board of Trade may, at any time after 
the passing of this Act, and from time to time, subject 
to the approval of the Treasury, appoint the Comptroller- 
General of Patents, Designs, and Trade Marks, and so 
many examiners and other officers and clerks, with such 
designations and duties as the Board of Trade think fit, 
and may from time to time remove any of those officers 
and clerks. 

(2.) The salaries of those officers and clerks shall be 
appointed by the Board of Trade, with the concurrence 
of the Treasury, and the same and the other expenses 
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of the execution of this Act shall be paid out of money Ssors. 84, 
provided by Parliament. — 

The powers here given to the Board of Trade as to the appoint^ 
ment of officers, &c., were under sect 7 of the Act of 1875 e^ter- 
cisahle by the Lord Chancellor with the consent of the Treasury. 

As to the Comptroller, see sect. 82. Anything directed by the 
Act to be done by or to him may in his absence be done by or to 
any person for the time being authorised by the Board. 

84. There shall be a seal for the Patent Office, and seai of 

Patent 

impressions thereof shall be judicially noticed and omoe. 
admitted in evidence. 

Copies of documents in the Patent Office and extracts from the 
registers piurporting to be certified by the Comptroller and sealed 
by the official seal are admissible in evidence without further 
proof : see sect. 89. 

86. There shall not be entered in any register kept Trust not to 
under this Act, or be receivable by the Comptroller, any in regiateM. 
notice of any trust, expressed, implied, or constructive. 

So far as this section refers to trade marks, it is a re-enactment 
of Rule 23 of the Rules of 1883, which itself was a reprint of Rule 
22 of the Rules of 1876. 

As to the general effect of such a provision as the above upon 
the lights of equitable assignees and mortgagees, see BooUti G&nh 
rale de Paris v. Tramways Union Co,, C. A. 1884, 14 Q. B. D. 
424 ; — a case dealing with the somewhat similar provision, in 
respect of share registers, contained in the Companies Act, 1862, 
25 & 26 Vict., c. 89, 6. 30. 

In consequence of this enactment, when by agreement between 
two traders similar trade marks are registered in respect of the 
same description of goods, a note will be added to the register^ 
not to the effect that the user has been restricted by agreement 
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SicTS. 86, between the parties, but containing croes undertakings bj the 
^' parties to use their trade marks only in the manner desired : In 
re Mitchell and Houghton and HaUrruMrVe Trade Marks, Chitty, J., 
1885, W. N., p. 42 ; S. a, Chitty, J., 1884, 28 Ch. D.'666 ; 33 
W. R. 148, 408 ; In re Rabom Bros., Jessel, M.R., 1879, ^^- ^^S^ 
No. 643. 

Refusal to 86. The Comptroller may refuse to grant a patent for 
i^^rtain''' ^^ invention, or to register a design or trade mark, of 
cases. which the use would, in his opinion, be contrary to law 
or morality. 

The Comptroller will not register the Royal Arms (except in 
the case of old marks) or the words " Registered," *' Registered 
Design," *« Copyright," <* Entered at Stationers' Hall," « To Coun- 
terfeit this is Forgery ; " see Instruction 3a 

The following also will not be registered as trade marks or 
prominent parts of trade marks unless in use before 1875 : 

Representations of her Majesty the Queen or of any member 
of the royal family. 

Representations of the royal crown. 

The national arms or flags of Great Britain. 

By sect. 73, the Comptroller is prohibited from registering in 
combination with a mark any words the exclusive use of which 
would be deemed disentitled to protection in a court of justice, or 
any scandalous design. 

Entry of 87. Where a person becomes entitled by assignment, 

assignments . . _ • /. 1 

and trans, trausmissiou, or othci operation of law to a patent, or 

missions in '*' 

registers. ^ to the Copyright in a registered design, or to a registered 
trade mark, the Comptroller shall, on request, and on 
proof of title to his satisfaction, cause the name of such 
person to be entered as proprietor of the patent, copy- 
right in the design, or trade mark, in the Begister of 
Patents, Designs, or Trade Marks, as the case may be. 
The person for the time being entered in the Begister 
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of Patents, Designs, or Trade Marks, as proprietor of a Skots. 86, 
patent, copyright in a design, or trade mark, as the case — '- 
may be, shall, subject to any rights appearing from 
such register to be vested in any other person, have 
power absolutely to assign, grant licenses as to, or 
otherwise deal with, the same, and to give effectual 
receipts for any consideration for such assignment, 
license, or dealing. Provided that any equities in 
respect of such patent, design, or trade mark may be 
enforced in like manner as in respect of any other 
personal property. 

A trade mark may be assigned and transmitted only in con- 
nection with the goodwill of the business concerned in the 
particular goods or classes of goods for which it lias been regis- 
tered : see sect. 70. 

As to the mode of obtaining registration of an assignment, see 
Rules 34-38, Form E, and Instruction 42. 

By sect, 4 of the Act of 1875 i^ ^^ provided that every pro- 
prietor registered in respect of a trade mark subsequently to the 
first registered proprietor should, as respected his title to that 
mark, stand in the same position as if his title were a continua- 
tion of the title of the first registered proprietor. A re-enactment 
of this section was possibly considered unnecessary in consequence 
of the rights, conferred by registration, being given to every 
person registered as proprietor (see sect. 76, though the marginal 
note thereto seems in conflict with this view), and not merely to 
a person registered as the^r«^ proprietor (see sect. 3 of the Act 

x)f 1875). 

The five years, however, which under sect. 76 afford conclusive 
evidence of exclusive right to a trade mark, date apparently from 
the registration not of the trade mark but of the name of the 
proprietor. Consequently a subsequent proprietor would seem 
to derive no benefit from the prior registration. 

Licenses. — Since a trade mark can be used only in connection 
with the goodwill of the business concerned in the particular 
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Sbot. 88. goods or classes of goods for which it has been registered (see 
sect 70, ante), a license can be granted, if at all, only for use in 
such a business. And to avoid all imputation, of fraud the trade 
mark should only be affixed to goods which are substantially the 
same as those sold by the licensor. 

If the Comptroller refuse to register a person claiming a trade 
mark by assignment or transmission on the ground that he is not 
satisfied with the title shown or otherwise, the claimant's remedy 
is under sect. 90, as being a person aggrieved by the omission of 
his name from the register ; see, however, In re Ward, Sturt db 
Sharp's Trade Mark, Hall, V.-C, 1881, 50 L. J. Ch. 347 ; 44 
L. T. N. S. 97 ; 29 W. R. 395, which, owing to the difference 
between the phraseology used in the Act of 1875 and in sect 90 
of this Act, can scarcely be regarded any longer as a binding 
authority. 

Before exercising the discretionary power here given to him 
adversely to the applicant, the Comptroller is bound to give him 
an opportunity of being heard personally or by an agent, and to 
give him ten days' notice of an appointment for the purpose : 
sect 94, and Bules 17-19. 

Inspection 88. Every register kept under this Act shall at all 
taSs from Convenient times be open to the inspection of the public, 

registers* ^ 

subject to such regulations as may be prescribed ; and 
certified copies, sealed with the seal of the Patent Office, 
of any entry in any such register shall be given to any 
person requiring the same on payment of the prescribed 
fee. 



" Prescribed " means prescribed by general rules under the Act c 
see sect. 117. As to the prescribed regulations, see Bule 49. The 
fees for inspecting the register (is. for every quarter of an hour) 
and for obtaining certified copies are prescribed in the first 
schedule to the Bules. 

As to the seal of the Patent Office, see sect. 84. Sealed and 
certified copies are admissible in evidence without further proof : 
sect 89. 
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Searches can be made on payment of a similar fee for trade Sects. 89, 
marks in classes of textiles from class 23 to class 35 at the Man- ^' 
Chester office : see Instniction 38. 

There seems to be no provision in r^ard to searches in the 
Sheffield Registry : see sect. 81 (7), however. 

89. Printed or written copies or extracts, purporting sealed 

copies to be 

to be certified by the Comptroller, and sealed with the received lu 

" ^ evidence- 

seal of the Patent Office, of or from patents, specifica- 
tions, disclaimers, and. other documents in the Patent 
Office, and of or from registers and other books kept 
there, shall be admitted in evidence in all courts in 
her Majesty's dominions, and in all proceedings, without 
further proof or production of the originals. 

As to the seal of the Patent Office, see sect 84. 

As to the fees for obtaining copies, &a, see the first schedule to 
the Rules. 

As to certificates under the hand of the Comptroller only, see 
sect. 96. 

90. (i.) The court may, on the application of any Rectifica- 
person aggrieved by the omission without sufficient registers by 

court. 

cause of the name of any person from any register kept 

Tinder this Act, or by any entry made without sufficient 

cause in any such register, make such order for making, 

expunging, or varying the entry, as the court thinks fit ; 

or the court may refuse the application ; and in either 

case may make such order with respect to the costs of 

the proceedings as the court thinks fit. 

(2.) The court may, in any proceeding under this 

section, decide any question that it may be necessary 

I 
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Sect. 90. or expedient to decide for the rectification of a register, 
and may direct an issue to be tried for the decision of 
any question of fact, and may award damages to the 
party aggrieved. 

(3.) Any order of the court rectifying a register 
shall direct that due notice of the rectification be given 
to the Comptroller. 

This is a re-enactment with modifications of sect. 5 of the Act 
of 1875. 

(I.) 

A ^^person aggrieved " is a term of wide import. There is no 
definition of the grievance contained in the Act " It most be a 
legal grievance. It must be shown in some way that it tends to 
his (the applicant's) injury, or tends to damages in the legal sense 
of the word:" per Selbome, L.C., In re Rivieres Trade Marh^ 
C. A. 1884, 26 Oh. D. 48 ; 53 L. J. Ch. 578 ; 32 W. R. 390. If 
this be shown the applicant is within the section. He need not 
be the registered proprietor of a trade mark, or even entitled to 
registration, nor, perhaps, need he carry on or intend to carry on 
business in the United Kingdom : ibid. 

Illustrative Cases, — (i) If a mere word not used as a trade mark 
before the Act of 1875 i® registered, any dealer who has used the 
word in his trade, in connection with, or as descriptive of, an 
article in which he deals is a person aggrieved by the registration : 
Jtose V. EvanSy Hall, V.-C, 1879, 48 L, J. Ch. 618. 

(ii.) In a case where the owner of a patented article, which had 
been exclusively manufactured by a licensee on payment of a 
royalty, registered the name of the article as a trade mark a year 
before the expiration of the patent, and then claimed the exclu- 
Bive use of the name, it was held that the licensee who had exclu- 
sively manufactured the article during the continuance of the 
patent was a person aggrieved : In re Ralph* s Trade Mark, Pearson, 
J., 1883, 25 Ch. D. 194 ; 53 L. J. Ch. 188 ; 49 L. T. N. S. 504 ; 
32 W. R. 168. 

(iii.) Consequently, any trader is aggrieved by the registration 
of a mark common to his trade : In re Hyde db Co.^s Trade Marh^ 
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Jesse], M.R., 1878, 7 Ch. D. 724 ; 38 L. T. N. S. ^^^ ; 26 W. R. Sect. 90. 
. 625 ; In re MitcheWa Trade Mark, Jessel, M.R, 1878, W. N., p. loi ; 
i» re Kuhn <k Co., Jessel, M.R., 1878, 53 L. J. Ch. 238 ; In re 
PcUmer's Trade Mark, C. A. 1882, 21 Ch. D. 47 ; 51 L. J. Ch. 673 ; 
46 L. T. N. S. 787 ; In re Wragg'e Trade Mark, Pearson, J., 1885, 
54 L. J. Ch. 391. 

(iv.) Op of a mark composed wholly or in part of a name 
which is merely descriptive of an article : In re Brandreth'e Trade 
Mark, Jessel, M.R., 1878, 9 Ch. D. 618 ; 47 L. J. Ch. 816; 27 
W. R. 281 ; Seb. Dig. No. 626 \'In re Sannion <h Co., Jessel, M.R., 
1878, Seb. Di((. No. 625, and see notes to sect. 64 (3}. 

(y.) Or of a mark containing a name which has become merely 
descriptive, as, for instance, the name of a patented article after 
the expiration of a patent or of an article manufactured by 
a particular process which has become generally known and 
adopted : In re Falmer'e Trade Mark, C. A. 1883, 24 Ch. D. 504 ; 
50 L. T. N. S. 30 ; 32 W. R. 306 ; In re Leonard <k Ellis' Trade 
Mark, C. A. 1884, 26 Ch. D. 288 ; 53 L. J. Ch. 603 ; 51 L. T. N. S. 
35 ; In re Ealph'e Trade Mark, supra ; and see notes to sect. 

64(3). 

(vi.) Where a wine merchant in Madras requested his shipper 
to register a trade mark for him in England, and the shipper 
registered it in his own name, the wine merchant, though not using 
the mark in England, was held aggrieved : In re Riviere's Trade 
Mark, supra. 

(vii.) Where a servant unknown to his employers obtained 
registration of a trade mark which they used in their trade, they 
were sufficiently aggrieved to obtain its removal : Ex parte 
Laiorence Bros,, Jessel, M.R., 1878, 44 L. T. N. S. 98 ; 29 W, R. 

392. 

(viii) Where a manufacturer had not registered his trade 

mark, nor used it for six years, he was yet considered not to 

have abandoned it, and to be aggrieved by the registration of a 

similar mark : Mouson v. Boehm, Chitty, J., 1884, 26 Ch. D. 398 ; 

53 L. J. Ch. 932 ; 50 L. T. N. S. ySj^ ; 32 W. R. 612. 

And it seems that a registered owner, finding he had registered 

a mark which from being common to the trade or from some 

other cause was a bad trade mark, was aggrieved within the 

meaning of the Act of 1875, and could move to expunge it or 
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Sect. 90. to vary the entry : Ex parte 8ale$, Pollard <k Co., Jeesel, M.R., 
1878, Seb. Dig. No. 620 ; In re Lysaghtj Jessel, M.R., 1878, ibid. 
No. 623 ; Ex parte WaUcer <k Co,, Malins, V.-C., 1878, ibid. No. 
624. Henceforth he will proceed nnder sect. 91, post, when he 
desires cancellation. And analogously, where two manufacturers 
arranged that each of them should register the same trade mark, 
subject to restrictions as to user, and at the time of registration 
the restrictive notes were accidentally omitted, they were held to 
be persons aggrieved, and entitled to have the register rectified 
by the addition of the requisite notes : In re Mitchell's and 
Houghton and Hallmarl^s Trade Marks, Chitty, J., 1885, ^^ ^^* -^- 
666 ; 33 W. R. 408. 

Procedure, — It would appear that there are four cases of appeal 
from the decision of the Comptroller recognised by the Act : — 

(i.) A refusal by the Comptroller to register a trade mark as 
being in contravention of sects. 72, 73, and 86, or Instructions 29- 
32. In this case, a right of appeal is given by sect 62 to the 
Board of Trade, and the Board is empowered to refer the appeal 
to the court It is open to argument whether the . words 
'* omission without sufficient cause of the name of any person 
from the register'' in this section can be taken to cover such 
a refusal by the Comptroller to register a trade mark. They 
seem rather to point to a case where a trade mark is on the 
register, but is entered in the name of the wrong proprietor. If 
this is so, an applicant has no right of appeal to the court from 
the refusal of the Comptroller to register a mark, in the event of 
the Board declining to refer the case. If, on the other hand, the 
words are held to include such a refusal by the Comptroller, the 
express power given to the Board to refer an appeal appears 
to be nugatory, and further questions arise whether an applicant 
has the option of appealing either to the Board or to the court, 
and whether if, in exercise of this option, he appeal under sect. 62 
to the Board, he can subsequently apply to the court if the 
Board refuse to refer the appeaL 

(ii.) A refusal under sect 72 by the Comptroller to register a 
trade mark owing to the opposition of a proprietor of a trade 
mark very similar to that sought to be registered. This case is 
dealt with in sect 69 and Rule 29, and is altogether outside the 
above sect 90. 
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(iii.) A refusal under sect 71 of the applications of several Sect. 90. 
persons who claim the same trade mark by conflicting titles. 
This case also is not within sect. 90, but is specially provided for 
by sect 71 and Rule 42. If, however, the Comptroller selects 
one of the rival applicants for registration, the other applicant 
may, it would seem, apply to the court under this section as a 
*^ person aggrieved by the omission of his name.'' 

(iv.) A refusal by the Comptroller to rectify the register on the 
ground that such rectification is unnecessary, or in excess of the 
powers given to him by sect 91. It is cases of this class which 
an application to the court under sect 90 is more especially 
intended to remedy. 

The Act of 1875, sect 5, contained the words <^ if the registrar 
refuses to enter on the register as proprietor of a trade mark, the 
name of any person who is for the time being entitled to the 
exclusive use of such trade mark in accordance with the Act, or 
otherwise in accordance with law," which obviously included the 
case of mere refusal by the registrar to register. It was held 
under that section that upon application to the court owing to 
such refusal, " the first duty cast upon the court is to ascertain 
whether some one, or more than one, of the essential particulars 
of a trade mark as defined by the Act is found to exist, so that 
the mark may be described with one, or more than one, essential 
particular or particulars which distinguish it : " jp«r Cairns, L.C., 
in Orr-Ewing v. Registrar of Trade Marks, H. L. 1879, 4 App. 
Cas. 479 ; 48 L. J. Ch. 707 ; 41 L. T. N. S. 239 ; 28 W. R. 17 ; 
and further, " that when the Court of Chancery is satisfied that 
the applicant is a person who is for the time being entitled to 
the exclusive use of a trade mark in accordance with law, and 
that the trade mark is one within the definition in the Act, the 
court is, ex debito jtutitics, to rectify the register, just as it would 
before the Act of 1875 ^^^^ ^^^^ bound ex debito justitios, on 
similar proo^ to prevent any one infringing the trade mark shown 
to be his property : per Blackburn, L., ibid. 

The procedure under the Act of 1875 ^^ usually by motion, in 
accordance with Rule 43 of the Rules of 1876, even in cases where 
the person aggrieved did not himself seek registration, although 
it was held incidentally, in a case of opposition to registration, 
that the application to the court referred to in that rule was 
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Sect. 9a cleiirl j an application bj persons seeking to register : In re Simp- 
son, Dw9Um a Sofu^ Trade Markj Jessel, M.R, 18S0, 15 Ch. D. 
525 ; 42 L. T. N. S. 675 ; 28 W. R. 760. The above seems to 
be tbe meaning of tbe judgment, bat the report is somewhat 
confused. 

It was cnstomaiy to give to the Registrar two days' clear notice 
of the application, and to support the application bj an affidavit 
of the person aggrieved, verifying the fieicts. No farther evidence 
seems to have been required : Ex parte St^hens, Jessel, M.R., 
1876, 24 W. R 819. 

Rectification will not, it seems, be granted in the absence of 
the registered proprietor, unless his consent be obtained : In rs 
MUcheWi Trade Mark, Jessel, M.R^ 1878, W. N., p. loi. But if 
his consent be first obtained, there seems no reason whv the 
application should not be made ex parte : see In re Keep^s Trade 
Mark, Pearson, J., 1884, 26 Ch. D. 187 ; 50 L. T. N. S. 453 ; 32 
W. R. 427 ; and In re MitchelVs, and Houghton and Hallmark^s 
Trade Mark, Chitty, J., 1884, W. N., p. 42 ; 33 W. R 408. 

If tbe registered owner of a trade mark goes into liquidation 
after notice has been given to him of an application to rectify 
the register, leave will be granted to serve the notice on the 
trustee in the liquidation : In re Eoto^s Trade Marky Chitty, J., 
1882, 48 L. T. N. S. 388. 

Where a person seeks to rectify the register, the onus is upon 
liim to show that it ought to be rectified, but though his own 
evidence may be insufilcient for the purpose, the onus is discharged 
if it appears from the evidence of the owner of the mark that the 
register ought to be rectified : In re Leonard and Ellis' Trade 
Mark, infra. 

The application under this section will probably be by motion 
as under the Act of 1875, although there is no provision in regard 
to the practice contained in the Rules, e,g,, (i.) by the registered 
owner : Ex parte Sales, Pollard dh Co., Jessel, M.R., 1878, Seb. Dig. 
No. 620 ; In re Lysaght, Jessel, M.R., 1878, Seb. Dig. No. 623 ; 
Ex parte WoSker dh Go.^ Malins, V.-C, 1878, Seb. Dig. No. 624 ; 
see sect. 9, as to the practice henceforward ; or (ii.) by a person 
aggrieved : In re Hyde ds Go's Trade Mark, Jessel, M.R, 1878, 7 
Ch. D. 724 ; 38 L. T. N. S. 777 ; 26 W. R. 625 ; In re Mitchells 
Trade Marky Jea^ly M.R., 1878, W« N., p. loi ; Ex parte Lawrence 
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Bros. J Jessel, M.R, 1878, 44 L. T. N. S, 98 ; 29 W. R. 392 ; In Sect, gcx 

re Kvhn <fe (7o., Jessel, M.R, 1878, 53 L. J. Ch. 238 ; In re Riviere^e 

Trade Mark, C. A. 1884, 26 Ch. D. 48 ; 53 L. J. Ch. 578 ; 32 

W. R 390 ; Moitson v. Boehnij Chitty, J., 1884, 53 L. J. Ch. 932 ; 

50 L. T. N. S. 784 ; 32 W. R 612 ; In re Palmer's Trade Mark, 

C. A. 1882, 21 Ch. D. 47 ; 51 L. J. Ch. 673 ; 46 L. T. N. S. 787 ; 

and C. A. 1883, 24 Ch. D. 504 ; 50 L. T. N. S. 30 ; 32 W. R. 

306 ; In re Ralph's Trade Mark, Pearson, J., 1883, 25 Ch. D. 194 ; 

53 L. J. Ch. 188 ; 49 L. T. N. S. 504 ; 32 W. R. 168 ; and In re 

Leonard <k Ellv^ Trade Mark, C. A. 1884, 26 Ch. D. 288 ; 53 

L. J. Ch. 603 ; 51 L. T. N. S. 35 ; In re Wragg's Trade Mark, Pear- 

son, J., 1885, 54 L. J. Ch. 391. 

It is noticeable that when the Comptroller raises any objection 
to the registration of a mark in the Sheffield Registry, the appeal 
by a person aggrieved lies direct to the court, and not, as in the 
case of other trade marks, to the Board of Trade : see sect 81 (5). 
But it is questionable whether such an appeal comes within this 
section : see, as to meaning of " omission of any name," supra. 

Reetificaiion, — Upon the suggested construction of this section 
it appears that the jurisdiction of the court to rectify the register 
arises : — 

(i.) Upon the omission without sufficient cause of the name of 
any person from the register, but not upon the omission of a 
trade mark. 

(ii.) Upon any entry being made improperly. 

Cases of the omission of a name, although the trade mark is 
duly on the register, will occur :— 

(L) When the Comptroller, in the exercise of his discretion 
under sect. 71, registers one of two or more rival claimants to the 
same trade mark. 

(ii.) When the Comptroller is dissatisfied with the title of an 
applicant claiming by assignment or transmission, and refuses to 
register him under sect 87. 

In the Act of 1875 *^® word "rectify" was used, and it was 
held that the term "rectification" is applicable only to cases 
in which there has been some mistake or error in the registratioPi 
and that consequently the court had no power to rectify in cases 
of transmission or assignment where no mistake or error was 
shown : In re Ward, Sturt <k Shares Trade Mark, Hall, V.-C, 
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Skct. 9a 1881, 50 L. J. Ch. 347 ; 44 L. T. N. S. 97 ; 29 W. R. 395. In 
consequence of the altered wording of the new provision, this 
decision would appear to be no longer pertinent 

(iii.) When a trade mark has been registered in due coarse by 
an agent or by a single partner on behalf of his firm, and the 
person so registered subsequently refuses to assign the trade 
mark to those actually entitled : see In re Rivieres Trade Mark, 
C. A. 1884, 26 Ch. D. 48 ; 53 L. J. Ch. 578 ; 32 W. R. 390 ; In 
re Rust <k Co,' 8 Trade Mark, Jessel, M.K, 1881, 44 L. T. N. S. 98; 
29 W. R. 393 ; and In re Farina's Trade Mark, Jessel, M.R., 1881, 
ibid. 

The right to the exclusive use of a trade mark after the expira- 
tion of five years from the date of registration, given by sect. 76 
ante, is subject to and controlled by this section ; and therefore 
any person who considers himself aggrieved within the meaning 
of this section is not precluded by the expiration of five years 
from the date of the entry from showing that the entry should 
be rectified : In re Lloyd! s Trade Mark, Chitty, J., 1884, 27 Ch. D. 
646 ; 54 L. J. Ch. 66 ; In re Palmer^s Application, C. A. 1882, 21 
Ch. D. 47 ; 51 L. J. Ch. 673 ; 46 L. T. N. S. 787 ; In re Leonard 
<k Ellie Trade Mark, C. A. 1884, 26 Ch. D. 288 ; 53 L. J. Ch. 
603 ; 51 L. T. N. S. 35 ; In re Ralph's Trade Mark, Pearson, J., 1883, 
25 Ch. D. 194 ; 53 L. J. Ch. 188 ; 49 L. T. N. S. 504 ; 32 W. K. 
168 ; In re W'ragg's Trade Mark, Pearson, J., 1885, 54 L. J. 
Ch. 391. 

Although the original application for registration of the mark 
was duly advertised, yet this fact alone will not prejudice the 
claim of a person who desires the rectification of the register. 
'^ There is no obligation to see the advertisement It is as a pre- 
caution that the Act gives people an additional opportunity, 
besides looking at the register, of knowing what is going to be 
done. But if a person does not see the advertisement, he is in 
no worse position than he would have been before. He must use 
due diligence when the fact comes to his knowledge to remove 
the trade mark : " per Jessel, M.R., In re Hyde ds Go's Trade Mark, 
7 Ch. D. 724 ; 54 L. J. Ch. 395 ; 38 L. T. N. S. jjj ; 26 W. R. 
625 ; see also In re Meikl^e Trade Mark, Hall, V.-C, 1876, 24 
W. R 1067, and notes to sect 68. 
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Rectification may be effected in three ways-— By (i.) making Ssot. 9a 
(ii.) expunging, or (iii.) varying an entry. Of these the last is 
practically a combination of the other two. The principal 
entries in the register will consist of (i.) the trade mark ; (2.) the 
name of the proprietor ; (3.) the class and description of goods ; 
(4.) the date of the application, and such other particulars as 
the Comptroller may think necessary : see Rule 32. 

(i.) Trade Mark : — (i.) As we have seen, the court under this 
section has apparently no jurisdiction to order the registration of 
a trade mark which the Comptroller in his discretion has refused. 
In the cases of opposition or of conflicting claims it is specially 
empowered by sect. 69 and Rule 29, and sect. 71 and Rule 42 
respectively. 

(ii.) The court has power to expunge an entry of a trade mark 
under this section on the application of a person aggrieved : see 
cases cited supra. 

Under the Act of 1875 the court would make an order to this 
effect on the application also of a registered owner, but such an 
application seems no longer necessary : see sect. 91, empowering 
the Comptroller to cancel an entry on request of the registered 
owner : see Ex parte ScUes, Pollard <k Co.^ Jessel, M.R., 1878, Seb. 
Dig. No. 620. 

(iii.) Under this section, upon the application of a person 
aggrieved the court will give leave to alter a trade mark in any 
particular not being an essential particular within the meaning 
of sect. 64 ; e.g.y by inserting on the register a disclaimer of a com- 
mon portion as defined in sect. 74 : In re Leonardt, Jessel, M.R., 
1878, Seb. Dig. No. 610 ; In re MitchelVs Trade Mark, Jessel, 
M.R., i878,W. N., p. 10 1 ; In re Kukn ds Co.^s Trade Mark, Jessel, 
M.R, 1878, 53 L. J. Ch. 238. 

A registered proprietor, however, seeking to make an alteration 
in his trade mark must proceed under sect. 92 and not under this 
section : see £x parte Walker db Co,, Malins, Y.-C, 1878, Seb. Dig. 
No. 624. 

(2.) Name of the Proprietor : — ^The rectification of the entry of 
the proprietor's name will be effected (i.) when a name has been 
omitted without sufficient cause, as explained above ; and (iL) 
when a name has been entered without sufficient cause. 

If mere cancellation is required by the registered owner, he 
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Sect. 9a should proceed under sect 91, but an alteration, other than mere 

cancellation, of the name, can only be effected on an application 

to the court under this section. 

Under the Act of 1875 it was held that when the original 
registration of a proprietor had been properly made, as would be 
the case when a name is omitted in the sense indicated above, the 
court could order one name to be substituted for another without 
further formalities being observed : In re Riut <k CoJs Trade Markj 
Jessel, M.R., 1 881, 44 L. T. N. S. 98 ; 29 W. R 393. See In re 
Farina^s Trade Mark, Jessel, M.R., 1881, ibid. 

But if the original application was defective in some particulars, 
or a wrongful act from the beginning, the court would only 
order cancellation and direct the rightful owner to make a fresh 
application : Bx parte Lawrervee Bros,, Jessel, M.R., 1878, 44 L. T. 
N. S. 98 ; 32 W. R. 392. 

The ground of the distinction seems to have been that the word 
'* rectification '' implied that not a wrong but an error had been 
committed, and that consequently the power to "rectify" only 
arose where there had been a mistake in the registration : see 
In re Ward, StuH <k Sharp's Trade Mark, Hall, V.-C, 1881, 50 
L. J. Ch. 347 ; 44 L. T. N. S. 97 ; 29 W. R. 395. 

Now, however, that an express power to make an entry is givea 
to the court, and the word *^ rectify,'' which was used in the Act 
of 1875, ^^^^ ^^^ appear, it may be fairly presumed that, in all 
cases where the court can expunge an entry of a name, it has 
power also to substitute another name, provided the statutory 
formalities in regard to advertising, &c, were duly observed on the 
original application : see Ex parte Lawrence Bros,, supra; and In re 
Hyde <k Go's Trade Mark, Jessel, M.R., 1879, 7 ^^' ^* 7^4 ; 54 L. 
J. Ch. 395 ; 38 L. T. N. S. 777 ; 26 W. R. 625 ; and In re 
MeikU^s Trade Mark, Hall, V.-C, 1876, 24 W. R. 1067. 

It is to be noticed in this connection that by sect. 79 (5), where- 
a trade mark has been removed from any cause whatever, such 
trade mark is, nevertheless, for the purpose of any application 
for registration during the five years next after the date of such 
removal, to be deemed to be still registered ; consequently, the 
only safe course for a person aggrieved seems to be to ask, not 
for mere cancellation, but for the substitution of his own name 
for the name entered on the register without sufficient cause. 
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Otherwise lie will be debarred for five years from registering bis Sect. 90. 
own mark. 

(3.) In respect of tbe remaining entries in the register it may be 
said generally that cancellation at tbe request of tbe registered 
proprietor may be effected under sect. 91, but rectification in any 
other manner or on the application of any other person can only 
be made by the court under this section. 

Where two manufacturers agreed that each should register the 
same trade mark, subject in each case to a note restricting user, 
and such notes were accidentally omitted, an application by both 
parties under this section to rectify the register by adding the 
restrictive notes was successful : In re MitchdVs and Houghton and 
Hcdlmark^B Trade Marks^ Chitty, J., 1884, 28 Ch. D. 666 ; 33 
W. R 408. 

As to the subdivision of classes see sect. 72, and as to the 
limitation of the user of trade marks by inserting a note on the 
register see sect. 62 (3). 

Costs. — As a rule, costs will be given to the successful applicant 
for rectification ; and this will be the case although lie gives no 
notice to the registered proprietor of his intention to take action 
in the matter : In re Kuhn & CoJs Trade Marky Jessel, M.R., 1878, 
53 L. J. Ch. 238 ; and although he offered no opposition to the 
original application, having overlooked the usual advertisements : 
In re Hydis Trade Marky Jessel, M.R., 1878, 7 Ch. D. 724; 38 
L. T. N. S. 777 ; 26 W. R. 625 ; 54 L. J. Ch. 395. 

The provision as to costs contained in this section applies 
presumably only to applications under the section, and not to 
applications to the court under sects. 69, 71, and 92. 

In any event it does not appear to extend tbe general rule, 
that the costs of and incident to all proceedings in the Supreme 
Court are in the discretion of the court (Rules of Court, 1883, 
Order Ixv. Rule i), to costs incurred previous to the application : 
see In re Brandreth's Trade Mark, Jessel, M.R., 1878, 9 Ch. D. 
618 ; 47 L. J, Ch. 816 ; 27 W. R. 281. 

In all cases where the Comptroller appears his costs will have 
to be paid, but it is not apparent that service of the notice of 
motion on him is essential : In re Riviere^s Trade Mark, Pearson, 
J., 1883, 26 Ch. D. 52 ; 53 L. J. Ch. 455 ; 49 L. T. N. S. 506; 
and see In re Rotherhand Trade Mark, C. A. 1880, 14 Ch. D. 585 ; 
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Sbct. 91. 49 L. J. Ch. 513 ; 43 L. T. N. S. i ; In re MaignerCs Application, 
Jessel, M.R., 1880, 28 W. R. 759. 

(2.) 

Damages, — This enactment is new. It is difficult to conceive of 
a case where damage can be shown excepting where there has been 
infringement. As to actions for damages generally, see notes to 
Merchandise Marks Act, 1862, sect. 22. 

(3) 

As to notifying the Comptroller of an order of the court, see 
Rule 44 and Form N. He may advertise the order if he think 
fit : Rule 47. 



Power for 91. The Comptroller may, on request in writing, 



clerical 
errors. 



cieri^^*^* accompanied by the prescribed fee, — 

(a.) Correct any clerical error in or in connection 
with an application for a patent, or for registration of 
a design or trade mark ; or 

(6.) Correct any clerical error in the name, style, or 
address of the registered proprietor of a patent, design, 
or trade mark. 

(c.) Cancel the entry or part of the entry of a trade 
mark on the register; provided that the applicant 
accompanies his request by a statutory declaration 
made by himself, stating his name, address, and calUng. 
and that he is the person whose name appears on the 
register as the proprietor of the said trade mark. 

All documents and drawings for amending which there is no 
special provision may be' amended by the Comptroller's leave 
(Rule 51), and in addition to the powers here given, the Comp- 
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troller is expressly empowered to alter the addresses of the pro- Sect. 92. 
prietors in the register (Rule 46). "~~ 

(a.) As to Form of Request, see Form Q. The fee on request 
to alter a clerical error is 5s; : see first schedule to Rules. 

(6.) See also Rule 46 and Form M. 

(e.) For the form of application to cancel, see Form O, and of 
declaration to accompany it, see Form P. As to mode of making 
declarations, see Rule 58. 

This section empowers the Comptroller to cancel an entry, or 
part of an entry, on the application of the registered proprietor. 
An alteration in the trade mark itself can only be effected under 
sect. 92. 

Persons aggrieved by an entry can obtain the rectification of 
the register by its removal under sect. 90. 

Under the Act of 1875 a trade mark would be removed by the 
court on an application by the registered proprietor : Ex pa/rte 
Sales, Pollard <fc Co., Jessel, M.R., Seb. Dig. No. 620. 

And a trade mark registered in respect of all the goods in a 
class, might be limited, on the application of the registered pro- 
prietor, to certain specified goods only, by means of an addition 
to the entry in the register : In re Lt/saght, Jessel, M.R., 1878, 
Seb. Dig. No. 623. 

As such an alteration as this amounts to more than cancellation, 
an application to the court may still be necessary to effect it. 
This will be made under sect. 90, by motion : see Ex parte 
StephenSy Jessel, M.R., 1876, 24 W. R. 819. 

The Comptroller and also the Board of Trade have, however, 
power in the case of new applications to register trade marks sub- 
ject to such a condition : see sect. 62 (4), and Rule 32. 

92. (i.) The registered proprietor of any registered Alteration 

of registered 

trade mark may apply to the court for leave to add to mark. 
or alter such mark in any particular, not being an 
essential particular within the meaning of this Act, 
and the court may refuse or grant leave on such terms 
as it may think fit 

(2.) Notice of any intended application to the court 
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^*^93. under this section shall be given to the Comptroller by 
the applicant ; and the Comptroller shall be entitled 
to be beard on the application. 

(3.) If the court grants leave, the Comptroller shall, 
on proof thereof and on payment of the prescribed fee, 
cause the register to be altered in conformity with the 
order of leava 

This is practically a re-enactment of Bales 34 and 35 of the 
Rules of 1883. 

As to what constitutes an essential particular, see sect. 64. 

The application has usually been by motion. lender the Act of 
1875, the address of the proprietor inserted in the trade mark was 
allowed to be changed ; Ex parte Walker <k Co., Malins, V.-C, 1878, 
Seb. Dig. No. 624. 

Notice must be given to the Comptroller fourteen days, at 
least, before the application : see Rule 48. 

As to the mode of informing the Comptroller of the order, see 
Rule 44 and Form N. 

Representations of the trade mark as altered must also be sup- 
plied : Rule 48. The fee for entering an alteration in the register 
is I OS. : see first schedule to the Rules. 

The Comptroller may, if he think fit, make public the altera- 
tion in the register by advertisement or otherwise at the expense 
of the applicant : Rule 47. 

As to the cancellation of an entry upon the application of the 
registered proprietor, see sect 91, and upon the application of any 
person aggrieved, see sect 90. 

The costs of the Comptroller's appearance will have to be pro- 
vided for: see In re Maignen's Application,, Jessel, M.R., 1880, 
28 W. R 759 ; In re Rotherham^s Trade Mark, C. A. 1880, 14 Ch. 
D. 585 ; 49 L. J. Ch. 513 ; 43 L. T. N. S. i ; In re Riviere's Trade 
Mark, Pearson, J., 1883, 26 Ch. D. 52 ; 53 L. J. Ch. 455 ; 49 L. T. 
N. S. 506. 

PaiBification 93. If any person makes or causes to be made a 

of entries in ^ *• 

register, false entry in any register kept under this Act, or a 
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"writing falsely purporting to be a copy of an entry in Siors. 94, 
any such register, or produces or tenders or causes to -^' 
be produced or tendered in evidence any such writing, 
knowing the entry or writing to be false, he shall be 
guilty of a misdemeanor. 

This section is based on sect. 37 of the Patents Act of 1852 
(15 & 16 Vict, c. 83), which, however, was only applicable to 
patents. 

As to the punishment of a misdemeanor in the Isle of Man, 
see sect. 112. 

94. Where any discretionary power is by this Act Exercise of 

diflcretion- 

given to the Comptroller, he shall not exercise that ary power 
power adversely to the applicant for a patent, or for trouer. 
amendment of a specification, or for registration of a trade 
mark or design, without (if so required within the pre- 
scribed time by the applicant) giving the applicant an 
opportunity of being heard personaUy or by his agent. 

As to the exercise of discretionai^^ powers, see Rules 17-19. 

96. The Comptroller may, in any case of doubt or Power of 
difficulty arising in the administration of any of the to take 

•^ ° •' directions of 

provisions of this Act, apply to either of the law officers ^"^ officen.. 
for directions in the matter. 

**Law officer" means the Attorney-General or the Solicitor- 
General for England : sect. 117. 

96. A certificate purporting to be under the hand of certificate 

of Comp- 

the Comptroller a3 to any entry, matter, or thing which troUer to be 

^ " *> ^ evidence. 

he is authorised by this Act, or any general rules made 
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Sect. 97. thereunder, to make or do, shall be primd fa>cie evidence 
of the entry having been made, and of the contents 
thereof, and of the matter or thing having been done 
or left undone. 

This is based on sect. 8 of the Act of 1875, which, however, 
provided that the certificate should be evidence, not primd facie 
evidence merely. 

The Comptroller is empowered (sect, yy) to grant a certificate 
of his refusal to register an old mark, if he is requested to do so 
(see Form L), and also on request (Forms B and S) to give a 
certificate of any entry, matter, or thing, which he is authorised to 
make or do, for the purpose of legal proceedings or other special 
purpose (Rule 57). See also Form T^ The Instructions (39) 
contemplate the giving of certificates of four kinds : — 

(i.) For use in legal proceedings : Form S, fee los. 

(ii.) For use in applying for registration in foreign countries : 
Form R, fee 5s. 

(iii.) Of any application and proceedings : Form T^, fee 5s. 

(iv.) Of refusal to register an old mark : Form L, fee £1, 

As to obtaining these forms and the payment of the fees, see 
Instructions 2 and 3. 

Applications 97. (i.) Any application, notice, or other document 

and notices 

by post. authorised or required to be left, made, or given at the 
Patent Office or to the Comptroller, or to any other 
person under this Act, may be sent by a prepaid letter 
through the post ; and if so sent shall be deemed to 
have been left, made, or given respectively at the time 
when the letter containing the same would be delivered 
in the ordinary course of post. 

(2.) In proving such service or sending, it shall be 
sufficient to prove that the letter was properly addressed 
and put into the post 
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There is a fiimilar provisioii in regard to the Rules : see Sects. 98, 
Rule 16. 99. 

98. Whenever the last day fixed by this Act, or by ProviBion 

•^ •' 7 J as to days 

any rule for the time being in force, for leaving any ^^^^^^ 
document or paying any fee at the Patent Ofl&ce shall ** ^^^ 
fall on Christmas Day, Good Friday, or on a Saturday or 
Sunday, or any day observed as a holiday at the Bank 
of England, or any day observed as a day of public, 
fast or thanksgiving, herein referred to as excluded 
days, it shall be lawful to leave such document or 
to pay such fee on the day next following such 
excluded day or days if two or more of them occur 
consecutively. 

99. If any person is, by reason of infancy, lunacy, or Declaration 

by infant^ 

other inability, incapable of making any declaration or lunatic, &c. 
doing anything required or permitted by this Act or by 
any rules made under the authority of this Act, then 
the guardian or committee (if any) of such incapable 
person, or if there be none, any person appointed by 
any court or judge possessing jurisdiction in respect of 
the property of incapable persons, upon the petition of 
any person on behalf of such incapable person, or of 
any other person interested in the making such declara- 
tion or doing such thing, may make such declaration 
or a declaration as nearly corresponding thereto as cir- 
cumstances permit, and do such thing in the name and 
on behalf of such incapable person, and all acts done 
by such substitute shall for the purposes of this Act be 
86 effectual as if done by the person for whom he is 
substituted. 

K 
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Sects. ioo» So far as this section has reference to trade marks, it is based 

lOI 

! upon Rule 67 of the Rules of 1883 made under the Act of 1875. 



TransmiB- 
sion of 
certified 
printed 
copies of 
specifica- 
tions, Ac. 



Power for 
Board of 
Trade to 



100. Copies of all specifications, drawings, and 
amendments left at the Patent Office after the com- 
mencement of this Act, printed for and sealed with 
the seal of the Patent Office, shall be transmitted to 
the Edinburgh Museum of Science and Art, and to 

*the Enrolments Office of the Chancery Division in 
Ireland, and to the EoUs Office in the Isle of Man, 
within twenty-one days after the same shall respec- 
tively have been accepted or allowed at the Patent 
Office; and certified copies of or extracts from any- 
such documents shall be given to any person requiring 
the same on payment of the prescribed fee ; and any 
such copy or extract shall be admitted in evidence in 
all courts in Scotland and Ireland and in the Isle of 
Man without further proof or production of the 
originals. 

This section is based upon 16& 17 Vict., c. 115, sect. 5, which, 
however, was applicable to patents only ; the language of the 
above section is wide enough to include designs and trade marks 
as well, but probably this is not intended. 

In respect of trade marks in classes of textiles from class 23 to 
class 35 r A branch office exists at Manchester where searches may 
be made : Instruction 38. 

As to admission of certified copies of entries, &c., as evidence, 
see sect. 89. 

101. (i.) The Board of Trade may, from time to 
time, make such general rules and do such things as 
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they think expedient, subject to the provisions of this Seot. ioi. 

A.Ct— ^ make 

general 

(a.) For regulating the practice of registration under ^Jji/Sii 

(6.) For classifying goods for the purposes ofof'prt^t 
designs and trade marks : 

(c) For making or requiring duplicates of specifica- 
tions, amendment, drawings, and other documents. 

(d.) For securing and regulating the publishing and 
selling of copies, at such prices and in such manner as 
the Board of Trade think fit, of specifications, drawings, 
amendments, and other documents : 

(e.) For securing and regulating the making, print- 
ing, publishing, and selling of indexes to, and abridg- 
ments of, specifications and other documents in the 
Patent Office; and providing for the inspection of 
indexes and abridgments and other documents : 

(/) For regulating (with the approval of the 
Treasury) the presentation of copies of Patent Office 
publications to patentees and to public authorities, 
bodies, and institutions at home and abroad : 

(g.) Generally for regulating the business of the 
Patent Office, and all things by this Act placed under 
the direction or control of the Comptroller, or of the 
Board of Trade. 

(2.) Any of the forms in the first schedule to this 
Act may be altered or amended by rules made by the 
Board as aforesaid. 

(3.) General rules may be made under this section 
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sbot. ioi. at any time after the passing of this Act, but not so as 
to take effect before the commencement of this Act, 
and shall (subject as hereinafter mentioned) be of the 
same effect as if they were contained in this Act, and 
shall be judicially noticed. 

(4.) Any rules made in pursuance of this section 
shall be laid before both Houses of Parliament, if 
Parliament be in session at the time of making 
thereof, or, if not^ then as soon as practicable after the 
beginning of the then next session of Parliament, and 
they shall also be advertised twice in the official 
journal to be issued by the Comptroller. 

(5.) If either House of Parliament, within the next 
forty days after any rules have been so laid before 
such House, resolve that such rules or any of them 
ought to be annulled, the same shall after the date of 
such resolution be of no effect, without prejudice to 
the validity of anything done in the meantime ^ under 
such rules or rule or to the. making of any new rules 
or rule. 

Under the Act of 1875, sect 7, the power of making rules was 
vested in the Lord Chancellor. 

(a.) Practice of registration : see Rules 7-16. 

(6.) Classification of goods : see Bule 6 and third schadole. 

(2-) 

Form F in the schedule has been withdrawn and a new form 
substituted : see Bule 4 and the second schedule to the Rul^s. 
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(3*) S10T8. 102, 
Commencement of the Act was Dec. 31, 1883 : sect 3'. ZL 

(4.) 

The annual reports of the Comptroller, which are to be laid 
before both Houses of Parliament^ are to contain the general rules 
made during the preceding year : see sect 102. 

102. The Comptroller shall, before the first day of Annual 

*■ " reports of 

June in every year, cause a report respecting the^omp- 
execution by or under him of this Act to be laid 
before both Houses of Parliament, and therein shall 
include for the year to which each report relates all 
general rules made in that year under or for the 
purposes of this Act, and an account of all fees, salaries, 
and allowances, and other money received and paid 
under this Act * 



International and Colonial Arrangements. 
103. (i.) If her Majesty is pleased to make any interna. 

, . . tionftl 

arrangement with the government or governments of ammge- 
any foreign state or states for mutual protection of pjoj^^j^^jn 
inventions, designs, and trade marks, or any of them, dwig^s, and 
then any person who has applied for protection for^S^ka. 
any invention, design, or trade mark in any such 
state, shall be entitled to a patent for his invention or 
to registration of his design or trade mark (as the 
case may be) under this Act, in priority to other 
applicants ; and such patent or registration shall have 
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Sect. 103. the same date as the date of the protection obtained 
in such foreign state. 

Provided that his application is made, in the case 
of a patent, within seven months, and in the case of a 
design or trade mark within four months, from his 
applying for protection in the foreign state with which 
the arrangement is in force. 

Provided that nothing in this section contained 
shall entitle the patentee or proprietor of the design 
or trade mark to recover damages for infringements 
happening prior to the date of the actual acceptance 
of his complete specification, or the actual registration 
of his design or trade mark in this country, as the 
case may be, 

(2.) The publication in the United Kingdom, or 
the Isle of Man, during the respective periods aforesaid 
of any description of the invention, or the use therein 
during such periods of the invention, or the exhibition 
or use therein during such periods of the design, or 
the publication therein during such periods of a 
description or representation of the design, or the use 
therein during such periods of the trade mark, shall 
not invalidate the patent which may be granted for the 
invention, or the registration of the design or trade mark. 

(3.) The application for the grant of a patent, or 
the registration of a design, or the registration of a 
trade mark under this section, must be made in the 
same manner as an ordinary application under this 
Act : Provided that, in the case of trade marks, any 
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trade mark the registration of which has been duly Sect. 103. 
applied for in the country of origin may be registered 
under this Act : 

(4.) The provisions of this section shall apply only 
in the case of those foreign states with respect to 
which her Majesty shall from time to time, by Order 
in Council, declare them to be applicable, and so long 
only in the case of each state as the Order in Council 
shall continue in force with respect to that state. 

Prior to the Begistration Acts, an alien could acquire such a 
right to the exclusive right of a trade mark as would entitle 
him to bring an action in England to prevent its infringements 
"I apprehend that every subject of every country, not being 
an alien enemy — and even to an alien enemy the court has 
extended relief in cases of fraud — ^has a right to apply to this 
court^ to have a fraudulent injury to his property arrested. And 
here the plaintiffs have the right — a right recognised, I imagine, 
everywhere in the world, or at least in every civilised com- 
munity—of saying. We, being the manufacturers of certain 
goods, claim that another man shall not manufacture goods, 
and put upon them our trade mark, and then pass them off as 
manufactured by us :" per Wood, V.-C, 1857, Collins Co. v. Cowen^ 
3 K. & J. 428 ; 3 Jur. N. S. 929 ; 29 L. T. 245 ; 30 L. T. 62 ; 
5 W. R 676. See also Collins Co, v. BeeveSy Stuart, V.-C, 1858, 28 
L. J. Ch. 56 ; 4 Jur. N. S. 865 ; 33 L. T. loi ; 6 W. R. 717 ; and 
see notes to the Merchandise Marks Act, 1862, sect. i. 

By Rule 5 of the Rules under the Act of 1875, it was provided 
that an alien could apply for the registration of a trade mark under 
that Act ; but it appears that in order to succeed in his appli- 
cation it was essential that he should have used the trade mark 
in Qreat Britain, otherwise he could have acquired no property 
in it by common repute ; mere user abroad would not suffice : 
In re Leonard and Elli^ Trade Mark, C. A. 1884, 26 Cb. D. 288 ; 
53 L. J. Ch. 603 ; 51 L. T. N. S. 35 ; In re Rivieres Trade Mark^ 
C. A. 1884, 26 Ch. D. 48 ; 53 L. J, Ch. 578 ; 50 L. T. N. S. 763 ; 
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Seot. Z04. 32 W. R. 390 ; In re Munek^B Applicatun^ Chitty, J., 1883, 50 
L. T. N. S. 12 ; W. N., p. 17a 

If the trade mark be in use in Great Britain, an alien owner 
may doubtlessly apply for its regiBtration under this Act also in 
the ordinary way, being ^ a person claiming to be the proprietor ^ 
within the meaning of sect. 62 ; see also Mauson v. Boehm, 
Chitty, J., 1884, 26 Ch. D. 398 ; 53 L. J. Ch. 932 ; 50 L. T. N. S. 
784 ; 32 W. R. 612. 

If, however, there has been no user in this country, then an 
alien owner of a trade mark can only apply for registration under 
this Act, provided he has already applied for protection in a 
foreign state to which the above section 103 has, by Order in 
Council, been declared applicable. Then, it would appear from 
sub.-9ect. 3, he is entitled to registration without going through 
the formality of the usual mode of application ; but how other- 
wise he is to obtain registration does not appear. 

Again, if protection has been applied for in a foreign state, with 
which an arrangement has been made for mutual protection, any 
person who has so applied is ipw fotcto entitled to registzation 
under this Act, in priority to other applicants ; and the registra- 
tion is to date back to the time when protection was obtained in 
the foreign state. This provision, if taken literally, is calculated 
to work great injustice. 

The whole section is so vague and confused that it is impos- 
sible to suggest what will be the construction ultimately placed 
upon it 

The section has been declared by Order in Council to be appli- 
cable to Belgium, Brazil, France, Guatemala, Italy, Netherlands, 
Portugal, Salvador, Servia, Spain, Switzerland, Ecuador, and 
Tunis, with which countries an arrangement for mutual protection 
has been made. 

Provision 104. (i.) Where it is made to appear to her 

and indii^^ Majesty that the Legislature of any British possession 

has made satisfactory provision for the protection of 

inventions, designs, and trade marks, patented or 

registered in this country, it shall be lawful for her 
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Majesty from time to time, by Order in Council, to Swrr. 105, 
apply the provisions of the last preceding section, with 
such variations or additions, if any, as to her Majesty 
in Council may seem fit, to such British possession. 

(2.) An Order in Council under this Act shall, 
from a date to be mentioned for the purpose in the 
Order, take eflFect as if its provisions had been contained 
in this Act; but it shall be lawful for her Majesty in 
Council to revoke any Order in Council made under 
this Act. 

*' British possession" means any territory or place situate 
within her Majesty's dominions not being or forming part of the 
United Kingdom, or of the Channel Islands, or of the Isle of 
Man : see sect. 117. 

Offences. 

105. (1.) Any person who represents that any Penalty on 
article sold by him is a patented article, when no presenting 
patent has been granted for the same, or describee any patented. 
design or trade mark applied to any article sold by 
him as registered which is not so, shall be liable for 
every offence on summary conviction to a fine not 
exceeding five pounds. 

(2.) A person shall be deemed, for the purposes of 
this enactment, to represent that an article is patented 
or a design or a trade mark is registered, if he sells 
the article with the word " patent^" " patented/' " regis- 
tered," or any word or words expressing or implying 
that a patent or registration has been obtained for the. 
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SjECT. 106. article stamped, engraved, or impressed on, or other- 
wise applied to, the article. 

This section follows sect. 7 of the Patents Act of 1835 (5 & 6 
Will. IV., c. 83), as to patents ; see sect 11 of the Act of 1843 
(6 & 7 Vict, c 65) as to designs. 

Sect. 7 of the Merchandise Marks Act, 1862 (25 & 26 Vict, c 
SS)j imposes a penalty of not more than £^ nor less than los. 
upon any one who shall untruly represent goods to be the subject 
of an existing patent, privilege, or copyright. A person himself 
wrongfully making use of the word ^' patent" in his trade mark, 
cannot take advantage of the Act, but if an article has been sold 
during the existence of a patent as a " patent " article, it may 
properly be. sold as such even after the expiry of the patent: 
Morgan y. M^Adam, Wood, V.-C, 1866, 36 L. J. Ch. 228; 15 
L. T. N. S. 348. And the same rule will possibly hold under 
this Act, for it is to be noticed that the words used are '* when 
no patent has been granted for the same," which obviously do 
not cover the case of an expired patent Care must, however, 
be taken, if the patent has expired, not to represent that it is 
subsisting ; Cheamn v. WaUcer, C. A. 1877, 5 Ch. D. 850 ; 46 
L. J. Ch. 686 ; 36 L. T. N. S. 938 ; see also Edelstm v. Vick^ 
Wood, V.-C, 1853, II Hare 78 ; 18 Jur. 7 ; Marshall v. Ross^ 
James, V.-C, 1869, L. R. 8 Eq. 651 ; 39 L. J. Ch. 225 ; 21 
L. T. N. S. 260 ; 17 W. R 1086. See notes to sect. 73, and to 
Merchandise Marks Act, 1862, sect 7. 

As to summary conviction in Scotland, see sect. 108 ; in the 
Isle of Man, see sect. 112 ; and in Ireland, see sect 117.. 

Penalty on 106. Any porson who, without the authority of 
riJSd* ^ her Majesty, or any of the royal family, or of any 

assumption . • 

of royal government department, assumes or uses in conneo 
tion with any trade, business, calling, or profession^ 
the royal arms, or arms so nearly resembling the 
same as to be calculated to deceive, in such a manner 
as to be calculated to lead other persons to believa 



arms. 
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that he is carrying on his trade, business, calling, or Sects. 107, 
profession by or under such authority as aforesaid, — - 
shall be liable on summary conviction to a fine not 
exceeding twenty pounds. 

As to smnmary conviction in Scotland, 6ee sect. 108 ; in the 
Isle of Man, see sect. 112 ; and in Ireland, see sect 117. The 
royal arms, or arms so nearly resembling them as to deceive, 
will not be registered as a new trade mark ; see Instruction 30. 



Scotland; Ireland; &e. 

107. In any action for infringement of a patent in saving for 

" . courts in 

Scotland the provisions of this Act, with respect to Scotland. 
calling in the aid of an assessor, shall apply, and the 
action shall be tried without a jury, unless the court 
shall otherwise direct; but otherwise nothing shall 
aflfect the jurisdiction and forms of process of the 
courts in Scotland in such an action or in any action 
or proceeding respecting a patent hitherto competent 
to those courts. 

For the purposes of this section *' court of appeal ** 
shall mean any court to which such action is ap- 
pealed. 

Since the term '' court of appeal " is not previously used in 
the section, the object of the last clause is not apparent By 
sect III the term '* the court " as applied to Scotland is defined 
as any Lord Ordinary of the Court of Session, and the term 
^ court of appeal " as either division of the said court 

108. In Scotland any offence under this Act de- summary 

proceedings 

clared to be punishable on summary conviction may ^ Scotland. 
be prosecuted in the sheriff court 
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SiciB. 109^ It IS sa offeaee punisbable on siimiiuiiy conTiction for any 

n <^ II I. pojgQ]^ ^ describe a inde mark as r^^istered whicli i& not so 

(see sect 105), or to aasnme without authority the rojal arms in 

suck a manuer as to lead other penons to belieye that he is 

cairying on his trade under such authori^ : sect. 106. 

F»>o««i^n8* 109. (i.) Proceedings in Scotland for levocation of 

for raTocur ^^ 

^!Sta^in * patent shall be in the form of an action of reduc- 
dootund. ^Q^ ^|. ^^ instance of the Lord Advocate, or at the 
instance of a party having interest with his concur- 
rence, which concurrence may be given on just cause 
shown only. 

(2.) Service of all writs and summonses in that 
action shall be made according to the forms and 
practice existing at the commencement of this Act 

^^2? 110* -^ parties shall, notwithstanding anything 
inireiMid, ^ ^jjg j^^^ y^^^^ ^ Ireland their remedies under or 

in respect of a patent as if the same had been granted 
to extend to Ireland only. « 

oenex«i . 111. (i.) The provisious of this Act conferring a 

Bftvinir for 

juriacBction spccial jurisdiction on the court as defined by this 
Act, shall not, except so far as the jurisdiction ex- 
tends, affect the jurisdiction of any court in Scotland 
or Ireland in any proceedings relating to patents or 
to designs or to trade marks ; and with reference to 
any such proceedings in Scotland, the term "the 
court " shall mean any Lord Ordinary of the Court 
of Session, and the term ''court of appeal" shall 
mean either division of the said court; and with 
reference to any such proceedings in Ireland, the 
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terms "the court" and "the court of appeal" re- Sect. na. 
spectively mean the High Court of Justice in Ireland 
and her Majesty's Court of Appeal in Ireland. 

(2.) If any rectification of a register under this 
Act is required in pursuance of any proceeding in a 
court in Scotland or Ireland, a copy of the order, 
decree, or other authority for the rectification, shall 
be served on the Comptroller, and he shall rectify 
the register accordingly. 

^ The court/' as defined hj this Act, means (subject to the 
provisions for Scotland, Ireland, and the Isle of Man) her 
Majesty's High Court of Justice in England : see sect 117. 

As to notification of orders to Comptroller, see Rule 44. 

112. This Act shall extend to the Isle of Man, isie of mmu 
and— 

(i.) Nothing in this Act shall afiFect the jurisdic- 
tion of the courts in the Isle of Man, in proceedings 
for infringement or in any action or proceeding re- 
specting a patent, design, or trade mark competent 
to those courts ; 

(2.) The punishment for a misdemeanor under this 
Act in the Isle of Man shall be imprisonment for any 
term not exceeding two years, with or without hard 
labour^ and with or without a fine not exceeding one 
hundred pounds, at the discretion of the court ; 

(3.) Any oflfence under this Act committed in the 
Isle of Man which would in England be punishable 
on summary conviction may be prosecuted, and any 
fine in respect thereof recovered at the instande of 
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Sect. 113. any person aggrieved, in the manner in which offences 
punishable on summary conviction may for the time 
being be prosecuted 

It is a misdemeanor under the Act to make or to cause to 
be made a false entry in any register kept thereunder or a 
writing falsely purporting to be a copy of an entry in any such 
register : see sect. 93. 

It is an offence punishable on summary conviction for any 
person to describe a trade mark as registered which is not so 
(see sect. 105), or to assume without authority the royal arms in 
such a manner as to lead other persons to believe that he is 
carrying on Ids trade under such authority : sect 106. 

Repeal; Traiisiticmal Provisions ; Savings. 

Repeal and 113. The cnactmcnts described in the third schedule 
JJIt^pe-*^ ' to this Act are hereby repealed. But this repeal of 

ration of j. j. i n i. 

repealed cuactmcnts Shall not 

enact- 

ments, Ac. (a.) Affect the past operation of any of those 
enactments, or any patent or copyright or right to use 
a trade mark granted or acquired, or application pend- 
ing, or appointment made, or compensation granted, 
or order or direction made or given, or right, privilege, 
obligation, or liability acquired, accrued, or incurred, 
or anything duly done or suffered under or by any of 
those enactments before or at the commencement of 
this Act ; or 

(6.) Interfere ydth the institution or prosecution of 
any action or proceeding, civil or criminal, in respect 
thereof, and any such proceeding may be carried on 
as if this Act had not been passed ; or 
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(c.) Take away or abridge any protection or bene- Srots. 114, 
fit in relation to any such action or proceeding. — 

The date of the commencement of the Act is December 31, 
1883 : see sect. 3. 

The Register of Trade Marks kept under the Act of 1 875, hereby- 
repealed, is to be deemed part of the new register established 
under sect 78. 

114. (i.) The registers of patents and of proprietors Former 
kept under any enactment repealed by this Act shall ^ deemed 

r ^ z J continued. . 

respectively be deemed parts of the same book as the 
register of patents kept under this Act. 

(2.) The registers of designs and of trade marks kept 
under any enactment repealed by this Act shall respec- 
tively be deemed parts of the same book as the register 
of designs and the register of trade marks kept under 
this Act 

The register of trade marks existing at the date of the passing 
of this Act was that established by sect, i of the Act of 1875 
under the superintendence of the Commissioners of Patents. 

As to registration under this Act see sect. 78, and Rules 30 

115. All general rules made by the Lord Chancellor savinff for 

existing 

or by any other authority under any enactment repealed "^lea. 
by this Act, and in force at the commencement of this 
Act, may at any time after the passing of this Act be 
repealed, altered, or amended by the Board of Trade, 
as if they had been made by the Board under this 
Act, but so that no such repeal, alteration, or amend- 
ment shall take effect before the commencement of this 
Act ; and, subject as aforesaid, such general rules shall. 
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Seotb. ii6, 8Q far as tbey are consistent with and are not super- 
— 1 seded by this Act, continue in force as if they had been 
made by the Board of Trade under this Act. 

See Rule 60, which repeals all previous rules relating to trade 
marks. 

Saving for 116. Nothing iu this Act shall take awav, abridge, or 

prerogativo. v o » 

prejudicially affect the prerogative of the Crown in 
relation to the granting of any letters patent or to 
the withholding of a grant thereof. 

General De/mitums* 
Genond 117. (i.) In and for the purposes of this Act, unless 

definitions. ^ ^ r r » 

the context otherwise requires, — 

" Person " includes a body corporate : 

"The court" means (subject to the provisions for 
Scotland, Ireland, and the Isle of Man) her Majesty's 
High Court of Justice iu England : 

" Law officer" means her Majesty's Attorney-General 
or Solicitor-General for England : 

"The Treasury" means the Commissioners of Her 
Majesty's Treasury : 

"Comptroller" means the Comptroller-General of 
Patents, Designs, and Trade Marks : 

"Prescribed" means prescribed by any of the 
schedules to this Act, or by general rules under or 
within the meaning of this Act : 

"British possession" means any territory or place 
situate within her l^jesty's dominions, and not being 
or forming part of the United Kingdom, or of the 
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Channel Islands, or of the Isle of Man ; and all terri- Skct.'"ix7. 
tories and places under one Legislature, as hereinafter 
defined, are deemed to be one British possession for the 
purposes of this Act : 

"Legislature" includes any person or persons who 
exercise legislative authority in the British possession ; 
and where there are local Legislatures as well as a 
central Legislature, means the central Legislature only. 

In the application of this Act to Ireland, " summary 
conviction** means a conviction under the Summary 
Jurisdiction Acts, that is to say, with reference to the 
Dublin Metropolitan Police District the Acts regu- 
lating the duties of justices of the peace and of the 
police for such district, and elsewhere in Ireland the 
Petty Sessions (Ireland) Act, 185 1, and any Act amend- 
ing it 

As to tli« meaning of ^ the court " in reference to Scotland 
and Ireland, see sect. in. 

SCHEDULES. 

The First Schedule : — Forms of Applicatwrif dtc. 

N,B. — For the only form relating to trade marks, Form F in 
the second schedule to the Rules has been substituted : see Rule 
^po9t. 

The Second Schedxde : — Fees on Instruments for Obtaining Patents. 

The Third Schedule : — Enactments Repealed {inter alia). 

38 & 39 Yict, c 9i.-^The Trade Marks Registration Act, 1875. 

39 & 40 Vict, c 33. — The Trade Marks Registration Amendment 

Act, 1876. 

40 & 41 Vict., c. 37. — The Trade Marks Registration Extension 

Act, 1877. 

L 
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By virtue of the provisions of the Patents, Designs, 
and Trade Marks Act, 1883, the Board of Trade do 
hereby make the following Eules : — 

Preliminary. 

I. These Bules may be cited as the Trade Marks 
Boles, 1883, and shall come into operation from and 
immediately after the 31st day of December 1883. 

These Bules are made by the Board of Trade tinder sect. 10 1 
of the Act Under the Act of 1875 the Lord Chancellor, with 
the assent of the Treasury, was authorised to make general rules. 
They are now wholly repealed : see Bule 60. 

Interpretation. 

interpretA- 2. In the construction of these Bules any words 
^^ herein used, defined by the said Act, shall have the 

meanings thereby assigned to them respectively. 

See, for interpretation of terms, sect 1 17 of the Act 

Fees. 
FeeB. 3* ^6 f^^s to be paid in pursuance of the said Act, 



TRADE MARKS RULES, I883. 163 

SO far as it relates to trade marks, shall be the fees 
specified in the first schedule hereto. 

See sect 80 of the Act The fees are payable only by means 
of impressed stamps on the various authorised forms : see Instruc- 
tion 2. 

Forms. 

4. The Form F in the first schedule to the said Act Forms, 
shall be altered or amended by the substitution there- 
for of the Form F in the second schedule to these 
Eules. 

Form F in the schedule to the Act was withdrawn in pursuance 
of sect. 62. 

5. (i.) An application for registration of a trade mark 
shall be made in the Form F in the second schedule to 
these Bules. (2.) The remaining forms in such schedule 
may be used in all cases to which they are applicable. 

As to the forms and the places where they may be obtained, 
see Instruction 3. It would seem that the use of these forms is 
obligatory, for payment of the fees will be accepted only in the 
stamps impressed upon them : see Instructions 2 and 36. 

Classificatwn of Goods. 

6. For the purposes of trade marks registration and ciassifica- 
of these Bules, goods are classified in the manner goods, 
appearing in the third schedule hereto. 

If any doubt arises as to what class any particular 
description of goods belongs to, the doubt shall be 
determined by the Comptroller. 
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See Beet 65 of the Act. A guide to the elassificatum of goods 
is furnished at the Patent Office : see Instruction 20. 

The ohject of the classification of the kind adopted is not very 
apparent, seeing that the subdivision of classes is permissible, 
and the existing restriction on registration consists of a prohibi- 
tion against the registration of identical or similar marks, not in 
respect of the same class of goods, but only in respect of the same 
goods or description of goods : see sect 72. 

Application for Registration. 

Application J. An application for registration of a trade mark, if 
made by any firm or partnership, may be signed by 
some one or more members of such firm or partnership, 
as the case may be. 

If the application be made by a body corporate it 
may be signed by the secretary or other principal officer 
of such body corporate. 

As to applications generally, see sect 62, and Instructions 8-20. 
For form of application see Form F in the second schedule. 

A separate application form is required, for each class : Instruc- 
tion 10. As to applications by a firm or company, see Instruc- 
tion II. 

Agency. 8. An application for registration and all other com- 

munications between the applicant and the Comptroller 
may be made by or through an agent duly authorised 
to the satisfaction of the Comptroller, 

An agent signing an application should add the description 
"agent :" Instruction 12. 

Acknow. 9. On receipt of the application the Comptroller 
appiioauon. shall fumish the applicant with an acknowledgment 
thereof. 
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Id. Where application is made to register a trade oontent* of 

form of 

mark which was used by the applicant or his pre- »??"<»**<>»• 
decessors in business before the 13th of August 1875, 
the application shall contain a statement of the time 
during which and of the person by whom it has been 
so used in respect of the goods mentioned in the appli- 
cation. 

As to the advantages pertaming to an application lor registra- 
tion of an old mark, see sects. 64 and 72. A statutory declaration 
of the length of user is no longer necessary. 

1 1. Subject to any other directions that may be given sim, ao., of 

* documents. 

by the Comptroller, all applications, notices, counter- 
statements, representations of marks, papers having 
representations affixed, or other documents required by 
the said Act or by these Bules to be left with or sent to 
the Comptroller or to the Cutlers' Company, shall be 
upon foolscap paper of a size of 13 inches by 8 inches, 
and shall have on the left-hand part thereof a margin 
of not less than one inch and a half. 

As to Cutlers' Company, see sect 81 and Rules 53-56 and 
Instruction 37. 

12. In the case of an application for the registration ouaiifica- 
of a trade mark used on any metal goods, other than goodo. 
cutlery, edge-tools, and raw steel, the applicant shall 
state in the specification of goods in the form of appli- 
cation of what metal or metals the goods in respect to 
which he applies are made. 

See also Instruction 14. 
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»«pwMate. 13. Subject to any other directions that may be given 
trade mwk. by the Comptroller, three representations of each trade 
mark, except in the case of marks applied for in classes 
23 to 35 inclusive, must be supplied upon paper of 
the size aforesaid, and must be of a durable nature. 
One of such representations must be made upon or 
affixed to the form of application, the others upon 
separate half-sheets. In the case of trade marks ex- 
ceeding the limits of the foolscap paper of the size 
aforesaid, such marks may be pasted and folded upon 
the sheets of foolscap. 

In the case of marks applied for in classes 23 to 35 
inclusive, the applicant shall supply four representa- 
tions of each mark for each class. 

Where a drawing or other representation or specimen 
cannot be given in manner aforesaid, a specimen or copy 
of the trade mark may be sent either of full size or on 
a reduced scale, and in such form as the Comptroller 
may think most convenient. 

The Comptroller may, if dissatisfied with the repre- 
sentation of a trade mark, require a fresh representation, 
either before he proceeds with the application or before 
he registers the trade mark. 

The Comptroller may also, in exceptional cases, 
deposit in the Patent Office a specimen or copy of any 
trade mark which cannot conveniently be shown by a 
representation, and may refer thereto in the register 
in such manner as he may think fit. 

As to representations, see Instructions 13, 16, and 17. 
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Four representations are required in the textile classes, so that 
one of them may be exhibited at Manchester : Instruction 38. 

One representation is affixed to the form of application (Form 
F), and the additional representations to separate sheets of paper 
(Form G). 

14. When an application relates to a series of trade Beprwenta. 

^ ^*- tiozLB of a 

marks diflfering from one another in respect of the f®'*®* <>' . 

o ^ trademarks. 

particulars mentioned in sect 66 of the said Act, 
a representation of each trade mark of the series shall 
be made or affixed upon the form of application, and 
also upon each of the separate half-sheets of paper 
aforesaid. 

As to a series, see Instruction 18 and Rule 28. 

1 5. Wherever a mark consists of or includes words Tranautiou 
printed in other than Boman character, there shall be characters, 
given at the foot or on the back of each representation 

a translation of such words, signed by the applicant or 
his agent. 

See Instruction 15, and In re Botherham^s Trade Mark, C. A. 
1880, 14 CL D. 585 ; 49 L. J. Ch. 513 ; 43 L. T. N. S. i. 

16. Any application, statement, notice, or other Mode of 
document authorised or required to be left, made, or notices, Ac. 
given at the Patent Office, or to the Comptroller, or 

to any other person under these Bules, may be sent 
by a prepaid letter through the post, and if so sent 
shall be deemed to have been left, made, or given 
respectively at the time when the letter containing the 
same would be delivered in the ordinary course of 
post. 
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In proving such service or sending, it shall be 
sufficient to prove that the letter was properly ad- 
dressed and put into the post* 

CommanicatioiLB relating to different applications should be 
made in different letters : see Instruction 8. Compare sect. 97, 
and see Instruction i. 

JSaereise cf Discretionary P&werB. 

Hearing by 1 7. Before cxercisiug any discretionary power 
' given to the Comptroller by the said Act adversely to 
the applicant for registration of a trade mark, the 
Comptroller shall give him ten days' notice of the 
time when he may be heard personally or by his 
agent before the Comptroller. 

See sect 94. As to meaning of <^ applicant'' here, see Rule 
40. 

Kotioeof 18. Within five days from the date when such 

wiahtobe 

heard before notice would bc delivered in the ordinary course of 

Comptroller. 

post, the applicant shall notify to the Comptroller 
whether or not he intends to be heard upon the 
matter. 

Notification 19* The decisiou of the Comptroller in the exercise 
^ of any such discretionary power as aforesaid shall be 
notified to the applicant. 

Appeal to the Board of Trade. 
Appeal to 20. Where the Comptroller refuses to register a 

Boardof 

Trade. trade mark, and the applicant mtends to appeal to 
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the Board of Trade from such refusal, he shall, within 
one month fi'om the date of the decision appealed 
gainst, leave at the Patent Office, Trade Marks 
Branch, a notice of such his intention. 

See sect 62. 

21. Such notice shall be accompanied by a state- statement 

of grounds 

ment of the grounds of appeal, and of the applicant's <>' app«fti- 
case in support thereof. 

For form of appeal see Form H in second Bchednle. 

22. The applicant shall forthwith, on leaving suchcogyof 
notice, send a copy thereof to the secretary of theB«»doi 
Board of Trade, No. 7 Whitehall Gardens, London. 

23. The Board of Trade may thereupon give such Directions 

by Board. 

directions (if any) as they may think fit with respect 
to evidence, or otherwise, for the purpose of the hearing 
of the appeal by the Board of Trade, or for the pur- 
pose of their referring the appeal to the court to hear 
and determine the same. 

As to procedure, see notes to sects. 62 and 90. 

24. Where the Board of Trade intend to hear the Notice of 

, time of 

appeal, seven days' notice, or such shorter notice as the bearing. 
Board of Trade may in any particular case direct, of 
the time and place appointed for the hearing, shall be 
given to the Comptroller and the applicant 
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AdveHi^mmt Of Applv^vm. 
Adreitifle- 2$. Everj application shall be advertised by the 

ment of 

appuoation. Comptroller in the official paper, during such times, 
and in such manner, as the Comptroller may direct. 

If no representation of the trade mark be inserted 
in the official paper in connection with the advertise- 
ment of an application, the Comptroller shall refer in 
such advertisement to the place or places where a 
specimen or representation of the trade mark is de- 
posited for exhibition. 

As to advertisements, see Instructions 21 to 28. The Comp- 
troller is bound to advertise at once on receiving the application : 
sect. 68. 



Definitioii 26. The official paper for the purposes of these 
paper. Bulcs shall be some paper published under the 
direction of the Board of Trade, or such other paper 
as such Board may from time to time direct. 



Means of ad- 2/. For the purposcs of such advertisement the 

tSiemSrk applicant may be required to furnish a wood block or 

plied tof" electrotype (or more than one, if necessary) of the 

paper- trade mark, of such dimensions as may from time to 

time be directed by the Comptroller, or with such 

other information or means of advertising the trade 

mark as may be required by the Comptroller ; and 

the Comptroller, if dissatisfied with the block or 

electrotype furnished by the applicant or his agent. 
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may require a fresh block or electrotype before pro- 
ceeding with the advertisement. 

In classes 23, 24, and 25, no blocks are required : Instruction 22. 
As to wood blocks and electrotypes to be supplied, see further 
Instructions 22-28. 

28. When an application relates to a series of trade Adyertise- 

ment of 

marks differing from one another in respect of the seriee. 
particulars mentioned in sect. 66 of the said Act, the 
applicant may be required to furnish a wood block or 
electrotype (or more than one, if necessary) of any 
or of each of the trade marks constituting the series ; 
and the Comptroller may, if he thinks fit, insert with 
the advertisement of the application a statement of 
the manner in respect of which the several trade 
marks differ from one another. 

See Instruction 23. As to representations of a series, see 
Rule 14. 

Opposition to Registratioiu 

29. (i.) Where a case stands for the determination Manner of 

bringing 

of the court, under the provisions of sect. 69 of the said case before 
Act, the Comptroller shall require the applicant within 
one month, or such further time as the Comptroller 
may allow, to issue a summons in the chambers of a 
judge of her Majesty's High Court of Justice for an 
order that, notwithstanding the opposition of which 
notice has been given, the registration of the trade 
mark be proceeded with by the Comptroller, or to take 
such other proceedings as may be proper and neces- 
sary for the determination of the case by the court. 
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(2.) The applicant shaU thereupon issue such sum- 
mons, or take such other proceedings as aforesaid, 
within the period of one month above named, or such 
further time as the Comptroller may allow, and shall 
also within the like period give notice thereof to 
the Comptroller. 

(3.) If the applicant shall fail to issue such sum- 
mons, or to take such other proceedings, of which 
failure the non-receipt by the Comptroller of the said 
notice shall be sufficient proof, the applicant shall be 
deemed to have abandoned his application. 
Mode of (4.) Such notice to the Comptroller shall be given 

notice that by delivering at or sending to the Patent Office a 

tbe mfttter 

bMbeen copy of the summous or other initiatory proceeding 

court* *^* bearing an endorsement of service signed by the 

applicant or his solicitor, or an endc^rsement of 

acceptance of service signed by the opponent or 

his solicitor. 

As to procedure in cases of opposition see notes to sect 69^ and 
for forms of counter-statement and bond see Instruction 33. 
The applicant for registration will be aEbrded an opportunity of 
objecting to the solvency of the security : Instniction 34. The 
case stands for the determination of the court only when security 
has been given : In re Brcmdreth's Trade Mark, Jessel, M.R., 1878, 
9 Ch. D. 618 ; 47 L. J. Ch. 816 ; 27 W. R 281. As to form of 
notice of oppontion, see Form J in the second schedule. 

Register of Trade Marks. 

Time of 30. As soon as may be after the expiration of two 

of trmde ^ months from tiie date of the first advertisement of the 

application, the Comptroller shall, subject to any such 
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summoDs or oth«r proceeding as aforesaid and the 

determination of the court thereon, if he is satisfied 

that the applicant is entitled to registration, and on 

payment of the prescribed fee, enter the name, 

address, and description of the applicant in the 

Register of Trade Marks as the registered proprietor 

of the trade mark in respect of the particular goods 

or classes of goods described in his application. 

The fee is ;^i : see first schedule. It is payable only by the 
stamp impressed on Form L : see Inatruction 36. 

31. In case of the death of any applicant for awhewap- 

•^ ^ rr plicantdies 

trade mark after the date of his application, ^-^^d J^Jg^^^''®^- 
before the trade mark applied for has been entered ™®be^^ 
on the register, the Comptroller, after the expiration g^^ 
of the prescribed period of advertisement, may, on pSSiu of 
being satisfied of the applicant's death, enter on the 
register, in place of the name of such deceased appli- 
cant, the name, address, and description of the person 
owning the goodwill of the business, if such owner- 
ship be proved to the satisfaction of the Comptroller. 

32. Upon registering any trade mark the Comp- Entries to 
troUer shall enter in the register the date on which ^t^!'" 
the application for registration was received by the 
Comptroller (which day shall be deemed to be the 

date of the registration), and such other particulars as 
he may think necessary. 

As to registration subject to a note containing limitations as to 
user, see sect 62 (4). This rule appears to empower the Comp- 
troller to add such a note. 
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Notice of 33. The Comptroller shall send notice to the appli- 

cant of the registration of his trade mark, together 
with a reference to the advertisement of such trade 
mark in the official paper. 

B«qnesti7 34. Where a person becomes entitled to a registered 
proprietor, trade mark by assignment, transmission, or other opera- 
tion of law, a request for the entry of his name in 
the register as proprietor of the trade mark shall be 
addressed to the Comptroller, and left at the Patent 
Office. 

For form of request and declaration see Form E in the second 
schedule. The fee is ;£i : see first schedule and Instructions 3 
and 42. 

Signature 3 5- Such rcquest shall in the case of an individual 
o requee . ^^ xnadc and signed by the person requiring to be 
registered as proprietor, and in the case of a firm or 
partnership by some one or more members of such 
firm or partnership, or in either case by his or their 
agent respectively duly authorised to the satisfaction 
of the Comptroller, and in the case of a body corpo- 
rate by their agent, authorised in like manner. 
Compare Bules 7 and 8. 

conietitaof 36. Evcry such request shall state the name, 
address, and description of the person claiming to be 
entitled to the trade mark (hereinafter called the 
claimant), and the particulars of the assignment, trans- 
mission, or other operation of law, by virtue of which 
he requires to be entered in the register as proprietor, 
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SO as to show the manner in which, and the person or 
persons to whom, the trade mark has been assigned or 
transmitted) and so as to show further that it has been 
so assigned or transmitted in connection with the good- 
will of the business concerned in the particular goods 
or classes of goods for which the trade mark has been 
registered. 

As to connection with goodwill, see sect 7a 

37. Every such request shall be accompanied by a Declaration 

to accoai> 

statutory declaration to be thereunder written, verify- panyre- 
ing the several statements therein, and declaring that 
the particulars above described comprise every mate- 
rial fact and document affecting the proprietorship of 
the trade mark as claimed by such request. 

For declaration see Foim E in the second schedule. 

38. The claimant shall furnish to the Comptroller Further 

proof of 

such other proof of title and of the existence and w^e if 

* required. 

ownership of such goodwill as aforesaid as he may 
require for his satisfaction. 

39. A body corporate may be registered as pro- Body cor- 
prietor by its corporate name. 

40. The term "applicant" in Eules 17, 18, and 19 Definition of 
shall include each of several persons claiming to be *^^ ^^ 
registered as proprietor of the same trade mark. 

As to conflicting claims to the same mark, see sect 71 and Rules 
42 and 43. 
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fee, notice of an alteration in his address, the Comp- 
troller shall alter the register accordingly. 

The notice is to be given on Form M, and the fee is 53. : see 
first schedule and Instructions 2, 3, 35, and 36. 
The empowering section is sect 91. 



Publication 47. Whenever an order is made by the court for 

of reoUflca- , . . . . <• 

tionorvaria- makmg, expungmg, or varying an entry from or m 

tion of 

regtoter. the register, the Comptroller shall, if he thinks that 
such rectification or variation should be made public, 
and at the expense of the person applying for the same, 
publish, by advertisement or otherwise, and in such 
manner as he thinks just, the circumstances attending 
the rectification or variation in the register. 



Notice to 48. Whenever the registered proprietor of any trade 
of order of mark intends to apply for the leave of the court to 

court for 

iteration of add to Or to alter such trade mark, under section 92 of 

trade mark ' -^ 

"^^^^ the said Act, the notice to be given to the Comptroller 
shall be given fourteen days at least before such 
application. If leave be granted on such application 
the applicant shall forthwith supply to the Comptroller 
such a number of representations of the trade mark as 
altered as he may deem sufSlcient. 

The marginal note seems in conflict with the rule. The 
notice referred to is not the notice of the order (see Rule 44), but 
the notice of the application to the court : see sect. 92 (2). No 
form of this latter notice is given, but any intimation sent by 
post will doubtlessly be sufficient : see sect. 97, and Rule 16. 



TRADE MARKS RULES, 1883. 179 

Inspection of Register. 

49. The Eegister of Trade Maxks shall be open to houm of 
the inspection of the public, on payment of the pre* 
scribed fee, on every week-day between the hours of 

ten and four, except on the days and at the times 
following : — 

(a.) Christmas Day, Good Friday, the day observed 
as her Majesty's birthday, days observed as 
days of public fast and thanksgiving, and 
days observed as holidays at the Bank of 
England; or 
(6.) Days which may from time to time be notified 
by a placard posted in a conspicuous place 
at the Patent Office ; 
(c.) Times when the register is required for any 
purpose of official use. 

See sect ZZ, The fee is is. for each quarter of an hour : see 
first schedule. 

Power to Dispense with Evidence, 

50. Where under these Eules any person is required Dispensing 
to do any act or thing, or to sign any document, or to d«n<». 
make any declaration on behalf of himself or of any 

body corporate, or any document or evidence is required 
to be produced to or left with the Comptroller, or at 
the Patent Office, and it is shown to the satisfaction 
of the Comptroller that from any reasonable cause such 
person is unable to do such act or thing, or to sign 
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such document, or make such declaration, or that such 
document or evidence cannot be produced or left as 
afpresaid, it shall be lawful for the Comptroller, with 
the sanction of the Board of Trade, and upon the pro- 
duction of such other evidence, and subject to such 
terms as they may think fit, to dispense with any such 
act or thing, document, declaration, or evidence. 

Amendments. 

Amend- 5 1- Any documeut or drawing or other representa- 

d(Knuuent8. tion of a trade mark for the amending of which no 
special provision is made by the said Act, may be 
amended, and any irregularity in procedure which in 
the opinion of the Comptroller may be obviated with- 
out detriment to the interests of any person may be 
corrected, if the Comptroller think fit, and on such 
terms as he may direct. 

The Comptroller has power to correct clerical errors tinder 
sect. 91 (see also Form Q), and also to alter addresses in the 
Register : Rnl^ 16 and Form M. 



Enlargem^ent of TiTne, 

Comptroller $2. The time prescribed by these rules for doing 

Sm^. ^^^ any act, or taking any proceeding thereunder, may be 

enlarged by the Comptroller, if he think fit, and upon 

such notice to other parties, and proceedings thereon, 

and upon such terms, as he may direct. 
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CvJtleri Company, 

53. All applications to the Cutlers' Company f or shaffieid an- 

. plicationii fa 

registration of a trade mark, under section 81 of thedupactto. 
said Act, shall be in duplicate, accompanied bj the 
prescribed fees and representations. 

The mode of application and the fees payable are the same as 
in an ordinary case : see Bole 56 and Instruction 37. 

As to the Cutlerd' Company generally, see sect. 81. As to 
applications in respect of metal goods other than those specified 
in sect 81 (3), see Instruction 14. 

54. The Cutlers' Company shall, within seven days Notioeto 
of the receipt by them of an application to register a trouw. 
trade mark, send the Comptroller one copy of such 
application, by way of notice thereof, together with 

two representations of the mark for each class for 
which the applicant seeks registration. 

55. (i.) The time within which the Comptroller Time within 

which 

shall give notice to the Cutlers' Company of any objec- comptrpuer 

, may object 

tion he may have to the acceptance of an application ^ »i^j^ 
for registration made to the said company shall be'*®^®*®^^* 
one month from the date of the receipt by the Comp- 
troller of the notice from the said company of the 
making of the application. 

(2.) If no such objection is made by the Comptroller, Advertise- 
the Cutlers' Company shall require the applicant to appucation 

made at 

send the Comptroller a wood block or electrotype as Sheffield, 
the Comptroller may direct, and the Comptroller shall, 
if satisfied with such wood block or electrotype, 
advertise the application in the same manner as an 
application made to him at the Patent Office. 
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Mannflrof (3.) The 'manner in which the Comptroller shall 

notityiogto 

Cutlers' notify to the Cutlers' Company an application and pro- 

j^iJ^ion ceedings thereon, made as mentioned in sub-section 8 of 

S^ueiT^ section 8 1 of the said Act, shall be by sending to the 

Cutlers' Company a copy of the official paper containing 

the application of which notice is required to be given, 

with a note distinguishing such application. 

For notice of appeal from the company to the Comptrolleri 
see Form W in the second schedule. 

The fee, payable only by an impressed stamp, h £1 : first 
schednle, and Instructions 2 and 3. 

simiurity 56. The provisious of these rules as to forms, repre- 

of procood' 

ings at sentations, the proceedings on opposition to registration, 

London and ^ o * ■. o 

at Sheffield, registration, and all subsequent proceedings shall, as 
far as the circumstances allow, apply to all applications 
to register made to the Cutlers' Company, and to all 
proceedings consequent thereon. 

It is to be noticed that there is no appeal in the case of cutlers' 
marks to the Board of Trade (see Rules 20-24), ^^^ &°y person 
aggrieved may apply to the court: see sect. 81 (5). This pre- 
sumably will be done under sect 90. 

Certificates. 
Certificate 5 7. The Comptroller, when required for the purpose 

by Comp- 

trouer. of any legal proceeding or other special purpose to give 
a certificate as to any entry, matter, or thing which 
he is authorised by the said Act or any of these rules 
to make or do, may, on receipt of a request in writing, 
and on payment of the prescribed fee, give such certi- 
ficate, and shall specify on the face of it the legal 
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proceeding or other purpose for which such certificate 
is granted. 

See Instructions 39-41. Certificates are admissible in evidence 
without further proof : sects. 89 and 96. They are of four kinds — 

(i.) For use in legal proceedings : Form S, fee los. 

(iL) For use in applying for registration abroad : Form E, fee 5s. 

(iii.) Of any application and proceedings : Form T^, fee 58. 

(iv.) Of refusal to register an old mark : Form L, fee ;^i. 

As to obtaining forms and payment of fees, see Instructions 
2 and 3. 

Declarations. 
58. The statutory declarations required by the said Manner in 

^ •^ ^ J which, and 

Act and these Eules, or used in any proceedings there- gJJ~J* 
under, shall be made and subscribed as follows : — deSwaUon 
(a.) In the United Kingdom, before any justice of ukei* 
the peace, or any commissioner or other 
officer authorised by law in any part of the 
United Kingdom to administer an oath for 
the purpose of any legal proceeding ; 
(6.) In any other part of her Majesty's dominions, 
before any court, judge, justice of the peace, 
or any officer authorised by law to administer 
an oath there for the purpose of a legal pro- 
ceeding; and 
(c.) If made out of her Majesty's dominions, before 
a British Minister, or person exercising the 
functions of a British Minister, or a Consul, 
Vice-consul, or other person exercising the 
functions of a British Consul, or a notary 
public, or before a judge or magistrate. 
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The declarations required by the Act 

(i.) In a case of assignment or transmission of a trade mark : 
see Rule 37, and Form E. 

(iL) In an application to cancel an entxj: sect 91, and 
Form P. 

As to declaration by persons under diaabili^, see sect. 99. 

Nottoeof 59* Any document purporting to have affixed, 
officer tak. impressed, or subscribed thereto or thereon the seal 

Ing deolara* 

ti<» to or signature of any person hereby authorised to take 
such declaration in testimony of such declaration having 
been made and subscribed before him, may be admitted 
by the Comptroller without proof of the genuineness of 
any such seal or signature, or of the official character 
of such person or his authority to take such declara- 
tion. 

-Prv^xiB 60. All general rules as to the registration of trade 

^^JT marks heretofore made by the Lord Chancellor under 
the Trade Marks Registration Act, 1875, and in force 
on the 3 1st day of December 1883, shall be, and they 
are hereby repealed, as from that date, without preju- 
dice, nevertheless, to any proceeding which may have 
been taken under such Bules. 

J. CHAMBERLAIN, 
President of the Board of Trade, 

2ist December 1883. 
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8CHKD. X. 



SCHEDULES. 



■H- 



FIEST SCHEDULE. 

£ /. d. 

1. On ai^lication to register a trade mark for one or 

more articles included in one dase . . .050 

2. On appeal to Board of Trade on refusal of Comp- 

troller to register 100 

3. For registration of a trade ma:^ for one or more 

articles included in one class . • . .100 

4. For registering a series of trade marks, for everv 

additional representation after the first in each 

class 050 

5. For entering notice of opx>osition for each trade 

mark, whether in one or more classes . .100 

6. On application to register a subsequent proprietor 

in cases of assignment or transmission, the first 

mark . . .100 

7. For every additional mark assigned or transmitted 

at the same time . . - . • . . .020 

8. For certificate of refusal to register a trade mark 

under section 77 . . , . . .100 

9. For certificate of refusal at the same time for more 

than one trade mark, for each additional trade 

mark after the first o 10 o 

10. For continuance of mark at expiration of 14 

years 100 

11. Additional fee where fee is paid within three 

months after expiration of 14 years . . . o 10 o 

12. Additional fee for restoration of trade mark where 

removed for non-payment of fee . . .100 

13. For altering address on the register, for every 

.mark 050 
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SOHED. I. , £ f' d, 

14. For every entry in tlie register of a rectification 

thereof or an alteration therein, not otherwise 

charged . . • . . • • • o 10 o 

15. For cancelling the entry or part of the entry of a 

trade mark upon the register, on the application 

of the owner of such trade mark . • .050 

16. On request to Comptroller to correct a clerical 

error . • • . • • . • .05^ 

17. For certificate of registration to he used in legal 

proceedings . o 10 o 

18. For certificate of registration to be used for the 

purpose of obtaining registration in foreign 
countries 050 

19. For copy of notification of registration . • .020 
2a Settling a special case by Comptroller . . .200 

21. For inspecting register, for every quarter of an 

hour 010 

22. For making a search among the classified represen- 

tations of trade marks, for every quarter of an 

hour ... . . . . • • .010 

23. For office copy of documents, for every 100 words 004 

(but never less than one shilling). 

24. For certifying office copies, MS. or printed . • o i o 

25. For certificate of Comptroller under section 96 .050 

26. In cases where a trade mark requires a greater 

space than two inches of the depth of the page 
of the Trade Marks Journal^ for each additional 
inch or part of an inch . . . • .020 

27. Manchester Trade Marks Office . . Same as above. 

28. Sheffield Marks Same as above. 

29. On appeal from Cutlers' Company, Sheffield, to 

Comptroller • . ... . . .100 

J. CHAMBERLAIN, 
President of the Board of Trade, 

Approved, 

CHARLES 0. COTES, 
HERBERT J. GLADSTONE, 

Lords Commissioners of her Itajesty's 
Treasury. 

4tA December 1883. 
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SECOND SCHEDULE. 



» 

n 
n 

9t 

99 
99 
99 

99 

99 

99 



FORMS. 

FAOB 

Form cf A.pplicati<m for BegistiatioB i88 

Additional Bepresentation of Trade Mark . .189 

Appeal to Board of Trade 190 

Transmission of Begistration Fee . . .191 

Notice of Opposition • 192 

Assignment of Trade Mark 1^3 

Bequest for Certificate of Befasal . . . -194 
Notice of Application for Alteration of Address . 195 
Notice of Application for Bectification of Begister. 196 
Application to Cancel Entry on Begister . •197 
Declaration in Support of Application to Cancel 

Entry 198 

Bequest to Comptroller for Correction of Clerical 

Error , , . .... 199 

Bequest for Certificate of Begistration for Use in 

Obtaining Begistration Abroad .... 200 

Bequest for Certificate of Begistration for Use in 

Legal Proceedings 201 

Application for Settlement of a Special Case • 202 

Bequest for Certificate of Comptroller . . . 203 

Copy of Notification of Begistration . . 204 

Appeal from Cutlers' Company . . . . 205 



99 
99 
99 
99 
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PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 



TRADE 
MABS:S. 



APPLICATION FOR REGISTRATION OF TRADE 

MARK. 



Quo xvpresen- 
tationtooefixed 
within this 
square, and two 
others to be sent 
on separate 
sheett of focOa- 
cap. 

Representa- 
tions of a larger 
Bias may be fold* 
ed, but must be 
mounted uiwn 
linen and affixed 
hersto. 



(a) Only goods 
contained in one 
and the tame 
cloM should be 
set out here. 

A separate ap* 
plication form is 
required /or each 
»eparate clou. 

(6) Here insert 
legibly the full 
name, address, 
and business of 
the indiyidual, 
firm, or com' 
pony. In the 
(}ase of an indi- 
yidual, add trad- 
ing style (if any). 

(e) Alter^ to 
(< claim to be 
the proprietors 
thereof" in the 
case of a firm or 
company. 



You are heieby requested to legister the accom- 
panying Trade Mark in Claas , 

ill respect of (a) 

in the name of (6) 

who claims to be the proprietor thereof (c) 

To the ComptrcUer, 

Po/Unt Office, Trade MtErha Branch, 
25 Sovthampton BuUdingi, 
London, 



Dated this 



(Signed) 
£ky of 



1883. 



W) 



Note. — If the Trade Hark has been in use in respect of 
the goods since before August 13, 1875, state length 
of such user. 



(<2) To be sign- 
ad by the appli- 
cant; or, in the 
case of a firm, by 
a partner,adding 
(*A member <S 
the firm," o^ in 
the case of a 
company, by 
the secretaxy or 
other prin^pal 
officer, adding, 
"For the oom- 
pwrnr/; 

Or^tnanyeoM, 
sa agent may 
sign, adding 
<*^gent'* 
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SOBMD, 9. 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 

O. 

ADDITIONAL REPRESENTATION OF TRADE MARK, TO 
ACCOMPANY APPLICATION FOR REGISTRATION. 



One rtprMon' 
tttion of the 
Trade Mark to 
be affixed within 
thie square. 

It must corre- 
spend exaetiyj in 
aUTespects'witk 
the remresenta- 
tion affixed to 
the Application 
Fonn. 



Any represen- 
tation of a larger 
sixe than foolscap 
may be folded, 
but must then be 
mounted upon 
linen and affixed 
hereto. 




TWO of these ADDITIONAL REPRESENTATIONS of the 
Trade Mark must accompany each Form of Application. 

In the case of a Trade Mark claimed in one of the CLASSES 
23 to 35, THREE of these ADDITIONAL REPRESENTA- 
TIONS of the Mark must accompany the Form of Application. 
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TBABB 
MABEBw 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 



FORM OF APPEAL TO BOARD OF TRADE ON REFUSAL 
OF COMPTROLLER TO REGISTER A TRADE MARK. 

Sib, 

I HEBBBY give notice of my intention to appeal against 
your decision upon my application to register a Trade Mark 
No. in Class for 

mentof thecawB *^^ ^ ^®8 *© Submit my case* for the decision of the Board of 

to be written m j 

upon fooiBcap J-raue. 

paper (on one 

Bide only), with 

a margin of two 

inches on t^e _ 

left-hand side I am. Sir, 

thereof. 

Your obedient Servant, 



To the ComjptroUer, 

Patent Office, Trade Marks Branch, 
2$ Southampton Buildings, 
London. 
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TBADB 
MABES. 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 



FEE FOR REGISTRATION OF A TRADE MARK. 

Sib, 

In reply to your request I hereby transmit the prescribed 
fee for the registration of the Trade Mark No. 
in Class 

I am, sir. 
Your obedient Servant, 



To the Comptroller, 

Patent Office^ Trade Marks Branch, 
25 SotUhampton Buildings, 
London, 
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TRADE 
MABKS. 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 

J. 

NOTICE OF OPPOSITION TO APPLICATION FOR 

REGISTRATION. 

[To be accompanied by an unstamped duplicate.] 

In the matter of an Application, 
No. by 

of 



Sib, 



of 



NoTioB is hereby given that I 



oppose the Registration of the Trade Mark advertised under the 
above number for Class in the Trade Marks Journal of 

the day of 188 , No , page • 

The grounds of opposition are as follows : — 



To be dated 
and signed at 
the end by the 
opponent or his 
souoitor. 



To the Comptroller, 

Patent Office, Trade Marks Branch, 
2$ Southampton Buildings, 
London, 



TBADB 
MABKS. 
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PATENTS, DESIGNS, AND TEADE MARKS ACT, 

1883. 

E. 

REQUEST TO ENTER NAME OF SUBSEQUENT PROPRIE- 
TOR OF TRADE MARK UPON THE REGISTER, WITH 
DECLARATION IN SUPPORT THEREOF. 

g) Or We. I, (a) 

ere insert 
name, full ad- 

Bcription. hereby request that you will enter (b) name (c) in the 

(6) My or our. Register of Trade Marks as proprietor of the Trade Mark 

(c) Or names, -vt * /^^ * *^ 

(cQ I am, or (d) entitled to the said Trade Mark and to the good- 

We are. ^iu of the business concerned in the goods with respect to which 

the said Trade Mark is registered. 

(e) Here state (e) 
vrheiher Trade 
Mark trans- 
mitted by death, 
marriage, bank- 
ruirtcy, or other 
operation of law, .-.ti i i •!• iii 1 11 

and if entiUed And I do Solemnly and sincerely declare that the above several 
*7t "^^^^^ statements are true, and the particulars above set out comprise 
ttcuiars thereof; every material fact and document affecting the proprietorship of 
as, e.^.," by deed the said Trade Mark as above claimed. 

dated the day 

of 188 ,made (/) And I make this solemn declaration conscientiously believ- 
So^'of^r^one ^°S ^^^ same to be true, and by virtue of the provisions of the 
part." Statutory Declarations Act, 1835. 

(/) This para- . v 

graph is not ro- • \SI) 

|2S:^jJr*1S Dedaredat 

made out of the this day of 1 88 

United King- Before me. 

uom. /,v ' 

(g) To be W 

signed here by 

ing the deciara- To the Comptroller, 

tion. ^ 

^iK.^}^^^^ Poient Office. Trade Marks Branch, 

and title of the m ^ > 

thoAded^ 25 SoutUmpton Buildings, 

ration iBnade. London. 

N 
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TBADB 
MABES. 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 



REQUEST FOR OERTIFIOATE OF REFUSAL TO REGISTER 
A TRADE MARK IN USE BEFORE AUGUST 13, 1875. 

In the matter of an Application 
for Registration of an old Trade 
Mark, No. 
in Class 



Sib, 



of 



I, 



the Applicant in the above matter, hereby request you to famish 
me with your Certificate of Refusal to register the said Trade 
Mark« 



* Bignature of 
AppUcant 



Dated this 



day of 



188 « 



To the Comptroller^ 

Patent Office^ Trade Marks Branchy 
2 5 Sovihampton Buildings, 
London. 
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TBADB 
HABES. 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 

NOTICE OF APPLICATION FOR ALTERATION OF 
ADDRESS ON REGISTER OF TRADE MARKS. 

In the matter of the Trade Mark 
No. registered 

in Class 



Sib, 



of 



Notice is hereby given that I, 



the registered proprietor of the Tride Mark numbered as above, 
desire that my address on the Register of Trade Marks be altered 
to. 
Dated this day of i88 • 



* Signature of 
Proprietor. 



To the Comptroller, 

Patent Office, Trade Marks Branch, 
25 Southampton Buildings, 
London. 
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T&ADB 
MABES. 



PATENTS, DESIGNS, AND TRADE MABKS ACT, 

1883. 

H. 

NOTICE OF APPLICATION FOR ALTERATION OR REG 
TIFICATION OF REGISTER OF TRADE MARKS. 



* To be signed 
by the-penon 
intereswd or 
hla agent. 



In the matter of the Trade Mark 
Na , registered 

in Class in the name of 



Sir, 

Notice is hereby given that by an Order of the Court 
made on the day of 188 , it was directed 

that the entry on the Register of Trade Marks in respect of the 
Trade Mark numbered as above should be rectified in the manner 
therein specified. 
An Office Copy of the Order of the Court is enclosed herewith. 



Dated this 



day of 



188 



To the Comptroller y 

Patent Office, Trade Marks Branch, 
25 SotUhampton Buildings, 
London. 
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PATENTS, DESIGNS, AND TEADE MAEKS ACT, 

1883. 

0. 

TRiLBE 

MARKS. FORM OF APPLICATION BY PROPRIETOR OF REGIS- 
TERED TRADE MARK TO CANCEL ENTRY ON 
REGISTER. 

Trade Mark No. Class advertised in Trctde 

Marks Journal, No. page • 

Name of Registered Proprietor or Firm 

Place of Business 

I, the undersigned, 
of 

[or I, the undersigned, 
a member of the firm of 
of 

on behalf of my said 
Firm] 

apply that the entry upon the Register of the Trade Marks in 
Class of the Trade Mark No. may be cancelled 

The day of 188 

(Signed) 

This is the statement marked '* O " referred to in the Declara- 
tion of made 
before me the of 188 • 
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PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 

P. 

FORM OF DECLARATION IN SUPPORT OF APPLICATION 
FOR CANCELLATION OF TRADE MARK BY OWNER. 

I, of 

; [<w 

I, a member of the Finn of 

of 

] 
do hereby solemnly and sincerely declare, to the best of my 

knowledge and belief, as follows : — 

(i.) The Application signed by me, and dated the 
day of 188 , and marked with the letter ^^ 0," 

and shown to me at the time of making this Declaration, is true. 

(2.) I am the person whose name appears on the Register of 
Trade Marks as the Proprietor of the Trade Mark referred to in 
the said Application marked with the letter " 0." 

[Or My said Firm is the Firm whose name appears on the 
Register of Trade Marks as the Proprietor of the Trade Mark 
referred to in the said Application marked with the letter ^^ 0.^] 

And I make this solemn Declaration conscientiously believing 
the same to be true, and by virtue of the provisions of the 
Statutory Declarations Act, 1835. 

(Signed) 

Declared at 

this day of 

188 , 
Before me, 

If the declaration be made before a Commissioner to administer 
oaths it will require to be stamped with a 28. 6d. impressed Inland 
Revenue stamp. 
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PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 

TBADB 

MARKS. FORM OF REQUEST FOR CORRECTION OF CLERICAL 

ERROR IN REGARD TO A TRADE MARK. 

Sir, 

I HEBEBT request that 



To the Comptroller, 

Patent Office, Trade Marks Branch, 
25 SotUhampton Buildings, 
lAyndon, 
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TBADB 
MARKS. 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 



REQUEST FOR CERTIFIOATE OF REGISTRATION OF 
TRADE MARK FOR USE IN OBTAINING REGISTRA- 
TION ABROAD. 



In the matter of the Trade Mark 
No. registered in 

Class in the name of 



Sir, 



of 



1, 



the registered proprietor of the above Trade Mark, hereby request 
you to furnish me with your Certificate of Registration for use in 
"^ Here state obtaining registration of the same in * 

name of country 
in which regis- 
tration is to be . ■ 
souffht. T 
t Sigaature. 



Dated this 



day of 



188 . 



To the Cfomptroller, 

Patent Office, Trade Marks Branch, 
25 SotUJiampton Buildings, 
Lofubn. 
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TEADE 
MARKS* 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 

S. 

REQUEST FOR CERTIFICATE OF REGISTRATION OF 
TRADE MARK FOR USE IN LEGAL PROCEEDINGS. 

In the matter of the Trade Mark 
No. , registered in 

Class in the name of 



* Here state 
exact title of 
legal pro- 
ceedings. 

t Signature. 



Sir, 



of 



I, 



the registered proprietor of the above Trade Mark, hereby request 
you to furnish me with your Certificate of Registration for use 
in the following Legal Proceedings * 



Dated this 



day of 



188 



To the Comptroller y 

Patent Office^ Trade MarJcs Branchy 
25 Southampton BtMdings, 
ZondoTU 
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TBA.DB 
MABES. 



PATENTS, DESIGNS, AND TEADE MAEKS ACT, 

1883. 



APPLICATION FOR SETTLEMENT OF A SPECIAL CASE 
ON APPLICATION TO REGISTER A TRADE MARK. 

In the matter of the Application 
of an<l 

of the Application of 



Sir, 

of 
and I, 



Notice is hereby given that I, 



are unable to agree upon the facts on which the opinion of the 
Court is to be taken, and that we request you to fix a day on 
which we may attend before you and obtain your finding on the 
matters of fact to be submitted to the Court as settled. 



Dated this 



day of 



1 88 



* To be signed 
by both puties. 



To the Comptroller, 

Patent Office, Trade Marks Branch, 
25 Southampton Buildings, 
London. 
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MABXa 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 

REQUEST FOR CERTIFICATE OF COMPTROLLER AS TO 
APPLICATION FOR REGISTRATION OF A TRADE 
MARE. 

In the matter of the Trade Mark, 
No. in Class 



Sib, 



of 



I, 



* Here set out hereby request you to famish me with your certificate that* 

the particulars 
-which the Comp- 
tro(ller is re- 
quested to cer- J. 

t Signature. 



Dated this 



day of 



, 188 . 



To the Comptroller, 

Patent Office, Trade Maries Bramk, 
2$ SotUhampton Buildings^ 
London, 
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TRADE 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 

V. 

REQUEST FOR COPY OP OFFICIAL NOTIFICATION OF 
REGISTRATION OF TRADE MARE. 

In tbe Matter of the Trade Mark, 
Na registered 

in Class 



Sir, 



of 



I, 



the registered proprietor of the Trade Mark above named, hereby 
request that you will furnish me with a copy of the official 
notification of the registration of the same. 



* Signature. 



Dated this 



day of 



188 • 



To the Comptroller, 

PaterU Office, Trade Marks Branchy 
25 SotUJiampton BiuUdinffs, 
London^ 
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TRADE 
MARKS. 



PATENTS, DESIGNS, AND TRADE MARKS ACT, 

1883. 

W. 

FORM OF APPEAL FROM CUTLERS' COMPANY AT 
SHEFFIELD TO COMPTROLLER. 

[To be accompanied by an unstamped duplicate.] 
Sib, 

I HBREBT give notice of appeal against the decision of the 
Cutlers' Company of Sheffield in regard to my application for 
registration of a Trade Mark No. in Class 

for 
• The Btatement *^^ ^ ^®S ^ submit my casB * for your decision accordingly. 

of the case to be • 

written upon 

foolscap paper 

(on one side -f* 

onlj), with a ' 

margin of two 

inches on the ' 

left-hand side 

thereof. Dated this day of 188 . 

t Signature. " 



To the Comptroller, 

FaterU Office, Trade Marks Branch, 
25 Southampton Buildings, 
London, 
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Classification of Gk)Oi>s — continued. 

Sewing machines. 
Weiglung macliines. 
Macnine tools. 
Mining machineiy. 
Fire engines. 



Class 7. 

Agricaltural and horticultural 
machinery, and parts of such 
machinery. 



Such as — 
Ploughs. 

Drilling machines. 
Reaping machines. 
Thrashing machines. 
Chums. 
C vder presses. 
Chaff cutters. 



Class 8. 

Philosophical instruments, 
scientific instruments, and 
apparatus for useful pur- 
poses. Instruments and ap- 
paratus for teaching. 



Such as — 
Mathematical instruments. 
Gauges. 
Logs. 

Spectacles. 
Educational appliances. 



Class 9. 

Musical instruments. 

Class 10. 

Horologicol instruments. 



Class ii. 

lustruments, apparatus, and 
contrivances, not medicated, 
for surgical or curatiye pur- 

Eoses. or in relation to the 
ealtn of men or animals. 



Such as — 
Bandages. 
Friction gloves. 
Lancets. 
Fleams. 
Enemas. 
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Classification of Goods — sontiniied. 
Glass 12. 

Cutlery and edge-tools. Such as— 

Knives. 
Forks. 
Scissors. 
Shears. 
Files. 
Saws. 



SOHED. 3. 



Glass 13. 

Metal goods not included in 
other classes. 



Glass 14. 

Goods of precious metals (in- 
cluding aluminium, nickel, 
Britannia metal, &c.) and 
jewellery, and imitations of 
such goods and jewellery. 



Glass. 



Glass 15. 



Glass 16. 

Porcelain and earthenware. 



Glass 17. 

Manufactures from mineral and 
other substances for building 
or decoration. 



Such as — 
Anvils. 
Kejrs. 

Basins (metal). 
Needles. 
Hoes. 
Shovels. 
Corkscrews. 



Such 
Plate. 
Clock cases and pencil cases 

of such metals. 
Sheffield and other plated 

coods. 
Gilt and ormolu work. 



Such 

Window and plate glass. 
Painted glass. 
Glass mosaic. 
Glass beads. 



Such 
China. 
Stoneware. 
Terra cotta. 
Statuary porcelain. 
Tiles. 
Bricks. 



Such 
Cement. 
Plaster. 

Imitation marble. 
Asphalt. 



2IO 
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scHiBD. 3. Classification of Goods — continued. 



Glass 18. 

Engineering, architectural, and 
building contrivances. 



Class 19. 

Arms, ammunition, and stores 
not included in Class 2a 



Class 20. 

Explosive substances. 



Class 21. 

Naval architectural contri- 
vances and naval equipments 
not included in Classes 19 
and 20. 



Class 22. 



Carriages. 



Such as — 

Diving apparatus. 
Warming apparatus. 
Ventilating apparatus. 
Filtering apparatus. 
Lighting contrivances. 
Drainage contrivances. 
Electric and pneumatic bells. 



Such as — 
Cannon. 
Small-arms. 
Fowling-pieces. 
Swords. 

Shot and other projectiles. 
Camp equipage. 
Eqmpments. 



Such as — 
Gunpowder. 
Gun-cotton. 
Dynamite. 
Fog-signals. 
Percussion caps. 
Fireworks. 
Cartridges. 



Such as — 
Boats. 
Anchors. 
Chain cables. 
Rigging. 



Such as — 
Railway carriages 
Waggons. 
Railway trucks. 
Bicycles. 
Bath chairs. 
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Classification of Goods — continued. 
Class 23. 
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Cotton yam and thread. 



Such as — 
Sewing cotton on spools or 

reels. 
Sewing cotton not on spools 

or reels. 
Djed cotton yarns. 



Class 24. 

Cotton piece goods of all kinds. Such as — 



Cotton shirtings. 
Long cloth. 



Class 25. 



Cotton goods not included in Such as — 



Classes 23, 24, or 38. 



Class 26. 

Linen and hemp yam and 
thread. 

Class 27. 

Linen and hemp piece goods. 

Class 28. 

Linen and hemp goods not 
included in Classes 26, 27, 
and 50. 

Class 29. 

Jute yams and tissues, and 
other articles made of jute 
not included in Class 50. 

Class 30. 

Silk, spun, thrown, or sewing. 

Class 31. 

Silk piece goods. 



Cotton lace. 
Cotton braids. 
Cotton tapes. 
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Boem 3. CliASSmCATiON OF GoODS — continued. 

Glass 32. 

Other silk goods not indaded 
in Classes 30 and 31* 

Glass 33. 

Yams of wool, worsted, or liair. 

Glass 34. 

Cloths and stuffs of wool, 
worsted, or hair. 

Glass 35. 

Woollen and worsted and hair 
goods not included in Classes 
33 and 34. 

Glass 36. 

Carpets, floor-cloth, and oil- Such as — 
cloth. Drugget. 

Mats and matting. 
Bugs. 



Glass 37. 

Leather, skins unwrought and 
wrought, and articles made 
of leather not included in 
other classes. 



Such as — 
Saddlery. 
Harness. 
Whips. 

Portmanteaus. 
Furs. 



Glass 38. 

Articles of clothing. 



Such as — 
Hats of all kinds. 
Caps and bonnets. 
Hosiery. 
Gloves. 

Boots and shoes. 
Other ready-made clothing. 
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Glassifigation of Goods — contirmed. 
Class 39. 

Paper (except paperhangings), Such as — 
stationery, and Dookbindug. Envelopes. 

Sealing-wax. 
Pens (except gold pens). 
Ink. 

Playing cards. 
Blotting cases. 
(Copying presses. 

Glass 40. 

Goods manufactured fromindia- 
rubber and gutta-percha not 
included in other classes. 
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Glass 41. 

Furniture and upholstery. 



Such as — 
Paperhangings. 
Papier-m&ch^ 
Mirrors. 
Mattresses. 



Glass 42. 

Substances used as food, or as 
ingredients in food. 



Such as — 
Cereals. 
Pulses. 
Olive oil. 
Hops. 
Malt. 

Dried fruits. 
Tea. 
o. 
It 
Sugar. 

Preserved meats. 
Confectionery. 
Oilcakes. 
Pickles. 
Vinegar. 
Beer darifiers. 




TRADE MARKS RULES, 1883. 
>- 3-' CussificjLtion op Goods — continued. 
Class 43. 

Fermented liqnotB and nMiita. Such u — 

BWE. 

Cider. 
Wine. 
WhMky. 
Liqnenn. 
Class 44. 

Mineni] and aerated watera, 
natural and artificial, in- 
cluding ginger-beer. 

Class 45. 

D, whether mann 
imannfactared. 

Class 46. 

For mien 
horticnltniBl pnipooea. 

Class 47. 

Caadlei, common Koap, deter- Snch as — 

gente ; illnminating, heating, Washing powden. 

or Inbricating oils ; matchea ; Benzine coUas. 
and starch, bine, and other 
prepamtions for lanndiy 
purpoees. 

Class 4S. 

Perfumery (including toilet 
articlea, pie^urations for the 
«eth and hair, and perfumed 
loap). 

Class 49. 

mes of all kinda and aporting Snch as — 
irticles not indnded in other Billiard tables. 
JasBea. Roller akateii. 

Fishing nets and lines. 

Toys. 
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Classification of Goods — continued, sohed. 3. 

Class 50. 

Miscellaneous, including — 

( I .^ Goods manufactured from Such as — 

ivory, bone, or wood, not Coopers' wares, 
included in other classes. 

(2.) Goods manufactured from 
straw or grass, not included 
in other classes. 

(3.) Goods manufactured from 
animal and vegetable sub- 
stances, not included in 
other classes. 

(4.^ Tobacco pipes. 

(5.) Umbrellas, walking- 
sticks, brushes, and combs. 

(6.) Furniture cream, plate 

5owder. 
Tarpaulins, tents, rick- 
cloths, rope, twine. 

(8.) Buttons of all kinds, 
other than of precious metal 
or imitations thereof. 

(9.^ Packing and hose of all 
kinds. 

(la) Goods not included in 
the foregoing classes. 



J. CHAMBERLAIN, 

President of the Board of Trade. 

21 8t December iSS^. 



INSTRUCTIONS ITO PERSONS WHO WISH 
TO REGISTER TRADE MARKS. 

Preliminary. 

1 . All communications relating to trade marks, not 
being Shefi&eld marks, should be addressed to the 
Comptroller, Patent Ofl&ce, Trade Marks Branch. All 
applications should be in the English language. 

They may be made by post, or left at the Patent 
Ofl&ce, Trade Marks Branch, 2 5 Southampton Buildings, 
Chancery Lane, London, W.C. 

2. The fees in relation to trade marks registration 
cannot be received at the Patent Oflfice. They should 
be paid in exchange for the stamped forms required, 
which may be obtained at the following places : — 

List of Places at which Stamped Forms under the Patents, 
Designs, and Trade Marks Acty 1883, may be 
obtained, 

(a.) At the Inland Revenue Office, Boyal Courts of Justice, 
London. 
(&.) At the following Post Offices in London : — 
The General Post Office, London, E.G. 
District Post Office, Lombard Street, E.G. 

„ „ 226 Gonmiercial Road, E. 

„ „ 9 Blackman Street, Borough, S.E. 

„ „ Charing Cross, W.C. 

,, „ 28 Eversholt Street, Camden Town, N.W. 

Post Office, 12 Parliament Street, S.W. 
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(c.) At the chief Post 0£Bce of— 

England and Wales. 
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Aocrington. 


Croydon. 


Lincoln. 


Sedgley. 


Altrincham. 


Darlaston. 


Liverpool. 


Sheffield. 


Ashton - under - 


Derby. 


Macclesfield. 


Southamp- 


Lyne. 


Dewsbury. 


Manchester. 


ton. 


Barnsley. 


Doncaster. 


Middlesborough. Stafford. 


Barrow-in-Furness. 


Dorchester. 


Nantwlch. 


Stalybridge. 


Bath. 


Driffield. 


Newcastle. 


Stockport 


Bedford. 


Droitwich. 


Newport (Mon. ) Stoke-on- 


Beverley. 


Dudley. 


Northallerton. 


Trent 


Birkenhead. 


Durham. 


Northampton. 


Stourbridge. 


Birmingham. 


Exeter. 


Nottingham. 


Stourport 


Blackburn. 


Gateshead. 


Nuneaton. 


Sunderland. 


Bolton. 


Goole. 


Oldbury. 


Swansea. 


Bradford. 


Greenwich. 


Oldham. 


Tamworth. 


Brighton. 


Guildford. 


Patrington. 


Truro. 


Bristol. 


Halifax. 


Plymouth. 


Tunstall. 


Bromsgrove. 


Hartlepool. 


Pontefract. 


Wakefield. 


Burnley. 


Hudd^sfield. 


Portsmouth. 


VValsaU. 


Burslem. 


Hull. 


Prescot. 


Warrington. 


Burton-on-Trent 


Ipswich. 


• Preston. 


Wednesbury. 


Bury. 


Keighley. 


Reading. 


West Brom- 


Cambridge. 


Kendal. 


Redditch. 


wich. 


Cardiff. 


Kidderminster. Richmond (Yorks.) Whitby. 


Carlisle. 


Knaresbro' 


Ripon. 


Widnes. 


Chatham. 


Knutsford. 


Rochdale. 


Wigan. 


Chester. 


Lancaster. 


Rotherham. 


Wolver- 


Clitheroe. 


Leamington. 


Rugby. 


hampton. 


Congleton. 


Leeds. 


Salford. 


Wolverton. 


Coventry. 


Leicester. 


St. Helen's. 


Woolwich. 


Crewe. 


Lichfield. 


Scarborough. 


York. 

• 


SCJOTLAND. 


Ibeland. 


Aberdeen. 


Inverness. 


Belfast 


Limerick. 


Dumbarton. 


Lanark. 


Cork. 


Londonderry. 


Dundee. 


Leith. 


Dublin. 


Waterford. 


Edinburgh. 


Paisley. 


Dundalk. 


Wexford. 


Glasgow. 


Perth. 


Galway. 




Greenock. 


Renfrew. 







Note. — Arrangements have also been made by which any of the 
forms required may be ordered of the Postmaster aJt any Money 
Order Office in the United Kingdom not included in the above List, 
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3. The following is a list of the stamped forms under 
the Patents, Designs, and Trade Marks Act, 1883, 
which relate to trade marks, and which may be 
obtained at the places mentioned above : — 



Trade Markb. 



Letter. 



F 
G 
H 

I 
J 

K 

L 

M 

N 

O 

Q 

B 

S 

T 
Ti 
V 
W 



Title of Form. 



Application for Registration of Trade Mark . 
Additional Eepresentation Form .... 
Appeal to Board of Trade on Refusal of Ck>mp- 

troller to Register a Trade Mark 

Registration Fee 

Notice of Opposition to Application for Registra- 

uon ■*••...«. 
Request to enter Name of subsequent Proprietor, 

with Declaration in support thereof . 
Request for Certificate of Refusal to Register a 

Trade Mark 

Notice of Application for Alteration of Address . 
Notice of Application for Alteration or Rectifica- 
tion of Register 

Application to Cancel Entry of Mark on Register 
Request for Correction of Clerical Error 
Request for Certificate of Registration for use 

abroad 

Request for Certificate of Registration for use in 

Legal Proceedings 

Application for Settlement of a Special Case 
Request for Greneral Certificate of Comptroller 
Request for Copy of Official Notification 
Appeal from Cutlers' Company at Sheffield to 

Comptroller 



Fee. 



£. s, d, 

050 

No stamp. 

100 
100 



I 
I 



o 
o 



I o 
o 5 

o 10 

o 5 
o 5 



o 

o 

o 
o 

o 
o 
o 



050 



o 10 

2 O 

o 5 

O 2 



o 
o 
o 
o 



o o 



Of the above forms those bearing the letters " F," " G," and " I " 
are kept in stock at the various offices named in paragraph 2. Any of 
the others when required must be bespoken. 
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Sale of Official Publications. 

4. The Patents, Designs, and Trade Marks Act, 
1883, and the Eules thereunder in relation to the 
registration of trade marks, should be carefully studied. 
Copies of the Act and of the Trade Marks Bules can 
be had on payment of 2s. 2d. for each copy, at the 
Sale Branch of the Patent Ofl&ce, 38 Cursitor Street, 
Chancery Lane, London, E.C. 

5. Post Office orders, sent in payment for the Act 
and Bules, should be for the sum of 2s. 2d., made 
payable to H. Eeader Lack, at the Chancery Lane Post 
Office, London, W.C. 

6. Copies of the Trade Marks Journal may be 
obtained at the price of is. a number from the Sale 
Branch of the Patent Office, 3 8 Cursitor Street, Chan- 
cery Lane, London, E.C. 

Definition of a Trade Mark. 

7. The definition of a trade mark (not used prior to 
the 13th August 1875) is given in the 64th section 
of the Patents, Designs, and Trade Marks Act, 1883, 
as follows : — 

" For the purposes of this Act, a trade mark must 
consist of or contain at least one of the 
following essential particulars : 

"A name of an individual or firm printed, im- 
pressed, or woven in some particular and 
distinctive manner ; or 

"A written signature or copy of a written 
signature of the individual or firm applying 
for registration thereof as a trade mark; or 
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''A distinctive device, mark, brand, heading, 

label, ticket, or fancy word or words not in 

common use." 

All new marks, therefore, which it is desired to 

register, must include one or more of the above essential 

particulars. 

The 64th section goes on — " There may be added to 
any one or more of these particulars any letters, 
words, or figures, or combination of letters, words, 
or figures, or any of them," 
In addition to the above — 

" Any special and distinctive word or words, letter, 

figure, or combination of letters or figures or of 

letters and figures used as a trade mark before 

the thirteenth day of August one thousand eight 

hundred and seventy-five may be registered as 

a trade mark under this part of this Act" 

A person wishing to adopt a trade mark should, 

before engraving a block and circulating impressions of 

the mark among his customers, make a search or a 

formal application at the Trade Marks Branch of the 

Patent Office, with the view of ascertaining whether his 

proposed mark is already registered, or whether, from 

its being calculated to deceive by a resemblance to 

other marks already on record, it would be refused 

registration under the 7 2d section of the Patents, 

Designs, and Trade Marks Act, 1883. 

The fee for making a search amongst the classified 
representations of trade marks is is. for each quarter of 
an hour. The fee for a formal application is 5 s. 

The Comptroller does not undertake to make 
searches amongst the trade marks recorded at his 
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office, eoscqpt in connection with formal applications for 
registration. 

Application for Eegistration. 

8. Applications sent by post should be addressed to 

The Comptroller, 
Patent Office, 

Trade Marks Branch, 

25 Southampton Buildings, 
London, W.C, 

Agents and other persons who may be interested 
in more than one application are particularly requested 
to make communications relating to different applica- 
tions in separate letters. 

9. An application for the registration of a trade mark 
consists of — 

(a.) An application form (Form F in the second 
schedule to the Trade Marks Bules, 1883) 
giving certain particulars (specified in the form) 
and bearing an impressed stamp of 5 s. 

(The applicant should, before filling up the 
form, carefully read the marginal notes.) 

(h.) Certain additional representations of the trade 
mark, mounted on forms (Form G). 

10. A separate application form is required for each 
class in cases where Uie same trade mark is claimed in 
more than one class of goods. 

11. If the mark be the property of a firm, the Form 
F should be signed by a member of the firm, who 
should add, after his signature, ** A member of the firm ; " 
if of a company, by the secretary or other principal 
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officer, who should add, after his signature and desig- 
nation, " for the company." 

12. Applications may be made by agents in the 
names of and on behalf of the owners of trade marks. 
The agent must be duly authorised by the owner or 
owners ; the necessary authority should be signed by 
the owner or owners. 

Applications made by agents should have after the 
name of the agent the description " agent" 

1 3. A representation of the trade mark should be 
placed in the centre of the Form F. 

14. When an application is made for a trade mark 
used on any metal goods other than cutlery, edge-tools, 
and raw steel, it should be stated in the application 
form of what metal or metals the goods are made. See 
section 8 1 of the Act as to Sheffield marks. 

1 5. When the mark consists of or includes words 
printed in other than Boman characters, there should 
be given at the back of or at the foot of the application 
form and of each of the additional representations a 
translation of such words, signed by the applicant or 
his agent 

In the case of marks claimed in classes 23, 24, or 25, 
the applicant should state by what name the particular 
mark claimed would be referred to in the invoices of 
his house. 

Additional Representations of Mark. 

16. Each of the additional representations should be 
placed in the centre of a separate Form G. 

In the case of a trade mark which is not claimed 
in classes 23 to 35, two additional representations are 
required for each class claimed. 
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In the case of a trade mark claimed in any one or 
more of the classes 23 to 35, three additional represen- 
tations should be sent for each of such classes. 

The representations of the mark on the Forms G must 
agree in every respect with each other, and with that on 
the Form F. 

17. Eepresqntations of a mark of a large size may be 
folded. In that case they must, however, be backed 
with linen and firmly affixed to the forms. Eepresenta- 
tions must in no case be executed in pencil. They should 
be not only of a durable nature, but of such a kind as 
will admit of their being preserved and bound together 
in volumes as records of the property of the owners. 

Series of Trade Marks, 

18. By section 66 of the Patents, Designs, and Trade 
Marks Act, 1883, the Comptroller is empowered to 
register under one registration a series of trade marks 
which, whilst they resemble each other in the material 
particulars, differ from each other in respect of the 
statements of the goods for which they are used, of the 
statements of numbers, of the statements of price, of the 
statements of quality, or of the statements of names of 
places. When an application is made for such a series, 
a representation of each of the marks included in the 
series must be affixed to the Form F and also to each of 
the Forms G. 

Common or Open Marks. 

19. In the case of a trade mark used before the 13th 
August 1875, common or open marks of any kind may 
be registered in connection with it ; but in the case of a 
trade mark not so used, common or open marks consist* 
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ing of a ward or eomMnation of words only can be 
registered as a part of the mark. 

In each case> the applicant for entry of such common 
particular or particulars must disclaim the right to the 
exclusive use of the same in a note at the back of or at 
the foot of the application form and of each of the 
additional representations ; such note to be signed by the 
applicant or his agent 

See section 74 of the Act, sub-section 3, for defini- 
tion of common marks. 

Classification of Goods, 

20. A Guide to the Classification of Goods under the 
Trade Marks Bules can be obtained on application at 
the Patent Office, Trade Marks Branch, and should be 
asked for if the applicant feels any difficulty in determin- 
ing to which of the classes set out in the third schedule 
to the rules the goods for which he uses his mark belong. 



Advertisement in the " Trade Marks Journal/* 

21. A trade mark cannot in any case be entered upon 
the register until two months after its advertisement in 
the official paper. 

22. A wood block or electrotype must be furnished 
for each mark in each class claimed (except in the case 
of classes 23, 24, and 25, for which no blocks or electro- 
types are required), but no block or electrotype should 
be forwarded until a formal demand for it is sent by the 
Comptroller. 

23. In the case of a series of trade marks differing only 
in respect of the particulars mentioned in section 66 
of the Patents, Designs, and Trade Marks Act, 1883, a 



INSTRUCTIONS, 1884. 225 

wood block or electrotype must be furnished for each 
mark in the series, for each class claimed. 

24. The wood blocks or electrotypes furnished must 
correspond exactly with the representations, must aflford 
perfectly distinct impressions of the marks, and must be 
upon a scale sufficiently large to reproduce the marks 
faithfully. Worn or mutilated blocks or electrotypes 
cannot be accepted. 

25. The largest space available for the insertion of 
any single block or electrotype is eight and a half inches 
broad by ten inches deep. 

When a block or electrotype exceeds two inches in 
depth, a charge for additional space is made, at the rate 
of two shillings for every inch or part of an inch beyond 
the two inches. 

26. The number given by the Comptroller should not 
be cut on the face of the block or electrotype, but 
should be marked upon the side in such a manner as to 
secure its identification. 

27. All blocks or electrotypes should be sent to the 
Patent Office, Trade Marks Branch, together with the 
papers marked " Form 2," and with the representation of 
the mark sent for the guidance of the applicant in pre- 
paring the blocks or electrotypes. 

28. The blocks or electrotypes supplied for the adver- 
tisement of trade marks cannot in any case be returned 
to applicants. 

Restrictions on Registration. 

29. Ornamental or coloured groundwork, such as 

tartans or checks, cannot be claimed as part of a mark 

unless such groundwork be included within the mark 

by some border or lines. 

p 
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30. The royal arms, or arms so nearly resembling 
them as to be calculated to deceive (except in the 
case of old marks), and the words "Eegistered," "Eegis- 
tered Design," ** Copyright/' "Entered at Stationers' 
HaU," "To Counterfeit this is Forgery," will not 
be registered under the Patents, Designs, and Trade 
Marks Act, 1883, and should not, therefore, appear 
upon the representations of trade marks forming part 
of an application. 

31. The following will not be registered as trade 
marks, or as prominent parts of trade marks, unless the 
marks have been used before 13th August 1875 : — 

Eepresentations of her Majesty the Queen, or of any 
member of the royal family. 

Eepresentations of the royal crown. 

The national arms or flags of Great Britain. 

32. When there appears on the face of a trade mark 
an indication of the goods to which the mark is applied, 
the claim for its registration must be in respect of tliose 
goods only, 

OPPOSITIONS. 
Forms of Counter-Statement and Bond, 

33. The following is a form of counter-statement: — 

Patents, Designs, and Trade Marks Act, 1883. 

Trade Marks. 

In the matter of an application No. 
and of the opposition thereto No. 

In reply to the notice of opposition in this matter by 
of , J give notice by way of 
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counter-statement that I rely for my application on the 
following grounds : — 



(To be dated and signed by the applicant or his 
solicitor.) 

To the Comptroller, 
Patent Office, 

Trade Marks Branch, 

25 Southampton Buildings, 
London. 

The following is a form of bond which the Comp- 
troller is able to accept from persons opposing applica- 
tions, and who have been required to give security for 
costs : — 

Patents, Designs, and Trade Marks Act, 1883. 

Trade Marks. 
In the matter of an application No. 
and of the opposition thereto No. 

Know all men by these presents that we 
of and of are jointly and 

severally held and firmly bound to Henry Eeader Lack, 
the Comptroller-General of Patents, Designs, and Trade 
Marks, in the penal sum of pounds of good and 

lawful money of Great Britain, to be paid to the said 
Henry Eeader Lack or to other the Comptroller-General 
of Patents, Designs, and Trade Marks for the time being, 
for which payment to be well and faithfully made we 
bind ourselves and each of us, our and each of our heirs, 
executors, and administrators firmly by these presents 
sealed with our seals. 

Dated this day of 188 • 
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Whereas, pursuant to the provisions of the Patents, 
Designs, and Trade Marks Act, 1883, ^^^ ^^ ^^^ Trade 
Marks Eules, 1883, an application (No. ) has been 
made by of to the Comptroller- 

General of Patents, Designs, and Trade Marks for the 
registration of a certain trade mark: and whereas the 
above-bounden 

have delivered a notice of opposition to such registration, 
and the said have sent to the said Comp- 

troller-General a counter-statement of the grounds on 
which they rely for their application: and whereas 
the said Comptroller-General, pursuant to the terms of 
the said Act, hath required the said 

to enter into the 
above-written obligation (subject to the condition 
hereinafter contained) as security for such costs as may 
be awarded in respect of such opposition : 

Now the condition of the above-written obligation is 
such that if the said or either of them, 

their or either of their heirs, executors, or adminis- 
trators do and shall well and truly pay or cause to 
be paid to all such costs as the High Court 

of Justice shall think fit to award to the said 
in respect of the said opposition, then the above-written 
obligation is to be void or else to remain in full force 
and virtue. 

Signed, sealed, and delivered by the above-bounden 
and in the presence of 

34. Before he is required to bring an opposition 
matter before the court under Bule 29, the applicant 
is aflforded an opportunity of objecting, iiE he think fit, to 
the solvency of the security for the costs which may be 
awarded in respect of the opposition. 
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Fees. 

35. See the first schedule to the Trade Mark Bules, 
1883, and the list of Forms in paragraph 3 of these 
Instructions. 

36. An application for the registration of a trade mark 
will not he entered by the Comptroller unless it be accom- 
panied by the proper fees in impressed stamps. 

Cutlers* Company. 

37. By section 81, sub-section 3, of the Patents, 
Designs, and Trade Marks Act, 1883, application for the 
registration of trade marks used on cutlery, edge-tools, 
or on raw steel, or on goods made of steel, or of steel and 
iron combined, whether with or without a cutting edge, 
shall, if made by a person carrying on business in 
Hallamshire, or within six miles thereof, be made to 
the Cutlers' Company. 

See Eules 53 to 56 and paragraph 14 of these In- 
structions. 

Applications made to the Cutlers' Company in pur- 
suance of section 81 of the Patents, Designs, and Trade 
Marks Act, 1883, should be made on Form F, the address 
in the left-hand corner to be, " To the Cutlers' Company, 
Sheffield;" instead of " To the Comptroller," and should 
be left at, or sent by post to, the Cutlers' Hall, Sheffield. 

Each application should be accompanied by an 
unstamped copy on foolscap paper. See Eule 53. 

Applications sent by po»t should be addressed — 

Chas. Macro Wilson, Esq., 

The Law Clerk to the Cutlers' Company, 
The Cutlers' Hall, 

Sheffield. 
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Manchester Office. 

38. For the convenience of merchants and manufac- 
turers engaged in the cotton trade, and for the purpose 
of facilitating the recording of trade marks used in 
respect of cotton goods, an office has been opened at 
48 Boyal Exchange, Manchester, where searches can be 
made on payment of is. for each quarter of an hour for 
all marks in classes of textiles from class 23 to class 35. 

Certificates, 

39. The Comptroller's certificate in relation to a 
trade mark is of four kinds, viz. — 

(i.) For use in legal proceedings, 
(ii.) For use in applying for registration in foreign 

countries, 
(iii.) Of any application made and of proceedings 

thereon, 
(iv.) A certificate of refusal of a mark in use before 

13th August 187s, and not registerable. 

40. A person desirous of obtaining any of the above 
certificates should forward Form S, Form E, Form P, or 
Form L (see paragraph 3), as the case may he, to the 
Comptroller, giving the Comptroller's official number of 
the mark, and stating whether the certificate is required 
for use in legal proceedings, or for use in applying for 
the registration of the mark in a foreign country, or 
for what other purpose. 

The form should be accompanied by two unmounted 
copies of each mark for which a certificate is required. 

41. In every C6ise where a certificate is required in 
respect of a cotton mark, or in respect of any trade mark 
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of which the representations or specimens forming part 
of the application for registration are coloured^ two 
unmounted copies of the mark must be supplied, agree- 
ing in every respect with the representations forming 
part of the application for registration. Special atten- 
tion should be paid to this requirement, as the certificate 
cannot in any such case be prepared until these 
unmounted copies are received by the Comptroller. 

Begistraiion of subsequent Proprietors of Registered 

Trade Marks. 

42. The request and declaration to be made by a 
subsequent proprietor on application for the registration 
in his name of a registered trade mark must be made 
on Form K (see paragraph 3). 

H. EEADEK LACK, 
Comptroller. 

Patent Office, Trade Mares Branch, 
London, May 1884. 



INDEX. 



■^«- 



lf,B,—la this index the following abbreTiations are used : — ^M. M. Act 
for the Merchandiie Marks Act, i86a, and T. M. Act for the Patents^ 
Designs, and Trade Marks Act, 1883. 

Abandonment of application for regi8tration» 63 

of opposition to registration, 172 
Acquintian of trade marks, 8, 71 
by user, 8, 71 
by registration, loS 
by aliens, 3, 8, 53, 149 
length of user immaterial for, 8, 108 
Action under M. M. Act, 30, 37, 43 

for recovery of penalties, 30 

limitations of, 33 

costs of plaintiff in, 32 

plaintiff may be compelled to give security, 47 

costs of defendant in, 46 
for damages, 44 

proof of fraud unnecessary in, 5, 45 

measure of damages in, 45 
for injunction, 39 

proof of fraud unnecessary in, 5, 40 

principles adopted by court in, 42 

costs of, 43 

registration a condition precedent to, 1 10 

in what cases, iii 

Additions to trade marks, 64, 69 

when fraudulent amount to forgery, 16 

common marks may be registered as, 104, 223 

Address of communications to Comptroller, 216, 221 

on register, alteration of, 140, 177 

form of application for, 19^ 

inserted in trade mark, alteration of, 142 

Advertisement of application to register, 83, 170^ 224 

purpose o£ 83 

no obli^tion to see, 83 

series of trade marks, 171, 224 

wood blocks to be supplied for, 170, 225 

when made at Sheffield, 118, 181 

Agent may sign application for registration, 164, 222 

wrongful registration by, 131 
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Aggrieved, who may be, by wrongful registration, 130 
by forgery, 27 
aliens may be, 3, 130 
Alien may obtain protection for trade marks, 3 

may acquire trade mark by user in Great Britain, 4, 8 

by registration, 53, 151 
may take advantage ol M. M. Act, i, 4 
enactment regarding in T. M. Act, 149 
may be aggrieved by wrongful re^tration, 130 
Alteration of trade marks, if fraudulent, is forgery, 16 
when registered, 141 

notice of application for, 141 
form of notice, 196 
of address on register, 140, 177 
form of application for, 195 
of register. See Rectification 
Amendment of documents, 180 
of clerical errors, 140 

form of request for, 199 
AjppecU from refusal of Comptroller to register, 52, 132 
to Board of Trade, 52, 59, 132, 168 
may be referred to court, 52, 59, 132 

notice of, to be given by applicant, 168 
form of notice, 196 

copy of notice to be sent to Board, 169 
directions as to hearing, by Board, 169, 
notice of date of hearing, 169 
from Cutlers' Company to Comptroller, 119 
form of notice of, 205 
from Comptroller to court, 120 
Applicant, definition of, in Kules, 17^ 

on death of, successor to goodwill may be registered, 173 
Application for registration, 51 
mode of, 164, 221 
form of, 188 
by iirm, 164, 221 
by body corporate, 164, 222 
by agent, 164, 222 

representations of trade marks on, 51, 166 
receipt o^ to be acknowledged, 164 
advertisement of, 83, 170, 224 
opposition to, 84, 171, 226 
to Cutlers' Company, 116, 181, 229 
of series of trade marks, 79, 167, 171, 223 
by rival claimants, 91, 176 
by subsequent proprietor, 126, 174 
may be sent by post, 167, 221 
for alteration of address, 140, 177 
form of, 195 
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Applicatum-~^ontinued, ' 

to cancel entry, 140 

form of, 197 
for correction of clerical errors, 140 

form of, 199 
for certificates, 182, 230. See CertiJuxUe 

forms of, 194, 200, 201, 203 
for settlement of special case, 176 
form of, 202 
ArmSf royal, not registrable as new marks, 226 

unauthorised assumption of, 154 
Assignee, registration of, 126, 174, 231 

of goodwill may be registered on death of applicant, 173 
Assignment of trade marks only in connection with goodwill, 88 
registration of, 126, 174, 231 
of Sheffield marks, 118 
Board of Trade, appeal from Comptroller to, 52, 59, 168. See 
Appeal 
may refer appeal to court, 52, 132 
power oi, to appoint officers, 124 
to make rules, 146 
Bond to be given by opponent of registration, 85 
form of, 227 
stamp on, 86 
Brand, distinctive, may be trade mark, 64 
Calctdated to deceive, meaning ol^ 16, 96, loi 
tiie test of forgery, 17 
of infringement, 17 
of similarity, 93, 96 
Cancellation of entry in register on application by registered 
owner, 140 

form of, 197 

declaration in support, 197 
on application by person aggrieved, 129 
Certificate of Comptroller to be evidence, 143 
when given, 182, 230 

form (Nt application for, for use in legal proceedings, 201 
for use in registration abroad, 200 
of any proceedings, 203 
of refusal to register old mark, 194 
Classes of goods for registration, 163, 206, 224 
trade marks must be registered for, 78 
subdivision of, 79, 94 
Clerical errors, correction of, 140 
form of request for, 199 
Colour, trade mark may be registered in any, 81 
Common law, protection of trade marks at, 4, 44 

proof of fraud formerly necessary for, 5, 44 
without deception of first purchaser, 5 
Equity formerly followed the, 39 
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Common markSf what are, 104, 105 

may be registered as additions to trade marks, 104, 223 
disclaimer of, 104 
removable from register, 130 
Comptroller, appointment of, 124 
definition of, 160 
discretionary powers o^ 143, 168 
power of, to dispense with evidence, 179 
to coiTect clerical erroi-s, 140 
to cancel entries, 140 
may take directions of law officers, 143 
costs of, 60, 88, 139 
appeal from, 52, 59, 132. See Appeal 
annual report of, 149 
Conditions^ registration subject to, 52, 61, 173 
Conflicting claims to registration, 91 

to be submitted to court by special case, 176 
Copies of extracts from register, 129 
Correction of clerical errors, 140 
form of request for, 199 
Costs of application to register, 60 
of opposition to registration, 88 
of rectification of register, 139 
of Comptroller's appearance, 60, 88, 139 
of proceedings before Comptroller, 60 
of actions under M. M. Act, 33, 46, 47 
of summary proceedings, 32 
Cutlers^ Company t registration of Sheffield marks by, 116 
applications to, 117, 181, 229 
appeal from, to Comptroller, 119 

form of, 20J 
costs of opposition by, 88 
Damages, action for, for breach of warranty, 35 
for infringement, 44 
for infringement where no fraud is proved, 5, 45 
measure of, for infringement, 45 
for breach of warranty, 35, 36 
Declaration on application by subsequent proprietor, 175, 231 
form of, 193 
on application to cancel, 140 

form of, 198 
mode of making, 183 
by infant, lunatic, &c., 145 
Definition of person in M. M. Act, i, 3 
in T. M. Act, «, 160 
of trade mark in M. M. Act, 2, 4 

in T. M. Act, 63, 219 
of design in M. M. Act, 2 
Design^ re^stration of, 9 

definition of, in M. M. Act, 2 
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Discovery under M. M. Act, 17 

penalty for refusing, 18 
Distinctiveness^ a requisite of a trade mark, 7, 65 

words which have lost, 72 
Documents^ amendment of, 180 

correction of clerical errors in, 140 

prescribed size of, 165 
Enlargement of time, 180 
Entries to be made in register, 173 

falsification of , 142 

cancellation of, by Comptroller, 140 

rectification of, by court, 129 
Equity^ protection of trade marks in, 5, 39, 45 

no proof of fraud necessary, 5, 40, 45 
Evidence^ sealed copies of entries to be, 129 

Comptroller's discretioii as to, 179 
Extracts from register, 128, 129 

sealed, to be evidence, 129 
Falsification, of entries on register, 142 
Fancy words may be trade marks, 64, 68 
Fees, rules as to, 162 

table of, 185 

how payable, 216, 229 

form of transmission of, 191 

removal of mark for non-payment of, 113 
Figures, may be registered as old marks, 64, 78 

as additions to new marks, 64, 69 
Foreigner. See Alien 
Forgery of trade marks, 10, 16 

what degree of imitation amounts to, 16 

is a misdemeanor, 10 

punishment of, 29 
Form of application for registration, 188 

of additional representation, 189 

of appeal to Board of Trade, 190 

of transmission of registration fee, 191 

of notice of opposition, 192 

of request to enter subsequent proprietor, 193 

of request for certificate of refusal, 194 

of notice of application for alteration of address, 195 

of notice of application for rectification, 196 

of application to cancel entry on register, 197 

of declaration in support, 198 

of request for correction of clerical error, 199 

of request for certificate of registration for use in obtaining 
registration abroad, 200 

of request for certificate of registration for use in legal pro- 
ceedings, 201 

of application for settlement of special case, 202 

of request for general certificate, 203 
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Form — continued, 

of request for copy of notification of r^istration, 204 

of appeal from Cutlers* Company, 20^ 

of counter-statement in case of opposition, 226 

of bond of security for costs, 227 

rules as to, 163 

where obtainable, 216 
Fraudf infringement without, 5, 6 
Geographical names may be trade marks, 75 

are sometimes deceptive, 75, 103 
Goods, registration for particular, 78 

classmcation of, 163, 206, 224 
GoodwUly registered trade mark only assignable with, 88 

successor to, may be registered on death of applicant, 173 
Hallamskire, See Gutl&rs^ Company, 
Heading may be a trade mark, 64 
Imitation, what degree of, amounts to forgery, 16 

to infringement, 17 
Infant^ declaration by, 145 
Infringement, without deception of first purchaser, 4 

without fraudulent intention, 5 

what degree of imitation amounts to, 6 

remedy for, by criminal prosecution, 10 
by injunction, 37 
by action for damages, 43 
Initials may be registered as old marks, 64, 77 

as additions to new marks, 64, 70 
Injunction, protection of trade marks by, 5, 37 
where no fraud is shown, 6, 40 
principles on which court grants, 41 

power of court under Judicature Act to grant, 42 
Inspection of register, 128, 179 
Ireland, reservation of remedies in, 156 
Isle of Man, T. M. Act to extend to, 157 

special provision as to, 157 
Issue may be directed on proceeding for rectification, 130 
Law officer, definition of. 160 

Comptroller mav talce directions of, 143 
Letters as trade marks, 70, 77 
Licence, proprietor of trade mark may grant, 126 
Lunaiic, declarations, &c., iu case o^ 145 
Manchester, office at, 230 

Committee of Experts, 96 
Medals, misrepresentations as to, 23 
Metal goods, 116, 165. See Cutlers^ Company 
Misdemeanor, under M. M. Act forger]^ of trade marks is, 10 
applying a forged trade mark is, 12 
aiding the commission of a misdemeanor is, 29 
punishment for, 29 
under T. M. Act, falsification of register is, 142 
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Misrepresentation in description of goods, 19 
penalty for, 20 
disentitles to protection, 22 
that article is patented, 21, 153 
in trade mark disentitles to registration, 100 
Name as a trade mark, 62, 66, 76 

of article becoming descriptive, 74 
of inventor becoming descriptive, 76 
Notice may be sent by post, 144, 167 

of wish to be heard by Comptroller, 168 
of registration, 174 
of order of court, 178 
of opposition, form of, 192 

to applicant to bring opposed application before court, 171 
to ComptroUer of application at Sheffield, 181 
of order for rectification, form of, 196 
Opposition to registration, 84, 171 
form of notice, 192 

statement and counter-statement, 84, 226 
security for costs, 85, 227 
abandonment of, 172 
practice in cases of, 87, 171 
costs in cases of, 88 
Patent, misrepresentation that article is subject of, 19 
penalty for, 19, 153 
disentitles to protection, 21 
to registration, 103 
Penalties under M. M. Actforsellinggoods withforged trademark, 14 
for refusing to give information, 18 
for marking goods with false description, 19 
for selling goods with false description, 23 
recovery of, by action, 30 

bv summary proceedings, 30, 32 
under T. M. Act for falsification of register, 142 
for misrepresenting article as patented, 153 
for unautnorised assumption of royal arms, 154 
Person, definition of, in M. M. Act, i, 3 
in T. M. Act, ^3, 160 
aggrieved, who is, by wrongful registration, 130 
Property in trade mark, 5 
acquired by user, 8, 71 

by registration, 108 
basis of equity jurisdiction, 6 ' 

Proprietor of trade mark, who is, 54 
Bectijication on application of person aggrieved, 129 
jurisdiction of court as to, 132 
costs of, 139 
notification to Comptroller of order of, 178 
publication of order of, 178 
by cancellation at request of registered proprietor, 140 
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Refusal by Comptroller to register, 51 

a|>peal from, 52, 132. See Appeal 
Register, establismnent of, 112 

continuance of former, 159 

trust not to be entered in, 125 

ins{>ection of, 128, 179 

falsification of entries in, 142 

rectification of, 129 

entries to be made in, 173 

alteration of address in, 140, 177 
Registration^ application for, 51, 164. See Application 

of subsequent proprietor, 126, 174. See Assignee 

subject to conaitions, 52, 61, 173 

restrictions on, 93, ioo, 126, 225 

refusal of, 51 

of a series of marks, 79. See Series 

time of, 172 

conflicting claims to, 91. See Convicting Claims 

opposition to, 84, 171. See Opposition 

of cutlery marks, 116. See Cutlers^ Company 

notice of, 174 

eflfect of, 108 
Remedy for infringement by injunction, 37 
by action for damages, 42 
by criminal proceedings, 10, 29 

conviction under M. M. Act does not affect civil, 26 
Removal of trade mark from register, 177 

by ComptroUer on request of registered proprietor, 140 

on non-payment of fees, 113 
by court on application of person aggrieved, 129 
costs of application for, 139 

effect of, 113, 115 
Representations of trade marks on application, 51, 166, 222 
form of, 189 

of a seiies of trade marks, 167, 223 
Restrictions on registration, 93, 96, 100, 126, 225 

of identical marks for same goods or description of 
goods, 93 

ot marks calculated to deceive, 96, xoi 

of words disentitled to protection of court, 100 

of scandalous designs, 100 

of marks contrary to law and morality, 126 

of royal arms, &c, 226 
Royal Arms, See Arms. 
Scotland, provisions as to procedure in, 155 
Seal of Patent Of&ce, 125 
Series of trade marks, registration of, 79, 223 

representations of, 167 
Sheffield Marks. See Cutlers* Company 
Signature as trade mark, 63, 68 
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Special case, in case of conflicting^ daimd, 176 
to be settled by Comptroller if necessary, 176 
application for settlementi 202 
Three-MarK Bule, what is, 95, 106 
Time of registration, 172 

of inspection of roister, 179 
enlargement of, i£> 
Trade mark, definition of , in M. M Act, 2, 4 
in T. Ill Act, 63, 219 
infringement of, where fraud is shown, 4 
wnere no fraud is shown, 5, 6 
without deception of first purchaser, 4 
acquisition of, by user in Great Britain, 8, 71 
by registration, 108 
by aliens, 3, 8 
property in, 5 

protection of, in absence of fraud, 5, 6 
at common law, 4, 44. 
bjr injunction, 5, 37 
requisites of, 7 

must be distinctive, 7, 65 
must be attached to vendible article, 7, 65 
forgery of, 10 

punishment for, 29 
representations of, 51, 166 
deposit of copies of, 166 
registration of, 51. See Begistratum 
series of, 79, 167. See Series 
assignment of, 88, 174. See Assignment 
removal of, 113, 129, 140, 177. See iSemovo/ 
Trade name is protected as a trade mark, 8, 65 

cannot be registered, 65 
Transfer and transmission of trade mark to be entered 126, 174. 

See Assignee 
Trusty not to be entered on resistor, 125 
User, acquisition of trade marks by, 8, 71 
must be in Great Britain, 8, 71 
len^h of, immaterial, 9, 71 
entitles to registration, 71 
registration is equivalent to, 108 
Warranty that trade mark is genuine, 34 
that description on article is genuine, 36 
action on, rules as to, 35 

measure of damages in, 36 
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